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RESPONSE TO OFFICE ACTION 
 

I. SECTION 2(d) LIKELIHOOD OF CONFUSION REFUSAL  

 
The Examining Attorney refused registration of Applicant’s mark ICEFILL (“Applicant’s 

Mark”) on the ground of likelihood of confusion with ICE, Registration No. 4854857 
(“Registrant’s Mark”) registered in class 7 for a variety of industrial welding machines, welding 
guns, and welding torches. Applicant’s goods are highly advanced machines for the manufacture 
of semiconductor chips on a silicon wafer.  Applicant respectfully disagrees with the Examining 
Attorney’s assertion that Applicant’s Mark is likely to be confused with Registrant’s Mark.  When 
considered in their entirety, Applicant’s Mark differs in commercial impression from Registrant’s 
Mark, the two sets of goods are vastly different in purpose and function, and both sets of goods 
are complex, expensive, and targeted to sophisticated buyers. 
 

A. APPLICANT’S MARK IS NOT CONFUSINGLY SIMILAR TO 
REGISTRANT’S MARK 

 

1. Registrant’s Mark is Weak and Entitled to Only a Narrow Scope of 
Protection. 

 
Marks are categorized along a continuum from strong, fanciful marks to weak, descriptive 

or generic marks, which categorization must be made in the context of the goods and services. See 
Remington Products, Inc. v. North American Philips Corp., 892 F.2d 1576, 1580, 13 USPQ2d 
1444, 1448 (Fed. Cir. 1990). “Whether a mark is classified as ‘strong’ or ‘weak’ is a very important 
element in deciding likelihood of confusion. A portion of a mark may be ‘weak’ in the sense that 
such portion is descriptive, highly suggestive, or is in common use by many other sellers in the 
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market.” J. Thomas McCarthy, McCarthy on Trademarks and Unfair Competition §23.48 (4th Ed. 
2004) (emphasis added). The Examining Attorney has given undue weight to the Registrant’s 
Mark because ICE is not a strong element. The USPTO database currently shows at least 54 
registrations containing the element ICE in class 7 including the mark BLUEICE, Reg. No. 
4758185 for “. . . machines for processing semiconductors . . . machines for manufacturing 
semiconductor wafers . . .”1 EXHIBIT 1 [BLUEICE Reg. Cert.].  Given that BLUEICE currently 
coexists peacefully in Class 7 with Registrant’s Mark, along with all the other ICE marks, 
Registrant’s Mark is entitled to only a limited scope of protection, and, accordingly, does not bar 
Applicant’s Mark from joining the same peaceful assembly.   

 

2. When Considered in its Entirety, Applicant’s Mark Differs in 
Commercial Impression from Registrant’s Mark. 

 
 When determining likelihood of confusion, marks must be considered in their entirety. 
Estate of P.D. Beckwith, Inc. v. Commissioner of Patents, 252 U.S. 538 (1920). “It is axiomatic 
that a mark should not be dissected and considered piecemeal.” Massey Junior Coll., Inc. v. 
Fashion Inst. of Tech., 492 F.2d 1399, 1402, 181 USPQ 272, 273 (C.C.P.A. 1974). The Examining 
Attorney has dissected Applicant’s Mark by dismissing the second half of the mark. 
 Applicant’s Mark consists in its entirety of two elements, the word “ICE” combined with 
the word “FILL” to create the single word “ICEFILL”.  Under the overall impression analysis, 
there is no rule that likelihood of confusion automatically applies where a junior user’s mark 
contains in part the whole of another mark. See, e.g., Colgate-Palmolive Co. v. Carter-Wallace, 
Inc., 432 F.2d 1400, 167 USPQ 529 (C.C.P.A. 1970) (PEAK PERIOD not confusingly similar to 
PEAK). Furthermore, “[t]he use of identical, even dominant, words in common does not 
automatically mean that two marks are similar.” General Mills, Inc. v. Kellogg Co., 824 F.2d 622, 
627 (8th Cir. 1987) (finding APPLE RAISIN CRISP not confusingly similar to OATMEAL 
RAISIN CRISP).  The appearance of differentiating words to an identical portion of a mark has 
been found to be sufficient to eliminate any likelihood of confusion. Keebler Co. v. Murray Bakery 
Prods., 866 F.2d 1386, 1388 USPQ2d 1736, 1739 (Fed. Cir. 1989) (finding PEACAN SHORTIES 
not confusingly similar to PECAN SANDIES). When taken in their entirety, Applicant’s Mark 
and the Registrant’s Mark are not similar in sight, sound, meaning, or commercial impression.  

 

B. APPLICANT’S MARK AND THE REGISTRANT’S MARK ARE NOT 
USED IN CONNECTION WITH RELATED GOODS 

 
In order for there to be likelihood of confusion, the goods of the allegedly conflicting marks 

must be related. TMEP §1207.01(a)(iii). As shown above, the undissected marks are not similar 
and therefore not entitled to cover any expanded range of relatedness in the goods. Applicant 
respectfully disagrees that its specified goods are related to those in the Registrant’s Mark.  Goods 
or services are not “related” merely because they “co-exist in the same broad industry,” 

 
1 BLUEICE, Reg. No.4758185:  IC 007. Machines for processing substrate, machines for manufacturing substrates, 
machines for etching substrates, machines for cleaning substrates, machines for drying substrates, machines for 
processing semiconductors, machines for processing semiconductor wafers, machines for manufacturing 
semiconductor wafers, machines for cleaning semiconductor wafers, machines for etching semiconductor wafers, 
machines for drying semiconductor wafers, machines for cleaning photomasks, machines for drying photomasks 
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Homeowners Group, Inc. v. Home Mktg. Specialists, Inc., 931 F.2d 1100, 1109 (6th Cir. 1991). 
The goods, on the face of the two identifications, are distinctly different in terms of their nature, 
use, and function.  

The Examining Attorney contends that the goods are related because welding machine 
manufacturers offer welding machines for the semiconductor industry. However, a huge swath of 
industries use welding machines, from the aerospace industry to breweries and vintners. EXHIBIT 
2 [http://www.magnatechllc.com/]. Welding machines may not be deemed, by this reason alone, 
to be related to airplanes, beer, and wine, or to the jet engines, glass bottles, and grapes that are 
also supplied to these industries.  

Nor does the submitted internet evidence support the Examining Attorney’s assertion that 
“the same entity commonly manufactures the relevant goods and markets the goods under the same 
mark.” The magnatechllc.com, artechwelders.com, and spilasers.com websites mention the use of 
machine or laser welding in semiconductor manufacturing facilities; however, none of the websites 
mention machines for taking a silicon wafer and turning it into tiny chips, each containing millions 
of nano-transistors and features that can be smaller than the width of a light wave. Exhibit 3 
[https://www.lamresearch.com/products/products-overview/]. 

The MagnaTech material refers to the construction of industrial piping inside a 
semiconductor factory. MagnaTech’s machines employ “orbital welding” to join two tubes or 
pipes together. Nothing in the submitted evidence suggests that MagnaTech’s orbital welding is 
used on a silicon wafer itself. There are no tubes or pipes on a silicon chip, and nothing else that 
is amenable to orbital welding. Indeed, the brute industrial force that MagnaTech’s welding 
implicates has no role in the delicate, nanoscopic processes in Applicant’s machines. One cannot 
“weld” anything onto a silicon chip. Its features must be painstakingly photo-layered, etched, 
cleaned, essentially carved out of a thin wafer. 

Artech also operates at a very different segment of the semiconductor industry. The 
pictures on page 11 of the Office Action depict industrial-sized bolts and screws. These are what 
Artech’s welding machines deal with, not nanoscopic features on a fragile silicon wafer. Indeed, 
page 12 suggests that Artech machines weld the doors and pumps at a silicon chip factory, not the 
chips themselves. 

The Examining Attorney’s third example, SPI Lasers, refers to the welding that takes place 
on a circuit board, again not within the silicon chip itself. The picture on page 14 of the Office 
Action shows a circuit board, onto which enclosed silicon chips (the gray rectangular features) are 
plugged. Other much simpler features may be plugged or welded onto the circuit board. The chips 
that are made by Applicant’s machines, with their millions of micro-transistors, are and have to be 
fully enclosed and protected. SPI’s welding functions cannot touch the chip itself. 

In Electronic Design & Sales Inc. v. Electronic Data Systems Corp. the Court cautioned 
against denying registration simply because an applicant markets and sells its goods in the same 
general field as those promoted and sold by the registrant. 954 F.2d 713, 21 USPQ2d 1388, 1391 
(Fed. Cir. 1992). Such a mistake is tempting due to the broad meaning of “semiconductor.” Though 
the term now typically refers to the unfathomably complex and tiny chips inside electronic devices, 
it historically includes much larger, simpler features such as vacuum tubes and visible metal 
transistors. Exhibit 4 [https://en.wikipedia.org/wiki/Transistor]. The Examining Attorney has not 
offered one instance of welding machines/guns and semiconductor manufacturing machines 
emanating from the same manufacturer, let alone under the same mark. The technology involved 
in creating tiny chips with millions of transistors, some as small as a light wave, operates at a very 
different level from the industrial welding technology that operates at the human scale.  

http://www.magnatechllc.com/
http://www.magnatechllc.com/
https://artechwelders.com/semiconductor/
https://www.spilasers.com/
https://www.lamresearch.com/products/products-overview/
https://en.wikipedia.org/wiki/Transistor
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Moreover, the relevant goods are not bought on impulse but are carefully requisitioned by 
sophisticated buyers. "[T]here is always less likelihood of confusion where goods are expensive 
and purchased after careful consideration." Astra Pharmaceutical Prods. V. Beckman Instruments, 
718 F.2d 1201, 1206, 220 USPQ 786, 790 (1st Cir. 1983). Applicant sells highly advanced, multi-
million-dollar equipment used in the fabrication of semiconductor chips. Its customers are also 
some of the largest and most technologically advanced companies in the world. The very 
specialized machines Applicant sells are subject to a rigorous procurement process by extremely 
sophisticated purchasers working closely with Applicant’s engineers to pore over intricate specs 
and requirements. Harvey Hubbell Inc. v. Tokyo Seimitsu Co., Ltd., 188 USPQ 517, 520 (TTAB 
1975) (“The products here involved are quite expensive and bought with a specific application in 
mind which necessitates consultation between seller and the prospective purchaser, an element 
which can lessen the effect of substantially similar marks”).  

Similarly, the Registrant’s machines are also purchased by commercial enterprises and 
other sophisticated buyers. None of the specialized machines associated with Applicant’s Mark or 
the Registrant’s Mark are subject to casual or impulse buying, thus making confusion highly 
unlikely in the marketplace.  See Electronic Design & Sales Inc. 21 USPQ2d at 1391 
(“Sophistication is important and often dispositive because sophisticated consumers may be 
expected to exercise greater care;” finding no likelihood of confusion resulting from the 
contemporaneous use of E.D.S. and EDS despite the fact that “the two parties conduct business 
not only in the same fields but also with some of the same companies”).  Given the vast differences 
in the goods as well as the conditions under which and the buyers to whom sales of the goods are 
made, there can be no likelihood of confusion. 
 

II. SECTION 1 AND 45 REFUSAL  
 

The Examining Attorney also preliminarily refused registration of Applicant's mark on the 
ground that the specimen is used only for internal business. Although the specimen states “LAM 
RESEARCH CONFIDENTIAL [line break] INTERNAL USE ONLY,” the document is an 
installation manual that accompanies the goods delivered to customers.  The “confidential” and 
“internal” notations are meant to put Applicant’s customers on notice that the technical information 
therein is sensitive, confidential information belonging to Applicant. That “INTERNAL USE 
ONLY” is placed on a different line further supports the interpretation that the document is for the 
customer’s internal use, not Lam’s. This is the reasonable reading of this legend, because an 
installation manual is typically for instructing the buyer, not the seller, on how to install the goods.  
 
CONCLUSION  

 
Applicant respectfully requests that the Examining attorney withdraw the likelihood of 

confusion and Section 1 and 45 refusal and approve the mark for publication. 
 

Respectfully submitted, 

/duy thai/ 

Attorney for Applicant 

July 13, 2020  
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