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REMARKS 
 

This responds to the Office Action dated 7 October 2019. Applicant thanks the Examining 

Attorney for the examination of this application and notes that the Examining Attorney’s search 

revealed no similar registered or pending marks. 

 

DESCRIPTIVENESS REFUSAL 
 

In the Office Action, the Examining Attorney maintained a descriptiveness refusal on the 

Principal Register on grounds the mark is merely descriptive of the goods and services recited in 

the application. Applicant respectfully traverses this refusal based upon the following arguments 

and authority.  In a telephonic conversation with the Examining Attorney, Examining Attorney 

expressed she was willing to reconsider the refusal if the Applicant would (1) amend the 

identification of goods and services per below, (2) provide written answers in response to the 

“Additional Information Required” in the Office Action, and (3) provide evidence that the term 

“Minibunion” is not commonly used in reference to tailor’s bunions or bunionettes.  

 

AMENDMENT 

Please amend the identification of goods in the application to read as follows: 

Surgical implants comprising artificial material and associated surgical instrument 

sets (ORIGINAL) 

Surgical implants used in minimally invasive surgery to correct bunions, excluding 

tailor’s bunions, comprising artificial material and associated surgical instrument sets 

(AMENDED) 
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ADDITIONAL INFORMATION REQUIRED  

To permit proper examination of the application, applicant must provide the following additional 
information: 

(1) Explain whether the wording in the mark “MINIBUNION” has any meaning or significance 
in the surgical implants industry.   

The wording MINIBUNION does not have any meaning or significance in the 

implant industry.  Applicant’s use of the phrase “mini” as part of the name suggests 

the minimal surgical exposure required to implant Applicant’s device. The term 

“bunion,” is a noun derived from the French word “bump,” and merely describes a 

clinical condition.  Therefore, Applicant’s use of the word combination is not to 

imply a “small bump” as may be indicated by the word definitions, but rather, as 

characterizing Applicant’s proprietary, patent-protected minimally invasive surgical 

approach and incision to address a bunion of any size, shape, and form.  

(2) Respond to the following questions: 

Are applicant’s identified surgical implants used to treat or correct bunionettes, “tailor’s 

bunions,” and/or small bunions on the outside of the foot (at the base of the little toe)?   

No.  

Are applicant’s associated surgical instrument sets used to treat or correct bunionettes, 

“tailor’s bunions,” and/or small bunions on the outside of the foot (at the base of the little 

toe)? 

  No. 

3. The Applicant submits Appendix 1 as evidence that a common Google search 
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results in a lack of evidence the term minibunion is ever used to refer to “small bunions,” 

“tailor’s bunions,” or “bunionettes.”  In contrast, the first and highest hits reveal and 

support Applicant’s claim that minibunion is used primarily, and almost exclusively, by 

Applicant as a source indicator of its services.  The evidence, therefore, shows the term 

merely suggests, rather than describes, the minimal surgical exposure required to implant 

Applicant’s device; and has nothing to do with tailor’s bunions.  

 
CONCLUSION 

 

For the reasons set forth above (and as explained in Applicant’s previous Office Action 

Response), Applicant respectfully requests the Examining Attorney to withdraw the mere 

descriptiveness refusal and approve the present application for publication and ultimate 

registration. If there remain any unresolved matters, Applicant respectfully requests the Examining 

Attorney to telephone the undersigned attorney to expedite the handling of this matter. 
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Appendix 1 
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