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RESPONSE TO OFFICE ACTION 

 
 Applicant responds as follows to the Office Action dated September 4, 2019.  The 

Application seeks registration of the word-mark AFFINITY for the following goods and 

services: 

IC 016: Printed publications, namely, magazines and newsletters featuring articles and news in 
the field of computer software, hardware and peripherals, graphic design, multimedia manipulation and 
sharing, the Internet, personal computing, social networking, classified ads, general interest and 
scrapbooking; manuals, catalogues, books, teaching and instructional materials in the field of computer 
software, hardware and peripherals, graphic design, multimedia manipulation and sharing, the Internet, 
personal computing, social networking, classified ads, general interest and scrapbooking; graphic 
reproductions; stationery, photo albums, scrapbooks, greeting cards, note cards, and calendars 

 
IC 035: Providing an on-line directory information service featuring information regarding social 

networking, classified ads, general interest, scrapbooking, graphic design and multimedia manipulation 
and sharing; providing an on-line computer database featuring classified advertisements; advertising by 
transmission of on-line publicity for third parties through electronic communications networks; graphic 
advertising; promoting the goods and services of others over the Internet; electronic retail store services 
featuring computer software, images, multimedia files, digital accessories and scrapbooking materials 

 
IC 038: Providing online communications links which transfer the web site user to other local and 

global web pages; internet access provider services; online and transmission services, namely, providing 
e-mail services, transmission of voice, audio, visual images and data by telecommunications networks, 
wireless communications networks, the Internet, information services networks and data networks; on-line 
document delivery via a global computer network; providing access to databases featuring information 
regarding computer software, hardware and peripherals, graphic design, multimedia manipulation and 
sharing, the Internet, personal computing, social networking, classified ads, general interest and 
scrapbooking, magazines, books, manuals and catalogues; providing online chat rooms and electronic 
bulletin boards for transmission of messages among users in the field of computer software, hardware 
and peripherals, graphic design, multimedia manipulation and sharing, the Internet, personal computing, 
social networking, classified ads, general interest and scrapbooking; providing on-line forums for 
transmission of messages among computer users in the fields of computer software, hardware and 
peripherals, graphic design, multimedia manipulation and sharing, the Internet, personal computing, 
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social networking, classified ads, general interest and scrapbooking; electronic transmission of images, 
photographs, graphic images and illustrations over a global computer network 

 
IC 041: Teaching, training, education and instructional services, namely, on-line courses in the 

fields of computer software and hardware; arranging and conducting courses, conferences, seminars and 
educational presentations relating to computer software and hardware; electronic publishing of works of 
others incorporating user-created text, audio or images on-line featuring computer software, hardware 
and peripherals, graphic design, multimedia manipulation and sharing, the Internet, personal computing, 
social networking, classified ads, general interest and scrapbooking; on-line journals, namely, blogs 
featuring computer software, hardware and peripherals, graphic design, multimedia manipulation and 
sharing, the Internet, personal computing, social networking, classified ads, general interest and 
scrapbooking; providing non-downloadable, on-line newsletters in the fields of computer software, 
hardware and peripherals, graphic design, multimedia manipulation and sharing, the Internet, personal 
computing, social networking, classified ads, general interest and scrapbooking; providing an on-line 
computer database featuring information regarding how to use computer software, hardware and 
peripherals; providing an on-line computer database featuring information regarding how to set up and 
use and online scrapbook; providing an on-line computer database featuring educational information 
regarding how to scrapbook; providing an on-line computer database featuring educational information 
regarding graphic design, multimedia manipulation and sharing; providing on-line information in the field 
of current event news and entertainment via the Internet; providing on-line magazines, books, manuals, 
scrapbooks and catalogues in the fields of computer software, hardware and peripherals, graphic design, 
multimedia manipulation and sharing, the Internet, personal computing, social networking, classified ads, 
general interest and scrapbooking; providing online scrapbooks featuring user-defined text and images. 
arranging and conducting online meetings and interactive seminars in the field of computer software, 
hardware and peripherals, graphic design, multimedia manipulation and sharing, the Internet, personal 
computing, social networking, classified ads, general interest and scrapbooking 

 
IC 042: Advisory services and consultancy relating to computer software; computer software 

design, development, configuration, maintenance, installation and updating; computer graphics design 
services; design of graphics software systems; technical support services, namely, troubleshooting of 
computer software problems; creating web pages for others used in the provision of online services; 
design and development of websites for others used to conduct on-line forums; providing temporary use 
of online, non-downloadable software for use for graphic design, image manipulation, desktop publishing 
and printing; design and development of computer hardware; consulting in the field of website design, 
development, maintenance, updating, modification, installation and monitoring the performance, 
availability and errors of the websites of others; consulting in the field of website hosting and support; 
hosting the websites of others; design, development, maintenance, updating and modification of web 
sites for others; monitoring the web sites of others to improve scalability and performance of web sites of 
others; installation of software used to create websites; computer aided graphic design; graphic art 
design; hosting of digital content, namely, personal profiles and social networking information; providing 
an interactive website enabling users to create, manipulate and share multimedia scrapbooks, 
information, comments and user-generated multimedia content; providing temporary use of online, non-
downloadable software for use for graphic design, multi-media manipulation, scrapbook applications, 
social networking, uploading, storing, posting, blogging and sharing of communication or information; 
providing temporary use of online, non-downloadable software that enables users to share multimedia 
scrapbooks and other user-generated multimedia content with third parties via a global computer network. 
providing temporary use of on-line non-downloadable software for desktop publishing, word processing, 
printing, graphics, images, fonts and font management, typesetting, document management and 
manipulation, presentation delivery, image editing, media and photo management, drawing, animation, 
graphics, website design, digital video and audio editing; hosting a website enabling the posting of 
information by members in online web logs in the field of computer software, hardware and peripherals, 
graphic design, multimedia manipulation and sharing, the Internet, personal computing, social networking, 
classified ads, general interest and scrapbooking; providing an on-line computer database featuring 
information regarding the design and development of computer software, hardware and peripherals; 
design and graphic arts design for the creation of websites and web pages on the Internet; rendering of 
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computer graphics (digital imaging services); software as a service featuring software platforms for 
graphic design 

 
IC 045: Internet based introduction and social networking services; providing an on-line computer 

database featuring social networking information; electronic monitoring services for security purposes in 
the field of on-line chat forums 
 
I. Likelihood of Confusion – Partial Refusal 

 
 The Examining Attorney has refused registration for some of the identified services in 

Classes 038, 041 and 042 under Section 2(d) based on a likelihood of confusion with the 

following prior registrations:  

No. Cited Registration 

1 AFFINITY, U.S. Reg. Nos. 2729756, and 270502, by Affinity Global, Inc. 

2 AFFINITY, U.S. Reg. 4954045, by Gabriels Technology Solutions 

3 AFFINITI, U.S. Reg. Nos. 4908889 and 4964594, by Affiniti, Inc. 

4 AFFINITY, U.S. Reg. No. 5764031, by RotoLab 

5 AFFINITY4, Reg. Nos. 3855528 and 3862608, by Amerivision 
Communications, Inc. 

6 AFFINITY X, Reg. No. 5295919, by Affinity Express, Inc.  

7 AFFINITY EXPRESS, Reg. No. 4759468, by Affinity Express, Inc. 

8 AVFINITY, Reg. Nos. 3574696 and 3585391 

 In refusing registration of Applicant’s mark for the services gray highlighted below, the 

Examining Attorney determined that the gray-highlighted language results in a likelihood of 

confusion with the prior registrations identified by number in yellow highlight, and that the 

likelihood of confusion can be avoided by deleting such language: 

  = Language in Issue 
      
  = Prior Registrations in Issue (see Chart below) 

  
IC 038.  Providing online communications links which transfer the web site user to other local and 

global web pages; internet access provider services; online and transmission services, namely, providing 
e-mail services, transmission of voice, audio, visual images and data by telecommunications networks, 
wireless communications networks, the Internet, information services networks and data networks;3, 5, 8 
on-line document delivery via a global computer network; providing access to databases featuring 
information regarding computer software, hardware and peripherals, graphic design, multimedia 
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manipulation and sharing, the Internet, personal computing, social networking, classified ads, general 
interest and scrapbooking, magazines, books, manuals and catalogues; providing online chat rooms and 
electronic bulletin boards for transmission of messages among users in the field of computer software, 
hardware and peripherals, graphic design, multimedia manipulation and sharing, the Internet, personal 
computing, social networking, classified ads, general interest and scrapbooking; providing on-line forums 
for transmission of messages among computer users in the fields of computer software, hardware and 
peripherals, graphic design, multimedia manipulation and sharing, the Internet, personal computing, 
social networking, classified ads, general interest and scrapbooking; electronic transmission of images, 
photographs, graphic images and illustrations over a global computer network 

 
IC 041.  Teaching, training, education and instructional services, namely, on-line courses in the 

fields of computer software and hardware; arranging and conducting courses, conferences, seminars and 
educational presentations relating to computer software and hardware; electronic publishing of works of 
others incorporating user-created text, audio or images on-line featuring computer software, hardware 
and peripherals, graphic design, multimedia manipulation and sharing, the Internet, personal computing, 
social networking, classified ads, general interest and scrapbooking; on-line journals, namely, blogs 
featuring computer software, hardware and peripherals, graphic design,6, 7 multimedia manipulation and 
sharing, the Internet, personal computing, social networking, classified ads, general interest and 
scrapbooking; providing non-downloadable, on-line newsletters in the fields of computer software, 
hardware and peripherals, graphic design, multimedia manipulation and sharing, the Internet, personal 
computing, social networking, classified ads, general interest and scrapbooking; providing an on-line 
computer database featuring information regarding how to use computer software, hardware and 
peripherals; providing an on-line computer database featuring information regarding how to set up and 
use and online scrapbook; providing an on-line computer database featuring educational information 
regarding how to scrapbook; providing an on-line computer database featuring educational information 
regarding graphic design, multimedia manipulation and sharing; providing on-line information in the field 
of current event news and entertainment via the Internet; providing on-line magazines, books, manuals, 
scrapbooks and catalogues in the fields6, 7 of computer software, hardware and peripherals, graphic 
design,6, 7 multimedia manipulation and sharing, the Internet, personal computing, social networking, 
classified ads, general interest and scrapbooking; providing online scrapbooks featuring user-defined text 
and images. arranging and conducting online meetings and interactive seminars in the field of computer 
software, hardware and peripherals, graphic design, multimedia manipulation and sharing,4 the Internet, 
personal computing, social networking, classified ads, general interest and scrapbooking 

 
IC 042. Advisory services and consultancy relating to computer software; computer software 

design, development, configuration, maintenance, installation and updating; computer graphics design 
services;6, 7 design of graphics software systems; technical support services, namely, troubleshooting of 
computer software problems; creating web pages for others used in the provision of online services;2 
design and development of websites for others used to conduct on-line forums;2 providing temporary use 
of online, non-downloadable software for use for graphic design, image manipulation, desktop publishing 
and printing; design and development of computer hardware; consulting in the field of website design, 
development, maintenance, updating, modification, installation and monitoring the performance, 
availability and errors of the websites of others;2 consulting in the field of website hosting and support;1, 2 
hosting the websites of others;1, 2 design, development, maintenance, updating and modification of web 
sites for others;1, 2 monitoring the web sites of others to improve scalability and performance of web sites 
of others;1,2 installation of software used to create websites;2 computer aided graphic design; graphic art 
design;6, 7 hosting of digital content, namely, personal profiles and social networking information;1, 2 
providing an interactive website enabling users to create, manipulate and share multimedia scrapbooks, 
information, comments and user-generated multimedia content; providing temporary use of online, non-
downloadable software for use for graphic design, multi-media manipulation, scrapbook applications, 
social networking, uploading, storing, posting, blogging and sharing of communication or information; 
providing temporary use of online, non-downloadable software that enables users to share multimedia 
scrapbooks and other user-generated multimedia content with third parties via a global computer network; 
providing temporary use of on-line non-downloadable software for desktop publishing,2 word processing, 
printing, graphics, images, fonts and font management, typesetting, document management and 
manipulation, presentation delivery, image editing, media and photo management, drawing, animation, 
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graphics, website design,2 digital video and audio editing; hosting a website enabling the posting of 
information by members in online web logs in the field of computer software, hardware and peripherals, 
graphic design, multimedia manipulation and sharing, the Internet, personal computing, social networking, 
classified ads, general interest and scrapbooking;1 providing an on-line computer database featuring 
information regarding the design and development of computer software, hardware and peripherals;1 
design and graphic arts design for the creation of websites and web pages on the Internet;6, 7 rendering of 
computer graphics (digital imaging services);6, 7 software as a service featuring software platforms for 
graphic design 

While she has cited certain prior registrations containing the word AFFINITY or its 
equivalent, the Examining Attorney has, for reasons not understood by Applicant, omitted 
citation to similar third-party registrations, which collectively establish that the word AFFINITY 
has been widely registered for services similar or related to those in the cited registrations, 
including but not limited to the registrations yellow-highlighted below, TESS records of which 
are appended to this Response as Exhibit 1: 

= Cited by Examining Attorney 

= Omitted by Examining Attorney 

Owner Reg. / App. Relevant Services 

Affiniti AFINITI, U.S. 
Reg. Nos. 
4908889 and 
4964594 

IC 042: providing temporary use of on-line non-downloadable computer 
telephony software 

Affinity Canvas, 
LLC 

AFFINITY 
CANVAS, U.S. 
Reg. 5835916 

IC 042: Software as a service (SAAS) services featuring software for 
customer experience management, employee training, customer journey 
mapping and testing 

Affinity Express, 
Inc. 

AFFINITY 
EXPRESS, U.S. 
Reg. 4759468 

IC 042: Providing a website featuring on-line non-downloadable software 
that enables users to perform workflow management for advertising and 
marketing campaigns; graphic design services for website pages and 
logos 

AFFINITY X, 
U.S. Reg. 
5295919 

IC 042: Graphic design services for website pages and logos; Providing a 
website featuring online non-downloadable software that enables users to 
perform workflow management for advertising and marketing campaigns 
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Owner Reg. / App. Relevant Services 

Affinity Gaming, 
LLC 

AFFINITY 
GAMING & 
Design, U.S. 
Reg. Nos. 
4117625, 
4281915 

IC 041: Casinos and casino services; entertainment in the nature of 
theater productions, live music concerts, boxing contests, visual and audio 
performances, variety, and comedy shows; arranging for ticket 
reservations for shows and other entertainment events; amusement parks 
and arcades; animal exhibitions; arranging and conducting athletic 
competitions; audio recording and production; movie theaters; night clubs; 
figure salons; golf club services; gymnasiums; health club services, 
namely, providing instruction and equipment in the field of physical 
exercise; museums; providing facilities for recreation activities; providing 
facilities for sports tournaments and gaming tournaments; special event 
planning for social entertainment purposes; photography services; On-line 
entertainment ticket agency services; Providing information on sports 
activities and events in particular rodeos, boxing, baseball games, golf 
and skiing, entertainment activities and events in particular music 
concerts, comedy shows, lounge acts, magic shows, variety shows, 
movies, amusement arcades, and amusement rides, and casino activities 
and events in particular casino tournaments and contests, social parties 
for players, gaming promotions, and lottery tickets, via the Internet. 

Affinity Global, 
Inc. 

AFFINITY, U.S. 
Reg. Nos. 
2705052 and 
2729756 

IC 042: Computer services, namely, namely, application service provider 
services in the nature of hosting the software applications of others over 
the internet; web hosting services; domain name registration service 

Affinity 
Resources LLC 

AFFINITY 
SINGLE 
PORTAL, U.S. 
Reg. 4807115 

IC 042: Providing a web site featuring technology that helps users 
discover new fashion items 

Affinity Solutions, 
Inc. 

AFFINITY 
SOLUTIONS, 
U.S. Reg. 
3419666 

IC 042: developing web-based computer applications for others over 
global computer networks in the field of client and customer membership, 
loyalty and reward service programs. 

Amerivision 
Communications, 
Inc. 

AFFINITY4, 
U.S. Reg. Nos. 
3855528 and 
3862608 

IC 038: Internet telephony provided to retail customers; 
telecommunications services, namely, providing long distance, local, and 
wireless telecommunications and Internet access and cable television 
services to retail customers 

Avfinity LLC AVFINITY, U.S. 
Reg. Nos. 
3574696 and 
3585391 

IC 038: Electronic data communications and transmissions services for 
the aviation industry, namely, the transmission of mission critical 
messages for others; Providing operational electronic store and forward 
messaging services for others, namely, transmission of flight data 
communications between air transportation companies and services and 
destinations including government agencies; Electronic transmission of 
data featuring encryption and decryption 

Bertholon-
Rowland, Inc. 

AFFINITY 
ACCESS, U.S. 
Reg. 2996951 

IC 042: Providing temporary use of on-line non-downloadable software for 
use in database management in the field of insurance, specifically, 
allowing clients of an insurance agency to access and review their 
insurance policy information on line. 
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Owner Reg. / App. Relevant Services 

Gabriels 
Technology 
Solutions 

AFFINITY, U.S. 
Reg. 4954045 

IC 042: Designing, creating, hosting, and maintaining websites for use by 
real estate brokers and agents for advertising their services and listing 
real estate for sale  

Holz, Abigail AFFINITY, U.S. 
Reg. 4919516 

IC 042: Providing a web site featuring technology that helps users 
discover new fashion items 

Norris, Jordon AFFINITY TIL 
INFINITY, U.S. 
Reg. 4817831 

Entertainment services by a musical artist and producer, namely, musical 
composition for others and production of musical sound recordings; 
Entertainment services in the nature of live musical performances; 
Entertainment services in the nature of recording, production and post-
production services in the field of music; Entertainment services, namely, 
providing advice and information for music, video and film concept and 
script development; Film and video production; Media production services, 
namely, video and film production; Multimedia entertainment services in 
the nature of development, production and post-production services in the 
fields of video and films; Multimedia entertainment services in the nature 
of recording, production and post-production services in the fields of 
music, video, and films; Production of musical videos. 

Powell, Marcia THE AFFINITY 
EXCHANGE, 
U.S. Reg. 
2475681 

IC 042: Dating service 

Project Affinity, 
Inc. 

AFFINITY, U.S. 
Reg. 5239924 

IC 042: providing temporary use of a non-downloadable web application 
for business and professional networking and management of business 
information and business contacts. 

Rotolab AFFINITY, U.S. 
Reg. 5764031 

IC 041: Educational services, namely, developing curriculum for others in 
the field of design, construction, manufacturing, operation and use of 
buildings and products relating to collaboration, innovation and informal 
learning; educational services, namely, conducting classes, seminars, 
educational conferences and workshops in the field of collaboration, 
innovation and informal learning systems 

Surfatech Corp. AFFINITY 
COEFFICIENT 
TECHNOLOGY, 
U.S. Reg. 
3164291 

IC 042: Product development 

In finding that Applicant’s mark is likely to be confused with prior U.S. registrations, 

Applicant submits that the Examining Attorney failed to consider a number of similar marks for 

similar and related services, in particular those yellow-highlighted above, which establish 

collectively that Applicant’s mark is unlikely to be confused with the cited registrations .  See In 

Miss World (UK) Ltd. v. Mrs. America Pageants, 856 F2.3 1445, 8 USPQ 2d 1237 (9th Cir. 
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1988) (finding that a "crowded field" of marks "each member of the crowd is relatively "weak" 

in its ability to prevent use by others in the crowd." Id., at 1449 (citing McCarthy, Trademarks 

and Unfair Competition § 11 :26, at 511). A mark that is “hemmed in on all sides by similar 

marks on similar goods cannot be very 'distinctive'  and is “merely one of a crowd of marks.”  Id. 

“In such a crowd, customers will not likely be confused between two of the crowd and may have 

learned to carefully pick out one from the other." Id.  Applicant submits that when the entirety of 

relevant third-party registrations is taken into consideration, there is no likelihood of confusion 

between Applicant’s mark and any of the prior registrations cited by the Examining Attorney. 

II. The Examining Attorney is Authorized to Amend the Identification of Services in
the Applicant as Proposed in the Office Action.

Applicant respectfully requests the Examining Attorney’s to reconsider the partial 2(d)

refusal based on the attached evidence.  However, Applicant also hopes to avoid the cost of a 

final refusal.  Therefore, if the Examining Attorney is not persuaded by Applicant’s evidence, 

then she is hereby authorized to amend the identification of services in Classes 0035, 038, 041, 

and 042 as follows, pursuant to her suggestion in the Office Action: 

Class 035: Providing an on-line directory information service featuring information regarding 
social networking, classified ads, general interest, scrapbooking, graphic design and multimedia 
manipulation and sharing; providing an on-line computer database featuring classified advertisements; 
advertising by transmission of on-line publicity for third parties through electronic communications 
networks; graphic advertising; promoting the goods and services of others over the Internet; electronic 
retail store services featuring computer software, images, multimedia files, digital accessories and 
scrapbooking materials 

Class 038: Providing online communications links which transfer the web site user to other local 
and global web pages; internet access provider services; online and transmission services, namely, 
providing e-mail services being electronic transmission of secure e-mail, transmission of voice, audio, 
visual images and data by telecommunications networks, wireless communications networks, the Internet, 
information services networks and data networks; on-line document delivery via a global computer 
network; providing access to databases featuring information regarding computer software, hardware and 
peripherals, graphic design, multimedia manipulation and sharing, the Internet, personal computing, 
social networking, classified ads, general interest and scrapbooking, magazines, books, manuals and 
catalogues; providing online chat rooms and electronic bulletin boards for transmission of messages 
among users in the field of computer software, hardware and peripherals, graphic design, multimedia 
manipulation and sharing, the Internet, personal computing, social networking, classified ads, general 
interest and scrapbooking; providing on-line forums for transmission of messages among computer users 
in the fields of computer software, hardware and peripherals, graphic design, multimedia manipulation 
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and sharing, the Internet, personal computing, social networking, classified ads, general interest and 
scrapbooking; electronic transmission of images, photographs, graphic images and illustrations over a 
global computer network 

Class 041: Teaching, training, education and instructional services, namely, providing on-line 
courses in the fields of computer software and hardware; arranging and conducting courses, conferences, 
seminars and educational presentations relating to computer software and hardware; electronic 
publishing of works of others incorporating user-created text, audio or images on-line featuring computer 
software, hardware and peripherals, graphic design, multimedia manipulation and sharing, the Internet, 
personal computing, social networking, classified ads, general interest and scrapbooking; on-line journals, 
namely, blogs featuring computer software, hardware and peripherals, graphic design, multimedia 
manipulation and sharing, the Internet, personal computing, social networking, classified ads, general 
interest and scrapbooking; providing non-downloadable, on-line newsletters in the fields of computer 
software, hardware and peripherals, graphic design, multimedia manipulation and sharing, the Internet, 
personal computing, social networking, classified ads, general interest and scrapbooking; providing an 
on-line computer database featuring information regarding how to use computer software, hardware and 
peripherals; providing an on-line computer database featuring information regarding how to set up and 
use and online scrapbook; providing an on-line computer database featuring educational information 
regarding how to scrapbook; providing an on-line computer database featuring educational information 
regarding graphic design, multimedia manipulation and sharing; providing on-line information in the field 
of current event news and entertainment via the Internet; providing on-line non-downloadable 
magazines, books, manuals, scrapbooks and catalogues in the fields of computer software, hardware and 
peripherals, graphic design, multimedia manipulation and sharing, the Internet, personal computing, 
social networking, classified ads, general interest and scrapbooking; providing online scrapbooks 
featuring user-defined text and images; arranging and conducting online meetings and interactive 
seminars in the field of computer software, hardware and peripherals, graphic design, multimedia 
manipulation and sharing, the Internet, personal computing, social networking, classified ads, general 
interest and scrapbooking 

Class 042: Advisory services and consultancy relating to computer software; computer software 
design, development, configuration, maintenance, installation and updating; computer graphics design 
services; design of graphics software systems; technical support services, namely, troubleshooting of 
computer software problems; creating web pages for others used in the provision of online services; 
design and development of websites for others used to conduct on-line forums; providing temporary use 
of online, non-downloadable software for use for graphic design, image manipulation, desktop publishing 
and printing; design and development of computer hardware; consulting in the field of website design, 
development, maintenance, updating, modification, installation and monitoring the performance, 
availability and errors of the websites of others; consulting in the field of website hosting and support; 
hosting the websites of others; design, development, maintenance, updating and modification of web 
sites for others; monitoring the web sites of others to improve scalability and performance of web sites of 
others; installation of software used to create websites; computer aided graphic design; graphic art 
design; hosting of digital content on the internet, namely, personal profiles and social networking 
information; providing an interactive website featuring technology that allows users to create, 
manipulate and share multimedia scrapbooks, information, comments and user-generated multimedia 
content; providing temporary use of online, non-downloadable software for use for graphic design, multi-
media manipulation, scrapbook applications, social networking, uploading, storing, posting, blogging and 
sharing of communication or information; providing temporary use of online, non-downloadable software 
that enables users to share multimedia scrapbooks and other user-generated multimedia content with 
third parties via a global computer network; providing temporary use of on-line non-downloadable 
software for desktop publishing, word processing, printing, graphics, images, fonts and font management, 
typesetting, document management and manipulation, presentation delivery, image editing, media and 
photo management, drawing, animation, graphics, website design, digital video and audio editing; hosting 
a website enabling the posting of information by members in online web logs in the field of computer 
software, hardware and peripherals, graphic design, multimedia manipulation and sharing, the Internet, 
personal computing, social networking, classified ads, general interest and scrapbooking; providing an 
on-line computer database featuring information regarding the design and development of computer 
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software, hardware and peripherals; design and graphic arts design for the creation of websites and web 
pages on the Internet; rendering of computer graphics being electronic imaging services; software as a 
service services featuring software platforms for graphic design; providing an on-line computer 
database featuring information regarding how to use computer software, hardware and 
peripherals; providing an on-line computer database featuring educational information regarding 
graphic design, multimedia manipulation and sharing 

III. Foreign Registration

Attached hereto as Exhibit 2 is the foreign registration on which this Application is 

based.1  However, there is a typographical error in the USPTO record resulting from an 

inadvertence in the original application that was corrected in a voluntary amendment dated June 

18, 2019, copy appended as Exhibit 3.  The number of the registration is 018075280, not 

018078115.  As Applicant has already corrected that error by voluntary amendment, id., 

Applicant respectfully requests the Examining Attorney to record the correct number in the 

application data. 

Respectfully submitted, 

By: __________________________________ 
Bruce A. McDonald 
SMITH, GAMBRELL & RUSSELL, LLP 
1055 Thomas Jefferson St., N.W., Suite 400 
Washington, D.C. 20007 
Tel. (202) 263-4362 
Email: bmcdonald@sgrlaw.com  

March 3, 2020 

1 Exhibit 2 is password protected and therefore is submitted unlabeled. 

mailto:bmcdonald@sgrlaw.com
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Logout  Please logout when you are done to release system resources allocated for you. 

Record 1 out of 1

 ( Use the "Back" button of the Internet Browser to 
return to TESS)

Word Mark AFFINITY ACCESS
Goods and 
Services

IC 042. US 100 101. G & S: Providing temporary use of on-line non-downloadable software for use 
in database management in the field of insurance, specifically, allowing clients of an insurance 
agency to access and review their insurance policy information on line. FIRST USE: 20031115. 
FIRST USE IN COMMERCE: 20031115

Mark Drawing 
Code (1) TYPED DRAWING

Serial Number 78254401
Filing Date May 27, 2003
Current Basis 1A
Original Filing 
Basis 1B

Published for 
Opposition June 28, 2005

Registration 
Number 2996951

Registration 
Date September 20, 2005

Owner (REGISTRANT) Bertholon-Rowland, Inc. DBA USI Colburn Insurance Service CORPORATION 
PENNSYLVANIA 555 Pleasantville Road Briarcliff Manor NEW YORK 10510

(LAST LISTED OWNER) USI Insurance Services LLC LIMITED LIABILITY COMPANY DELAWARE 
200 Summit Lake Drive Suite 350 Valhalla NEW YORK 10595

Assignment 
Recorded ASSIGNMENT RECORDED

Attorney of 
Record Paul F. Kilmer

Type of Mark SERVICE MARK
Register PRINCIPAL
Affidavit Text SECT 15. SECT 8 (6-YR). SECTION 8(10-YR) 20160607.
Renewal 1ST RENEWAL 20160607

LIVE

U.S. App. 88470053, AFFINITY 
Response to 09/04/2019 Office Action 

Ex. 1, p. 2 of 20



Live/Dead 
Indicator

|.HOME | SITE INDEX| SEARCH | eBUSINESS | HELP | PRIVACY POLICY

U.S. App. 88470053, AFFINITY 
Response to 09/04/2019 Office Action 

Ex. 1, p. 3 of 20



United States Patent and Trademark Office

Home|Site Index|Search|FAQ|Glossary|Guides|Contacts|eBusiness|eBiz alerts|News|Help

Trademarks > Trademark Electronic Search System (TESS)

TESS was last updated on Mon Mar 2 04:12:22 EST 2020 

Logout  Please logout when you are done to release system resources allocated for you. 

Record 1 out of 1

 ( Use the "Back" button of the Internet Browser to 
return to TESS)

Word Mark AFFINITY COEFFICIENT TECHNOLOGY
Goods and Services IC 042. US 100 101. G & S: Product development. FIRST USE: 20060801. FIRST USE IN 

COMMERCE: 20060801
Standard Characters 
Claimed
Mark Drawing Code (4) STANDARD CHARACTER MARK
Serial Number 78792652
Filing Date January 17, 2006
Current Basis 1A
Original Filing Basis 1B
Date Amended to 
Current Register August 11, 2006

Registration Number 3164291
Registration Date October 24, 2006
Owner (REGISTRANT) Cosmetics Intellectual Property Group, LLC LIMITED LIABILITY 

COMPANY NEW YORK 9th Floor 445 Park Avenue New York NEW YORK 10022

(LAST LISTED OWNER) SURFATECH CORPORATION CORPORATION GEORGIA 2170 
LUKE EDWARDS RD DACULA GEORGIA 30019

Assignment Recorded ASSIGNMENT RECORDED
Disclaimer NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE "technology" APART FROM 

THE MARK AS SHOWN
Type of Mark SERVICE MARK
Register SUPPLEMENTAL
Affidavit Text SECT 8 (6-YR). SECTION 8(10-YR) 20151231.
Renewal 1ST RENEWAL 20151231

U.S. App. 88470053, AFFINITY 
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Record 1 out of 1

 ( Use the "Back" button of the Internet Browser to 
return to TESS)

Word Mark AFFINITY SOLUTIONS
Goods and 
Services

IC 035. US 100 101 102. G & S: Developing customer and client membership, loyalty and reward 
service programs for other companies by means of the internet and by direct mailings; data 
processing services. FIRST USE: 20020101. FIRST USE IN COMMERCE: 20020101

IC 042. US 100 101. G & S: developing web-based computer applications for others over global 
computer networks in the field of client and customer membership, loyalty and reward service 
programs. FIRST USE: 20020101. FIRST USE IN COMMERCE: 20020101

Mark Drawing 
Code (1) TYPED DRAWING

Serial Number 78061401
Filing Date May 1, 2001
Current Basis 1A
Original Filing 
Basis 1B

Published for 
Opposition May 2, 2006

Registration 
Number 3419666

Registration 
Date April 29, 2008

Owner (REGISTRANT) AFFINITY SOLUTIONS, INC. CORPORATION DELAWARE 1180 Avenue of the 
Americas, 3rd Floor NEW YORK NEW YORK 10036

Assignment 
Recorded ASSIGNMENT RECORDED

Attorney of 
Record Michael J. Brown

Disclaimer NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE "SOLUTIONS" APART FROM THE 
MARK AS SHOWN

Type of Mark SERVICE MARK
Register PRINCIPAL
Affidavit Text SECT 8 (6-YR). SECTION 8(10-YR) 20180517.
Renewal 1ST RENEWAL 20180517

U.S. App. 88470053, AFFINITY 
Response to 09/04/2019 Office Action 
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Record 1 out of 1

 ( Use the "Back" button of the Internet Browser to 
return to TESS)

Word Mark AFFINITY GAMING
Goods and 
Services

IC 041. US 100 101 107. G & S: Casinos and casino services; entertainment in the nature of theater 
productions, live music concerts, boxing contests, visual and audio performances, variety, and comedy 
shows; arranging for ticket reservations for shows and other entertainment events; amusement parks 
and arcades; animal exhibitions; arranging and conducting athletic competitions; audio recording and 
production; movie theaters; night clubs; figure salons; golf club services; gymnasiums; health club 
services, namely, providing instruction and equipment in the field of physical exercise; museums; 
providing facilities for recreation activities; providing facilities for sports tournaments and gaming 
tournaments; special event planning for social entertainment purposes; photography services; On-line 
entertainment ticket agency services; Providing information on sports activities and events in particular 
rodeos, boxing, baseball games, golf and skiing, entertainment activities and events in particular music 
concerts, comedy shows, lounge acts, magic shows, variety shows, movies, amusement arcades, and 
amusement rides, and casino activities and events in particular casino tournaments and contests, 
social parties for players, gaming promotions, one day gambling trips, and lottery tickets, via the 
Internet. FIRST USE: 20110926. FIRST USE IN COMMERCE: 20110926

Standard 
Characters 
Claimed
Mark 
Drawing 
Code

(4) STANDARD CHARACTER MARK

Serial 
Number 85328053

Filing Date May 23, 2011
Current 
Basis 1A

Original
Filing Basis 1B

January 10, 2012

U.S. App. 88470053, AFFINITY 
Response to 09/04/2019 Office Action 
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Published 
for 
Opposition
Registration 
Number 4117625

Registration 
Date March 27, 2012

Owner (REGISTRANT) Affinity Gaming, LLC LIMITED LIABILITY COMPANY NEVADA 3440 W. RUSSELL 
ROAD LAS VEGAS NEVADA 89118

(LAST LISTED OWNER) AFFINITY GAMING CORPORATION NEVADA 3755 BREAKTHROUGH 
WAY SUITE 300 LAS VEGAS NEVADA 89135

Assignment 
Recorded ASSIGNMENT RECORDED

Attorney of 
Record Lauri S. Thompson

Disclaimer NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE "GAMING" APART FROM THE MARK 
AS SHOWN

Type of Mark SERVICE MARK
Register PRINCIPAL
Affidavit Text SECT 15. SECT 8 (6-YR).
Live/Dead 
Indicator LIVE

|.HOME | SITE INDEX| SEARCH | eBUSINESS | HELP | PRIVACY POLICY
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Record 1 out of 1

 ( Use the "Back" button of the Internet Browser to 
return to TESS)

Word Mark AFFINITY GAMING
Goods and 
Services

IC 041. US 100 101 107. G & S: Casinos and casino services; entertainment in the nature of theater 
productions, live music concerts, boxing contests, visual and audio performances, variety, and 
comedy shows; arranging for ticket reservations for shows and other entertainment events; 
amusement parks and arcades; animal exhibitions; arranging and conducting athletic competitions; 
audio recording and production; movie theaters; night clubs; figure salons; golf club services; 
gymnasiums; health club services, namely, providing instruction and equipment in the field of physical 
exercise; museums; providing facilities for recreation activities; providing facilities for sports 
tournaments and gaming tournaments; special event planning for social entertainment purposes; 
photography services; On-line entertainment ticket agency services; Providing information on sports 
activities and events in particular rodeos, boxing, baseball games, golf and skiing, entertainment 
activities and events in particular music concerts, comedy shows, lounge acts, magic shows, variety 
shows, movies, amusement arcades, and amusement rides, and casino activities and events in 
particular casino tournaments and contests, social parties for players, gaming promotions, and lottery 
tickets, via the Internet. FIRST USE: 20110909. FIRST USE IN COMMERCE: 20110909

Mark Drawing 
Code (3) DESIGN PLUS WORDS, LETTERS, AND/OR NUMBERS

Design 
Search Code

29.01.07 - Inconspicuous designs functioning as punctuation or parts of letters ; Small, inconspicuous 
design elements functioning as punctuation or parts of letters

Serial 
Number 85600559

Filing Date April 17, 2012
Current Basis 1A
Original Filing 
Basis 1A

Published for 
Opposition November 13, 2012

4281915

U.S. App. 88470053, AFFINITY 
Response to 09/04/2019 Office Action 
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Registration 
Number
Registration 
Date January 29, 2013

Owner (REGISTRANT) Affinity Gaming, LLC LIMITED LIABILITY COMPANY NEVADA SUITE 300 3755 
BREAKTHROUGH WAY Las Vegas NEVADA 89135

Assignment 
Recorded ASSIGNMENT RECORDED

Attorney of 
Record Lauri S. Thompson

Prior
Registrations 4117625

Disclaimer NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE "GAMING" APART FROM THE MARK 
AS SHOWN

Description of 
Mark

The color(s) black and gold is/are claimed as a feature of the mark. The mark consists of the stylized 
words "AFFINITY GAMING" with the word "AFFINITY" in black with gold diamonds above the letters 
"i" and gold on the bottom of one side of the letter "A" and on the bottom end of the letter "Y". The 
word "GAMING" appears in gold.

Type of Mark SERVICE MARK
Register PRINCIPAL
Affidavit Text SECT 15. SECT 8 (6-YR).
Live/Dead 
Indicator LIVE

|.HOME | SITE INDEX| SEARCH | eBUSINESS | HELP | PRIVACY POLICY

U.S. App. 88470053, AFFINITY 
Response to 09/04/2019 Office Action 

Ex. 1, p. 11 of 20



United States Patent and Trademark Office

Home|Site Index|Search|FAQ|Glossary|Guides|Contacts|eBusiness|eBiz alerts|News|Help

Trademarks > Trademark Electronic Search System (TESS)

TESS was last updated on Mon Mar 2 04:12:22 EST 2020 

Logout  Please logout when you are done to release system resources allocated for you. 

Record 1 out of 1

 ( Use the "Back" button of the Internet Browser to 
return to TESS)

Word Mark AFFINITY SINGLE PORTAL
Goods and 
Services

IC 042. US 100 101. G & S: Software as a service (SAAS) services featuring software for tracking 
and administering state charitable solicitation registrations, renewal applications and annual 
reports, and printing populated applications and reports for filing. FIRST USE: 20140400. FIRST 
USE IN COMMERCE: 20140400

Standard 
Characters 
Claimed
Mark Drawing 
Code (4) STANDARD CHARACTER MARK

Serial Number 86466761
Filing Date November 28, 2014
Current Basis 1A
Original Filing 
Basis 1A

Published for 
Opposition May 12, 2015

Registration 
Number 4807115

Registration 
Date September 8, 2015

Owner (REGISTRANT) Affinity Resources LLC DBA Affinity Fundraising Registration LIMITED LIABILITY 
COMPANY COLORADO 4800 Wadsworth Blvd., Ste. 110 Wheat Ridge COLORADO 80033

Attorney of 
Record Carolyn Juarez

Disclaimer NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE "SINGLE PORTAL" APART FROM 
THE MARK AS SHOWN

U.S. App. 88470053, AFFINITY 
Response to 09/04/2019 Office Action 
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Type of Mark SERVICE MARK
Register PRINCIPAL
Live/Dead 
Indicator LIVE
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Record 1 out of 1

 ( Use the "Back" button of the Internet Browser to 
return to TESS)

Word Mark AFFINITY TIL INFINITY
Goods and 
Services

IC 041. US 100 101 107. G & S: Entertainment services by a musical artist and producer, namely, 
musical composition for others and production of musical sound recordings; Entertainment services in 
the nature of live musical performances; Entertainment services in the nature of recording, production 
and post-production services in the field of music; Entertainment services, namely, providing advice 
and information for music, video and film concept and script development; Film and video production; 
Media production services, namely, video and film production; Multimedia entertainment services in 
the nature of development, production and post-production services in the fields of video and films; 
Multimedia entertainment services in the nature of recording, production and post-production services 
in the fields of music, video, and films; Production of musical videos. FIRST USE: 20140128. FIRST 
USE IN COMMERCE: 20140308

Standard 
Characters 
Claimed
Mark Drawing 
Code (4) STANDARD CHARACTER MARK

Serial 
Number 86544946

Filing Date February 24, 2015
Current Basis 1A
Original 
Filing Basis 1A

Published for 
Opposition July 7, 2015

Registration 
Number 4817831

Registration 
Date September 22, 2015

U.S. App. 88470053, AFFINITY 
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Owner (REGISTRANT) Jordon Norris INDIVIDUAL UNITED STATES 1640 6th Avenue, Apt. 5 Oakland 
CALIFORNIA 94606

Attorney of 
Record James P. Marion

Type of Mark SERVICE MARK
Register PRINCIPAL
Live/Dead 
Indicator LIVE

|.HOME | SITE INDEX| SEARCH | eBUSINESS | HELP | PRIVACY POLICY
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Record 1 out of 1

 ( Use the "Back" button of the Internet Browser to 
return to TESS)

Word Mark AFFINITY
Goods and Services IC 042. US 100 101. G & S: Providing a web site featuring technology that helps users 

discover new fashion items. FIRST USE: 20150817. FIRST USE IN COMMERCE: 20150817
Standard 
Characters Claimed
Mark Drawing Code (4) STANDARD CHARACTER MARK
Serial Number 86600295
Filing Date April 16, 2015
Current Basis 1A
Original Filing Basis 1B
Published for 
Opposition September 8, 2015

Registration 
Number 4919516

Registration Date March 15, 2016
Owner (REGISTRANT) Abigail Holtz INDIVIDUAL UNITED STATES 725 Florida Street, Unit 10 San 

Francisco CALIFORNIA 94110
Attorney of Record Melissa LaBauve
Type of Mark SERVICE MARK
Register PRINCIPAL
Live/Dead Indicator LIVE

|.HOME | SITE INDEX| SEARCH | eBUSINESS | HELP | PRIVACY POLICY
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Record 1 out of 1

 ( Use the "Back" button of the Internet Browser to 
return to TESS)

Word Mark AFFINITY
Goods and 
Services

IC 009. US 021 023 026 036 038. G & S: computer application software for mobile devices, 
namely, software for business and professional networking and management of business 
information and business contacts. FIRST USE: 20150622. FIRST USE IN COMMERCE: 
20150622

IC 042. US 100 101. G & S: providing temporary use of a non-downloadable web application for 
business and professional networking and management of business information and business 
contacts. FIRST USE: 20150622. FIRST USE IN COMMERCE: 20150622

Standard 
Characters 
Claimed
Mark Drawing 
Code (4) STANDARD CHARACTER MARK

Serial Number 87147799
Filing Date August 23, 2016
Current Basis 1A
Original Filing 
Basis 1A

Published for 
Opposition April 25, 2017

Registration 
Number 5239924

Registration Date July 11, 2017
Owner (REGISTRANT) Project Affinity, Inc. CORPORATION DELAWARE 795 Folsom Street, Suite 1088 

Palo Alto CALIFORNIA 94103
Attorney of 
Record Julia Spoor Gard

U.S. App. 88470053, AFFINITY 
Response to 09/04/2019 Office Action 
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Type of Mark TRADEMARK. SERVICE MARK
Register PRINCIPAL
Live/Dead 
Indicator LIVE

|.HOME | SITE INDEX| SEARCH | eBUSINESS | HELP | PRIVACY POLICY
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Record 1 out of 1

 ( Use the "Back" button of the Internet Browser to 
return to TESS)

Word Mark AFFINITY CANVAS
Goods and 
Services

IC 042. US 100 101. G & S: Software as a service (SAAS) services featuring software for 
customer experience management, employee training, customer journey mapping and testing. 
FIRST USE: 20180116. FIRST USE IN COMMERCE: 20180721

Standard 
Characters 
Claimed
Mark Drawing 
Code (4) STANDARD CHARACTER MARK

Serial Number 87959999
Filing Date June 13, 2018
Current Basis 1A
Original Filing 
Basis 1B

Published for 
Opposition November 20, 2018

Registration 
Number 5835916

Registration Date August 13, 2019
Owner (REGISTRANT) Affinity Canvas, LLC LIMITED LIABILITY COMPANY UTAH 3014 NORTH 

MEADOW VIEW DRIVE Lehi UTAH 84043
Type of Mark SERVICE MARK
Register PRINCIPAL
Live/Dead 
Indicator LIVE
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From: TEAS@uspto.gov
To: McDonald, Bruce; Docketing
Subject: 034710 Serial number 88470053: Received Your Voluntary Amendment Form
Date: Tuesday, June 18, 2019 11:47:58 AM

CAUTION: This email is from an external source. Do not click links or attachments unless it's from a verified
sender.

        
Filing Receipt for Voluntary Amendment Form

and Next Steps

Application serial no. 88470053.  
Mark. AFFINITY(Standard Characters, see https://tmng-
al.uspto.gov/resting2/api/img/88470053/large). 

Thank you for submitting your form to the U.S. Patent and Trademark Office (USPTO).
Please read this filing receipt carefully and keep a copy for your records. If you find an
error, the After You File page gives information about correcting errors. 

Next steps

1. In four to five days, please confirm that we received the documents submitted
with this form by checking Trademark Status and Document Retrieval (TSDR). If
your documents do not appear in TSDR after four to five days, please email
TrademarkAssistanceCenter@uspto.gov.

2. Within one to three months, we will review your submission. Not all amendments
are acceptable. If we determine that your amendment does not meet legal
requirements, we will send you a notification explaining what happens next and
whether you need to take any further action.

3. Continue to check TSDR every three to four months for any updates to your
application status.

4. Keep your addresses, including email addresses, current in USPTO records
using the address forms on our website.

5. Questions? Please visit our website, email us, or call us at 1-800-786-9199 and
select 
option 1.

The information submitted in the form appears below:

Under the Paperwork Reduction Act of 1995 no persons are required to respond to a collection of
information unless it displays a valid OMB control number. 
PTO Form 1966 (Rev 10/2011)
OMB No. 0651-0050 (Exp 09/20/2020)
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Voluntary Amendment

The table below presents the data as entered.

Input Field Entered

SERIAL NUMBER 88470053

MARK SECTION

MARK https://tmng-
al.uspto.gov/resting2/api/img/88470053/large

LITERAL ELEMENT AFFINITY

STANDARD CHARACTERS YES

USPTO-GENERATED IMAGE YES

MARK STATEMENT The mark consists of standard characters, without
claim to any particular font style, size or color.

GOODS AND/OR SERVICES SECTION (016)(current)

INTERNATIONAL CLASS 016

DESCRIPTION

Printed publications, namely, magazines and newsletters featuring articles and news
in the field of computer software, hardware and peripherals, graphic design,
multimedia manipulation and sharing, the Internet, personal computing, social
networking, classified ads, general interest and scrapbooking; manuals, catalogues,
books, teaching and instructional materials in the field of computer software,
hardware and peripherals, graphic design, multimedia manipulation and sharing, the
Internet, personal computing, social networking, classified ads, general interest and
scrapbooking; graphic reproductions; stationery, photo albums, scrapbooks, greeting
cards, note cards, and calendars

FILING BASIS Section 44(d)

        FOREIGN APPLICATION
NUMBER 018078115

       FOREIGN APPLICATION
COUNTRY European Union Trademark - EUTM

 FOREIGN FILING DATE 06/04/2019

GOODS AND/OR SERVICES SECTION (016)(proposed)

INTERNATIONAL CLASS 016

DESCRIPTION

Printed publications, namely, magazines and newsletters featuring articles and news
in the field of computer software, hardware and peripherals, graphic design,
multimedia manipulation and sharing, the Internet, personal computing, social
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networking, classified ads, general interest and scrapbooking; manuals, catalogues,
books, teaching and instructional materials in the field of computer software,
hardware and peripherals, graphic design, multimedia manipulation and sharing, the
Internet, personal computing, social networking, classified ads, general interest and
scrapbooking; graphic reproductions; stationery, photo albums, scrapbooks, greeting
cards, note cards, and calendars

FILING BASIS Section 44(d)

       FOREIGN APPLICATION
NUMBER 018075280

       FOREIGN APPLICATION
COUNTRY European Union Trademark - EUTM

       FOREIGN FILING DATE 06/04/2019

       INTENT TO 
       PERFECT 44(d)

At this time, the applicant intends to rely on
Section 44(e) as a basis for registration and
requests that the application be suspended to await
the submission of the foreign registration. If
ultimately the applicant does not rely on §44(e) as
a basis for registration, a valid claim of priority
may be retained.

GOODS AND/OR SERVICES SECTION (035)(current)

INTERNATIONAL CLASS 035

DESCRIPTION

Providing an on-line directory information service featuring information regarding
social networking, classified ads, general interest, scrapbooking, graphic design and
multimedia manipulation and sharing; providing an on-line computer database
featuring classified advertisements; advertising by transmission of on-line publicity
for third parties through electronic communications networks; graphic advertising;
promoting the goods and services of others over the Internet; electronic retail store
services featuring computer software, images, multimedia files, digital accessories
and scrapbooking materials

FILING BASIS Section 44(d)

        FOREIGN APPLICATION
NUMBER 018078115

       FOREIGN APPLICATION
COUNTRY European Union Trademark - EUTM

 FOREIGN FILING DATE 06/04/2019

GOODS AND/OR SERVICES SECTION (035)(proposed)

INTERNATIONAL CLASS 035

DESCRIPTION

Providing an on-line directory information service featuring information regarding
social networking, classified ads, general interest, scrapbooking, graphic design and
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multimedia manipulation and sharing; providing an on-line computer database
featuring classified advertisements; advertising by transmission of on-line publicity
for third parties through electronic communications networks; graphic advertising;
promoting the goods and services of others over the Internet; electronic retail store
services featuring computer software, images, multimedia files, digital accessories
and scrapbooking materials

FILING BASIS Section 44(d)

       FOREIGN APPLICATION
NUMBER 018075280

       FOREIGN APPLICATION
COUNTRY European Union Trademark - EUTM

       FOREIGN FILING DATE 06/04/2019

       INTENT TO 
       PERFECT 44(d)

At this time, the applicant intends to rely on
Section 44(e) as a basis for registration and
requests that the application be suspended to await
the submission of the foreign registration. If
ultimately the applicant does not rely on §44(e) as
a basis for registration, a valid claim of priority
may be retained.

GOODS AND/OR SERVICES SECTION (038)(current)

INTERNATIONAL CLASS 038

DESCRIPTION

Providing online communications links which transfer the web site user to other local
and global web pages; internet access provider services; online and transmission
services, namely, providing e-mail services, transmission of voice, audio, visual
images and data by telecommunications networks, wireless communications
networks, the Internet, information services networks and data networks; on-line
document delivery via a global computer network; providing access to databases
featuring information regarding computer software, hardware and peripherals,
graphic design, multimedia manipulation and sharing, the Internet, personal
computing, social networking, classified ads, general interest and scrapbooking,
magazines, books, manuals and catalogues; providing online chat rooms and
electronic bulletin boards for transmission of messages among users in the field of
computer software, hardware and peripherals, graphic design, multimedia
manipulation and sharing, the Internet, personal computing, social networking,
classified ads, general interest and scrapbooking; providing on-line forums for
transmission of messages among computer users in the fields of computer software,
hardware and peripherals, graphic design, multimedia manipulation and sharing, the
Internet, personal computing, social networking, classified ads, general interest and
scrapbooking; electronic transmission of images, photographs, graphic images and
illustrations over a global computer network

FILING BASIS Section 44(d)

        FOREIGN APPLICATION
NUMBER 018078115
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       FOREIGN APPLICATION
COUNTRY European Union Trademark - EUTM

        FOREIGN FILING DATE 06/04/2019

GOODS AND/OR SERVICES SECTION (038)(proposed)

INTERNATIONAL CLASS 038

DESCRIPTION

Providing online communications links which transfer the web site user to other local
and global web pages; internet access provider services; online and transmission
services, namely, providing e-mail services, transmission of voice, audio, visual
images and data by telecommunications networks, wireless communications
networks, the Internet, information services networks and data networks; on-line
document delivery via a global computer network; providing access to databases
featuring information regarding computer software, hardware and peripherals,
graphic design, multimedia manipulation and sharing, the Internet, personal
computing, social networking, classified ads, general interest and scrapbooking,
magazines, books, manuals and catalogues; providing online chat rooms and
electronic bulletin boards for transmission of messages among users in the field of
computer software, hardware and peripherals, graphic design, multimedia
manipulation and sharing, the Internet, personal computing, social networking,
classified ads, general interest and scrapbooking; providing on-line forums for
transmission of messages among computer users in the fields of computer software,
hardware and peripherals, graphic design, multimedia manipulation and sharing, the
Internet, personal computing, social networking, classified ads, general interest and
scrapbooking; electronic transmission of images, photographs, graphic images and
illustrations over a global computer network

FILING BASIS Section 44(d)

       FOREIGN APPLICATION
NUMBER 018075280

       FOREIGN APPLICATION
COUNTRY European Union Trademark - EUTM

       FOREIGN FILING DATE 06/04/2019

       INTENT TO 
       PERFECT 44(d)

At this time, the applicant intends to rely on
Section 44(e) as a basis for registration and
requests that the application be suspended to await
the submission of the foreign registration. If
ultimately the applicant does not rely on §44(e) as
a basis for registration, a valid claim of priority
may be retained.

GOODS AND/OR SERVICES SECTION (041)(current)

INTERNATIONAL CLASS 041

DESCRIPTION

Teaching, training, education and instructional services, namely, on-line courses in
the fields of computer software and hardware; arranging and conducting courses,
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conferences, seminars and educational presentations relating to computer software
and hardware; electronic publishing of works of others incorporating user-created
text, audio or images on-line featuring computer software, hardware and peripherals,
graphic design, multimedia manipulation and sharing, the Internet, personal
computing, social networking, classified ads, general interest and scrapbooking; on-
line journals, namely, blogs featuring computer software, hardware and peripherals,
graphic design, multimedia manipulation and sharing, the Internet, personal
computing, social networking, classified ads, general interest and scrapbooking;
providing non-downloadable, on-line newsletters in the fields of computer software,
hardware and peripherals, graphic design, multimedia manipulation and sharing, the
Internet, personal computing, social networking, classified ads, general interest and
scrapbooking; providing an on-line computer database featuring information
regarding how to use computer software, hardware and peripherals; providing an on-
line computer database featuring information regarding how to set up and use and
online scrapbook; providing an on-line computer database featuring educational
information regarding how to scrapbook; providing an on-line computer database
featuring educational information regarding graphic design, multimedia manipulation
and sharing; providing on-line information in the field of current event news and
entertainment via the Internet; providing on-line magazines, books, manuals,
scrapbooks and catalogues in the fields of computer software, hardware and
peripherals, graphic design, multimedia manipulation and sharing, the Internet,
personal computing, social networking, classified ads, general interest and
scrapbooking; providing online scrapbooks featuring user-defined text and images.
arranging and conducting online meetings and interactive seminars in the field of
computer software, hardware and peripherals, graphic design, multimedia
manipulation and sharing, the Internet, personal computing, social networking,
classified ads, general interest and scrapbooking

FILING BASIS Section 44(d)

        FOREIGN APPLICATION
NUMBER 018078115

       FOREIGN APPLICATION
COUNTRY European Union Trademark - EUTM

        FOREIGN FILING DATE 06/04/2019

GOODS AND/OR SERVICES SECTION (041)(proposed)

INTERNATIONAL CLASS 041

DESCRIPTION

Teaching, training, education and instructional services, namely, on-line courses in
the fields of computer software and hardware; arranging and conducting courses,
conferences, seminars and educational presentations relating to computer software
and hardware; electronic publishing of works of others incorporating user-created
text, audio or images on-line featuring computer software, hardware and peripherals,
graphic design, multimedia manipulation and sharing, the Internet, personal
computing, social networking, classified ads, general interest and scrapbooking; on-
line journals, namely, blogs featuring computer software, hardware and peripherals,
graphic design, multimedia manipulation and sharing, the Internet, personal
computing, social networking, classified ads, general interest and scrapbooking;
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providing non-downloadable, on-line newsletters in the fields of computer software,
hardware and peripherals, graphic design, multimedia manipulation and sharing, the
Internet, personal computing, social networking, classified ads, general interest and
scrapbooking; providing an on-line computer database featuring information
regarding how to use computer software, hardware and peripherals; providing an on-
line computer database featuring information regarding how to set up and use and
online scrapbook; providing an on-line computer database featuring educational
information regarding how to scrapbook; providing an on-line computer database
featuring educational information regarding graphic design, multimedia manipulation
and sharing; providing on-line information in the field of current event news and
entertainment via the Internet; providing on-line magazines, books, manuals,
scrapbooks and catalogues in the fields of computer software, hardware and
peripherals, graphic design, multimedia manipulation and sharing, the Internet,
personal computing, social networking, classified ads, general interest and
scrapbooking; providing online scrapbooks featuring user-defined text and images.
arranging and conducting online meetings and interactive seminars in the field of
computer software, hardware and peripherals, graphic design, multimedia
manipulation and sharing, the Internet, personal computing, social networking,
classified ads, general interest and scrapbooking

FILING BASIS Section 44(d)

       FOREIGN APPLICATION
NUMBER 018075280

       FOREIGN APPLICATION
COUNTRY European Union Trademark - EUTM

       FOREIGN FILING DATE 06/04/2019

       INTENT TO 
       PERFECT 44(d)

At this time, the applicant intends to rely on
Section 44(e) as a basis for registration and
requests that the application be suspended to await
the submission of the foreign registration. If
ultimately the applicant does not rely on §44(e) as
a basis for registration, a valid claim of priority
may be retained.

GOODS AND/OR SERVICES SECTION (042)(current)

INTERNATIONAL CLASS 042

DESCRIPTION

Advisory services and consultancy relating to computer software; computer software
design, development, configuration, maintenance, installation and updating; computer
graphics design services; design of graphics software systems; technical support
services, namely, troubleshooting of computer software problems; creating web pages
for others used in the provision of online services; design and development of
websites for others used to conduct on-line forums; providing temporary use of
online, non-downloadable software for use for graphic design, image manipulation,
desktop publishing and printing; design and development of computer hardware;
consulting in the field of website design, development, maintenance, updating,
modification, installation and monitoring the performance, availability and errors of
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the websites of others; consulting in the field of website hosting and support; hosting
the websites of others; design, development, maintenance, updating and modification
of web sites for others; monitoring the web sites of others to improve scalability and
performance of web sites of others; installation of software used to create websites;
computer aided graphic design; graphic art design; hosting of digital content, namely,
personal profiles and social networking information; providing an interactive website
enabling users to create, manipulate and share multimedia scrapbooks, information,
comments and user-generated multimedia content; providing temporary use of online,
non-downloadable software for use for graphic design, multi-media manipulation,
scrapbook applications, social networking, uploading, storing, posting, blogging and
sharing of communication or information; providing temporary use of online, non-
downloadable software that enables users to share multimedia scrapbooks and other
user-generated multimedia content with third parties via a global computer network.
providing temporary use of on-line non-downloadable software for desktop
publishing, word processing, printing, graphics, images, fonts and font management,
typesetting, document management and manipulation, presentation delivery, image
editing, media and photo management, drawing, animation, graphics, website design,
digital video and audio editing; hosting a website enabling the posting of information
by members in online web logs in the field of computer software, hardware and
peripherals, graphic design, multimedia manipulation and sharing, the Internet,
personal computing, social networking, classified ads, general interest and
scrapbooking; providing an on-line computer database featuring information
regarding the design and development of computer software, hardware and
peripherals; design and graphic arts design for the creation of websites and web pages
on the Internet; rendering of computer graphics (digital imaging services); software
as a service featuring software platforms for graphic design

FILING BASIS Section 44(d)

        FOREIGN APPLICATION
NUMBER 018078115

       FOREIGN APPLICATION
COUNTRY European Union Trademark - EUTM

        FOREIGN FILING DATE 06/04/2019

GOODS AND/OR SERVICES SECTION (042)(proposed)

INTERNATIONAL CLASS 042

DESCRIPTION

Advisory services and consultancy relating to computer software; computer software
design, development, configuration, maintenance, installation and updating; computer
graphics design services; design of graphics software systems; technical support
services, namely, troubleshooting of computer software problems; creating web pages
for others used in the provision of online services; design and development of
websites for others used to conduct on-line forums; providing temporary use of
online, non-downloadable software for use for graphic design, image manipulation,
desktop publishing and printing; design and development of computer hardware;
consulting in the field of website design, development, maintenance, updating,
modification, installation and monitoring the performance, availability and errors of
the websites of others; consulting in the field of website hosting and support; hosting
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the websites of others; design, development, maintenance, updating and modification
of web sites for others; monitoring the web sites of others to improve scalability and
performance of web sites of others; installation of software used to create websites;
computer aided graphic design; graphic art design; hosting of digital content, namely,
personal profiles and social networking information; providing an interactive website
enabling users to create, manipulate and share multimedia scrapbooks, information,
comments and user-generated multimedia content; providing temporary use of online,
non-downloadable software for use for graphic design, multi-media manipulation,
scrapbook applications, social networking, uploading, storing, posting, blogging and
sharing of communication or information; providing temporary use of online, non-
downloadable software that enables users to share multimedia scrapbooks and other
user-generated multimedia content with third parties via a global computer network.
providing temporary use of on-line non-downloadable software for desktop
publishing, word processing, printing, graphics, images, fonts and font management,
typesetting, document management and manipulation, presentation delivery, image
editing, media and photo management, drawing, animation, graphics, website design,
digital video and audio editing; hosting a website enabling the posting of information
by members in online web logs in the field of computer software, hardware and
peripherals, graphic design, multimedia manipulation and sharing, the Internet,
personal computing, social networking, classified ads, general interest and
scrapbooking; providing an on-line computer database featuring information
regarding the design and development of computer software, hardware and
peripherals; design and graphic arts design for the creation of websites and web pages
on the Internet; rendering of computer graphics (digital imaging services); software
as a service featuring software platforms for graphic design

FILING BASIS Section 44(d)

       FOREIGN APPLICATION
NUMBER 018075280

       FOREIGN APPLICATION
COUNTRY European Union Trademark - EUTM

       FOREIGN FILING DATE 06/04/2019

       INTENT TO 
       PERFECT 44(d)

At this time, the applicant intends to rely on
Section 44(e) as a basis for registration and
requests that the application be suspended to await
the submission of the foreign registration. If
ultimately the applicant does not rely on §44(e) as
a basis for registration, a valid claim of priority
may be retained.

GOODS AND/OR SERVICES SECTION (045)(current)

INTERNATIONAL CLASS 045

DESCRIPTION

Internet based introduction and social networking services; providing an on-line
computer database featuring social networking information; electronic monitoring
services for security purposes in the field of on-line chat forums

FILING BASIS Section 44(d)
U.S. App. 88470053, AFFINITY 
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        FOREIGN APPLICATION
NUMBER 018078115

       FOREIGN APPLICATION
COUNTRY European Union Trademark - EUTM

 FOREIGN FILING DATE 06/04/2019

GOODS AND/OR SERVICES SECTION (045)(proposed)

INTERNATIONAL CLASS 045

DESCRIPTION

Internet based introduction and social networking services; providing an on-line
computer database featuring social networking information; electronic monitoring
services for security purposes in the field of on-line chat forums

FILING BASIS Section 44(d)

       FOREIGN APPLICATION
NUMBER 018075280

       FOREIGN APPLICATION
COUNTRY European Union Trademark - EUTM

       FOREIGN FILING DATE 06/04/2019

       INTENT TO 
       PERFECT 44(d)

At this time, the applicant intends to rely on
Section 44(e) as a basis for registration and
requests that the application be suspended to await
the submission of the foreign registration. If
ultimately the applicant does not rely on §44(e) as
a basis for registration, a valid claim of priority
may be retained.

ADDITIONAL STATEMENTS SECTION

MISCELLANEOUS STATEMENT

By inadvertence, an incorrect number was
identified for the relevant EU application. The
correct number of the EU application is
018075280. The purpose of this Voluntary
Amendment is to make that correction.

SIGNATURE SECTION

RESPONSE SIGNATURE /Bruce A. McDonald/

SIGNATORY'S NAME Bruce A. McDonald

SIGNATORY'S POSITION Attorney

SIGNATORY'S PHONE NUMBER 202-263-4362

DATE SIGNED 06/18/2019

AUTHORIZED SIGNATORY YES

FILING INFORMATION SECTION
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SUBMIT DATE Tue Jun 18 11:47:50 EDT 2019

TEAS STAMP

USPTO/PRA-64.88.163.230-2
0190618114750874245-88470
053-6204183a4a4867831fa71
6dc5dd258c64f78fca9281846
c2ef911f7bd73be9ce-N/A-N/
A-20190618113741290251

Under the Paperwork Reduction Act of 1995 no persons are required to respond to a collection of information
unless it displays a valid OMB control number. 
PTO Form 1966 (Rev 10/2011)
OMB No. 0651-0050 (Exp 09/20/2020)

Voluntary Amendment

To the Commissioner for Trademarks:

Application serial no. 88470053 AFFINITY(Standard Characters, see https://tmng-
al.uspto.gov/resting2/api/img/88470053/large) has been amended as follows: 

CLASSIFICATION AND LISTING OF GOODS/SERVICES 

Applicant proposes to amend the following class of goods/services in the application: 
Current: Class 016 for Printed publications, namely, magazines and newsletters featuring
articles and news in the field of computer software, hardware and peripherals, graphic
design, multimedia manipulation and sharing, the Internet, personal computing, social
networking, classified ads, general interest and scrapbooking; manuals, catalogues, books,
teaching and instructional materials in the field of computer software, hardware and
peripherals, graphic design, multimedia manipulation and sharing, the Internet, personal
computing, social networking, classified ads, general interest and scrapbooking; graphic
reproductions; stationery, photo albums, scrapbooks, greeting cards, note cards, and
calendars
Original Filing Basis: 
Filing Basis: Section 44(d), Priority based on foreign filing: For a trademark or service
mark application: As of the application filing date, the applicant had a bona fide intention,
and was entitled, to use the mark in commerce on or in connection with the identified
goods/services, and asserts a claim of priority based upon a foreign application. For a
collective trademark, collective service mark, or collective membership mark application:
As of the application filing date, the applicant had a bona fide intention, and was entitled, to
exercise legitimate control over the use of the mark in commerce by members on or in
connection with the identified goods/services/collective membership organization, and
asserts a claim of priority based upon a foreign application. For a certification application:
As of the application filing date, the applicant had a bona fide intention, and was entitled, to
exercise legitimate control over the use of the mark in commerce by authorized users in
connection with the identified goods/services, the applicant will not engage in the
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production or marketing of the goods/services to which the mark is applied, except to
advertise or promote recognition of the certification program or of the goods or services
that meet the certification standards of the applicant, and the applicant asserts a claim of
priority based upon a foreign application. Claim of priority is based on[ European Union
Trademark - EUTM application number 018078115 filed 06/04/2019]. 15 U.S.C.Section
1126(d), as amended.

Proposed: Class 016 for Printed publications, namely, magazines and newsletters featuring
articles and news in the field of computer software, hardware and peripherals, graphic
design, multimedia manipulation and sharing, the Internet, personal computing, social
networking, classified ads, general interest and scrapbooking; manuals, catalogues, books,
teaching and instructional materials in the field of computer software, hardware and
peripherals, graphic design, multimedia manipulation and sharing, the Internet, personal
computing, social networking, classified ads, general interest and scrapbooking; graphic
reproductions; stationery, photo albums, scrapbooks, greeting cards, note cards, and
calendars
Filing Basis: Section 44(d), Priority based on foreign filing:For a trademark or service
mark application: As of the application filing date, the applicant had a bona fide intention,
and was entitled, to use the mark in commerce on or in connection with the identified
goods/services, and asserts a claim of priority based upon a foreign application. For a
collective trademark, collective service mark, or collective membership mark application:
As of the application filing date, the applicant had a bona fide intention, and was entitled, to
exercise legitimate control over the use of the mark in commerce by members on or in
connection with the identified goods/services/collective membership organization, and
asserts a claim of priority based upon a foreign application. For a certification mark
application: As of the application filing date, the applicant had a bona fide intention, and
was entitled, to exercise legitimate control over the use of the mark in commerce by
authorized users in connection with the identified goods/services, the applicant will not
engage in the production or marketing of the goods/services to which the mark is applied,
except to advertise or promote recognition of the certification program or of the goods or
services that meet the certification standards of the applicant, and the applicant asserts a
claim of priority based upon a foreign application. Claim of priority is based on [ European
Union Trademark - EUTM application number 018075280 filed 06/04/2019]. 15
U.S.C.Section 1126(d), as amended.
INTENT TO PERFECT 44(d) : At this time, the applicant intends to rely on Section 44(e)
as a basis for registration and requests that the application be suspended to await the
submission of the foreign registration. If ultimately the applicant does not rely on §44(e) as
a basis for registration, a valid claim of priority may be retained.

Applicant proposes to amend the following class of goods/services in the application: 
Current: Class 035 for Providing an on-line directory information service featuring
information regarding social networking, classified ads, general interest, scrapbooking,
graphic design and multimedia manipulation and sharing; providing an on-line computer
database featuring classified advertisements; advertising by transmission of on-line
publicity for third parties through electronic communications networks; graphic
advertising; promoting the goods and services of others over the Internet; electronic retail
store services featuring computer software, images, multimedia files, digital accessories
and scrapbooking materials
Original Filing Basis: 
Filing Basis: Section 44(d), Priority based on foreign filing: For a trademark or service
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mark application: As of the application filing date, the applicant had a bona fide intention,
and was entitled, to use the mark in commerce on or in connection with the identified
goods/services, and asserts a claim of priority based upon a foreign application. For a
collective trademark, collective service mark, or collective membership mark application:
As of the application filing date, the applicant had a bona fide intention, and was entitled, to
exercise legitimate control over the use of the mark in commerce by members on or in
connection with the identified goods/services/collective membership organization, and
asserts a claim of priority based upon a foreign application. For a certification application:
As of the application filing date, the applicant had a bona fide intention, and was entitled, to
exercise legitimate control over the use of the mark in commerce by authorized users in
connection with the identified goods/services, the applicant will not engage in the
production or marketing of the goods/services to which the mark is applied, except to
advertise or promote recognition of the certification program or of the goods or services
that meet the certification standards of the applicant, and the applicant asserts a claim of
priority based upon a foreign application. Claim of priority is based on[ European Union
Trademark - EUTM application number 018078115 filed 06/04/2019]. 15 U.S.C.Section
1126(d), as amended.

Proposed: Class 035 for Providing an on-line directory information service featuring
information regarding social networking, classified ads, general interest, scrapbooking,
graphic design and multimedia manipulation and sharing; providing an on-line computer
database featuring classified advertisements; advertising by transmission of on-line
publicity for third parties through electronic communications networks; graphic
advertising; promoting the goods and services of others over the Internet; electronic retail
store services featuring computer software, images, multimedia files, digital accessories
and scrapbooking materials
Filing Basis: Section 44(d), Priority based on foreign filing:For a trademark or service
mark application: As of the application filing date, the applicant had a bona fide intention,
and was entitled, to use the mark in commerce on or in connection with the identified
goods/services, and asserts a claim of priority based upon a foreign application. For a
collective trademark, collective service mark, or collective membership mark application:
As of the application filing date, the applicant had a bona fide intention, and was entitled, to
exercise legitimate control over the use of the mark in commerce by members on or in
connection with the identified goods/services/collective membership organization, and
asserts a claim of priority based upon a foreign application. For a certification mark
application: As of the application filing date, the applicant had a bona fide intention, and
was entitled, to exercise legitimate control over the use of the mark in commerce by
authorized users in connection with the identified goods/services, the applicant will not
engage in the production or marketing of the goods/services to which the mark is applied,
except to advertise or promote recognition of the certification program or of the goods or
services that meet the certification standards of the applicant, and the applicant asserts a
claim of priority based upon a foreign application. Claim of priority is based on [ European
Union Trademark - EUTM application number 018075280 filed 06/04/2019]. 15
U.S.C.Section 1126(d), as amended.
INTENT TO PERFECT 44(d) : At this time, the applicant intends to rely on Section 44(e)
as a basis for registration and requests that the application be suspended to await the
submission of the foreign registration. If ultimately the applicant does not rely on §44(e) as
a basis for registration, a valid claim of priority may be retained.

Applicant proposes to amend the following class of goods/services in the application: 
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Current: Class 038 for Providing online communications links which transfer the web site
user to other local and global web pages; internet access provider services; online and
transmission services, namely, providing e-mail services, transmission of voice, audio,
visual images and data by telecommunications networks, wireless communications
networks, the Internet, information services networks and data networks; on-line document
delivery via a global computer network; providing access to databases featuring
information regarding computer software, hardware and peripherals, graphic design,
multimedia manipulation and sharing, the Internet, personal computing, social networking,
classified ads, general interest and scrapbooking, magazines, books, manuals and
catalogues; providing online chat rooms and electronic bulletin boards for transmission of
messages among users in the field of computer software, hardware and peripherals, graphic
design, multimedia manipulation and sharing, the Internet, personal computing, social
networking, classified ads, general interest and scrapbooking; providing on-line forums for
transmission of messages among computer users in the fields of computer software,
hardware and peripherals, graphic design, multimedia manipulation and sharing, the
Internet, personal computing, social networking, classified ads, general interest and
scrapbooking; electronic transmission of images, photographs, graphic images and
illustrations over a global computer network
Original Filing Basis: 
Filing Basis: Section 44(d), Priority based on foreign filing: For a trademark or service
mark application: As of the application filing date, the applicant had a bona fide intention,
and was entitled, to use the mark in commerce on or in connection with the identified
goods/services, and asserts a claim of priority based upon a foreign application. For a
collective trademark, collective service mark, or collective membership mark application:
As of the application filing date, the applicant had a bona fide intention, and was entitled, to
exercise legitimate control over the use of the mark in commerce by members on or in
connection with the identified goods/services/collective membership organization, and
asserts a claim of priority based upon a foreign application. For a certification application:
As of the application filing date, the applicant had a bona fide intention, and was entitled, to
exercise legitimate control over the use of the mark in commerce by authorized users in
connection with the identified goods/services, the applicant will not engage in the
production or marketing of the goods/services to which the mark is applied, except to
advertise or promote recognition of the certification program or of the goods or services
that meet the certification standards of the applicant, and the applicant asserts a claim of
priority based upon a foreign application. Claim of priority is based on[ European Union
Trademark - EUTM application number 018078115 filed 06/04/2019]. 15 U.S.C.Section
1126(d), as amended.

Proposed: Class 038 for Providing online communications links which transfer the web
site user to other local and global web pages; internet access provider services; online and
transmission services, namely, providing e-mail services, transmission of voice, audio,
visual images and data by telecommunications networks, wireless communications
networks, the Internet, information services networks and data networks; on-line document
delivery via a global computer network; providing access to databases featuring
information regarding computer software, hardware and peripherals, graphic design,
multimedia manipulation and sharing, the Internet, personal computing, social networking,
classified ads, general interest and scrapbooking, magazines, books, manuals and
catalogues; providing online chat rooms and electronic bulletin boards for transmission of
messages among users in the field of computer software, hardware and peripherals, graphic
design, multimedia manipulation and sharing, the Internet, personal computing, social
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networking, classified ads, general interest and scrapbooking; providing on-line forums for
transmission of messages among computer users in the fields of computer software,
hardware and peripherals, graphic design, multimedia manipulation and sharing, the
Internet, personal computing, social networking, classified ads, general interest and
scrapbooking; electronic transmission of images, photographs, graphic images and
illustrations over a global computer network
Filing Basis: Section 44(d), Priority based on foreign filing:For a trademark or service
mark application: As of the application filing date, the applicant had a bona fide intention,
and was entitled, to use the mark in commerce on or in connection with the identified
goods/services, and asserts a claim of priority based upon a foreign application. For a
collective trademark, collective service mark, or collective membership mark application:
As of the application filing date, the applicant had a bona fide intention, and was entitled, to
exercise legitimate control over the use of the mark in commerce by members on or in
connection with the identified goods/services/collective membership organization, and
asserts a claim of priority based upon a foreign application. For a certification mark
application: As of the application filing date, the applicant had a bona fide intention, and
was entitled, to exercise legitimate control over the use of the mark in commerce by
authorized users in connection with the identified goods/services, the applicant will not
engage in the production or marketing of the goods/services to which the mark is applied,
except to advertise or promote recognition of the certification program or of the goods or
services that meet the certification standards of the applicant, and the applicant asserts a
claim of priority based upon a foreign application. Claim of priority is based on [ European
Union Trademark - EUTM application number 018075280 filed 06/04/2019]. 15
U.S.C.Section 1126(d), as amended.
INTENT TO PERFECT 44(d) : At this time, the applicant intends to rely on Section 44(e)
as a basis for registration and requests that the application be suspended to await the
submission of the foreign registration. If ultimately the applicant does not rely on §44(e) as
a basis for registration, a valid claim of priority may be retained.

Applicant proposes to amend the following class of goods/services in the application: 
Current: Class 041 for Teaching, training, education and instructional services, namely,
on-line courses in the fields of computer software and hardware; arranging and conducting
courses, conferences, seminars and educational presentations relating to computer software
and hardware; electronic publishing of works of others incorporating user-created text,
audio or images on-line featuring computer software, hardware and peripherals, graphic
design, multimedia manipulation and sharing, the Internet, personal computing, social
networking, classified ads, general interest and scrapbooking; on-line journals, namely,
blogs featuring computer software, hardware and peripherals, graphic design, multimedia
manipulation and sharing, the Internet, personal computing, social networking, classified
ads, general interest and scrapbooking; providing non-downloadable, on-line newsletters in
the fields of computer software, hardware and peripherals, graphic design, multimedia
manipulation and sharing, the Internet, personal computing, social networking, classified
ads, general interest and scrapbooking; providing an on-line computer database featuring
information regarding how to use computer software, hardware and peripherals; providing
an on-line computer database featuring information regarding how to set up and use and
online scrapbook; providing an on-line computer database featuring educational
information regarding how to scrapbook; providing an on-line computer database featuring
educational information regarding graphic design, multimedia manipulation and sharing;
providing on-line information in the field of current event news and entertainment via the
Internet; providing on-line magazines, books, manuals, scrapbooks and catalogues in the
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fields of computer software, hardware and peripherals, graphic design, multimedia
manipulation and sharing, the Internet, personal computing, social networking, classified
ads, general interest and scrapbooking; providing online scrapbooks featuring user-defined
text and images. arranging and conducting online meetings and interactive seminars in the
field of computer software, hardware and peripherals, graphic design, multimedia
manipulation and sharing, the Internet, personal computing, social networking, classified
ads, general interest and scrapbooking
Original Filing Basis: 
Filing Basis: Section 44(d), Priority based on foreign filing: For a trademark or service
mark application: As of the application filing date, the applicant had a bona fide intention,
and was entitled, to use the mark in commerce on or in connection with the identified
goods/services, and asserts a claim of priority based upon a foreign application. For a
collective trademark, collective service mark, or collective membership mark application:
As of the application filing date, the applicant had a bona fide intention, and was entitled, to
exercise legitimate control over the use of the mark in commerce by members on or in
connection with the identified goods/services/collective membership organization, and
asserts a claim of priority based upon a foreign application. For a certification application:
As of the application filing date, the applicant had a bona fide intention, and was entitled, to
exercise legitimate control over the use of the mark in commerce by authorized users in
connection with the identified goods/services, the applicant will not engage in the
production or marketing of the goods/services to which the mark is applied, except to
advertise or promote recognition of the certification program or of the goods or services
that meet the certification standards of the applicant, and the applicant asserts a claim of
priority based upon a foreign application. Claim of priority is based on[ European Union
Trademark - EUTM application number 018078115 filed 06/04/2019]. 15 U.S.C.Section
1126(d), as amended.

Proposed: Class 041 for Teaching, training, education and instructional services, namely,
on-line courses in the fields of computer software and hardware; arranging and conducting
courses, conferences, seminars and educational presentations relating to computer software
and hardware; electronic publishing of works of others incorporating user-created text,
audio or images on-line featuring computer software, hardware and peripherals, graphic
design, multimedia manipulation and sharing, the Internet, personal computing, social
networking, classified ads, general interest and scrapbooking; on-line journals, namely,
blogs featuring computer software, hardware and peripherals, graphic design, multimedia
manipulation and sharing, the Internet, personal computing, social networking, classified
ads, general interest and scrapbooking; providing non-downloadable, on-line newsletters in
the fields of computer software, hardware and peripherals, graphic design, multimedia
manipulation and sharing, the Internet, personal computing, social networking, classified
ads, general interest and scrapbooking; providing an on-line computer database featuring
information regarding how to use computer software, hardware and peripherals; providing
an on-line computer database featuring information regarding how to set up and use and
online scrapbook; providing an on-line computer database featuring educational
information regarding how to scrapbook; providing an on-line computer database featuring
educational information regarding graphic design, multimedia manipulation and sharing;
providing on-line information in the field of current event news and entertainment via the
Internet; providing on-line magazines, books, manuals, scrapbooks and catalogues in the
fields of computer software, hardware and peripherals, graphic design, multimedia
manipulation and sharing, the Internet, personal computing, social networking, classified
ads, general interest and scrapbooking; providing online scrapbooks featuring user-defined
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text and images. arranging and conducting online meetings and interactive seminars in the
field of computer software, hardware and peripherals, graphic design, multimedia
manipulation and sharing, the Internet, personal computing, social networking, classified
ads, general interest and scrapbooking
Filing Basis: Section 44(d), Priority based on foreign filing:For a trademark or service
mark application: As of the application filing date, the applicant had a bona fide intention,
and was entitled, to use the mark in commerce on or in connection with the identified
goods/services, and asserts a claim of priority based upon a foreign application. For a
collective trademark, collective service mark, or collective membership mark application:
As of the application filing date, the applicant had a bona fide intention, and was entitled, to
exercise legitimate control over the use of the mark in commerce by members on or in
connection with the identified goods/services/collective membership organization, and
asserts a claim of priority based upon a foreign application. For a certification mark
application: As of the application filing date, the applicant had a bona fide intention, and
was entitled, to exercise legitimate control over the use of the mark in commerce by
authorized users in connection with the identified goods/services, the applicant will not
engage in the production or marketing of the goods/services to which the mark is applied,
except to advertise or promote recognition of the certification program or of the goods or
services that meet the certification standards of the applicant, and the applicant asserts a
claim of priority based upon a foreign application. Claim of priority is based on [ European
Union Trademark - EUTM application number 018075280 filed 06/04/2019]. 15
U.S.C.Section 1126(d), as amended.
INTENT TO PERFECT 44(d) : At this time, the applicant intends to rely on Section 44(e)
as a basis for registration and requests that the application be suspended to await the
submission of the foreign registration. If ultimately the applicant does not rely on §44(e) as
a basis for registration, a valid claim of priority may be retained.

Applicant proposes to amend the following class of goods/services in the application: 
Current: Class 042 for Advisory services and consultancy relating to computer software;
computer software design, development, configuration, maintenance, installation and
updating; computer graphics design services; design of graphics software systems;
technical support services, namely, troubleshooting of computer software problems;
creating web pages for others used in the provision of online services; design and
development of websites for others used to conduct on-line forums; providing temporary
use of online, non-downloadable software for use for graphic design, image manipulation,
desktop publishing and printing; design and development of computer hardware; consulting
in the field of website design, development, maintenance, updating, modification,
installation and monitoring the performance, availability and errors of the websites of
others; consulting in the field of website hosting and support; hosting the websites of
others; design, development, maintenance, updating and modification of web sites for
others; monitoring the web sites of others to improve scalability and performance of web
sites of others; installation of software used to create websites; computer aided graphic
design; graphic art design; hosting of digital content, namely, personal profiles and social
networking information; providing an interactive website enabling users to create,
manipulate and share multimedia scrapbooks, information, comments and user-generated
multimedia content; providing temporary use of online, non-downloadable software for use
for graphic design, multi-media manipulation, scrapbook applications, social networking,
uploading, storing, posting, blogging and sharing of communication or information;
providing temporary use of online, non-downloadable software that enables users to share
multimedia scrapbooks and other user-generated multimedia content with third parties via a
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global computer network. providing temporary use of on-line non-downloadable software
for desktop publishing, word processing, printing, graphics, images, fonts and font
management, typesetting, document management and manipulation, presentation delivery,
image editing, media and photo management, drawing, animation, graphics, website
design, digital video and audio editing; hosting a website enabling the posting of
information by members in online web logs in the field of computer software, hardware and
peripherals, graphic design, multimedia manipulation and sharing, the Internet, personal
computing, social networking, classified ads, general interest and scrapbooking; providing
an on-line computer database featuring information regarding the design and development
of computer software, hardware and peripherals; design and graphic arts design for the
creation of websites and web pages on the Internet; rendering of computer graphics (digital
imaging services); software as a service featuring software platforms for graphic design
Original Filing Basis: 
Filing Basis: Section 44(d), Priority based on foreign filing: For a trademark or service
mark application: As of the application filing date, the applicant had a bona fide intention,
and was entitled, to use the mark in commerce on or in connection with the identified
goods/services, and asserts a claim of priority based upon a foreign application. For a
collective trademark, collective service mark, or collective membership mark application:
As of the application filing date, the applicant had a bona fide intention, and was entitled, to
exercise legitimate control over the use of the mark in commerce by members on or in
connection with the identified goods/services/collective membership organization, and
asserts a claim of priority based upon a foreign application. For a certification application:
As of the application filing date, the applicant had a bona fide intention, and was entitled, to
exercise legitimate control over the use of the mark in commerce by authorized users in
connection with the identified goods/services, the applicant will not engage in the
production or marketing of the goods/services to which the mark is applied, except to
advertise or promote recognition of the certification program or of the goods or services
that meet the certification standards of the applicant, and the applicant asserts a claim of
priority based upon a foreign application. Claim of priority is based on[ European Union
Trademark - EUTM application number 018078115 filed 06/04/2019]. 15 U.S.C.Section
1126(d), as amended.

Proposed: Class 042 for Advisory services and consultancy relating to computer software;
computer software design, development, configuration, maintenance, installation and
updating; computer graphics design services; design of graphics software systems;
technical support services, namely, troubleshooting of computer software problems;
creating web pages for others used in the provision of online services; design and
development of websites for others used to conduct on-line forums; providing temporary
use of online, non-downloadable software for use for graphic design, image manipulation,
desktop publishing and printing; design and development of computer hardware; consulting
in the field of website design, development, maintenance, updating, modification,
installation and monitoring the performance, availability and errors of the websites of
others; consulting in the field of website hosting and support; hosting the websites of
others; design, development, maintenance, updating and modification of web sites for
others; monitoring the web sites of others to improve scalability and performance of web
sites of others; installation of software used to create websites; computer aided graphic
design; graphic art design; hosting of digital content, namely, personal profiles and social
networking information; providing an interactive website enabling users to create,
manipulate and share multimedia scrapbooks, information, comments and user-generated
multimedia content; providing temporary use of online, non-downloadable software for use
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for graphic design, multi-media manipulation, scrapbook applications, social networking,
uploading, storing, posting, blogging and sharing of communication or information;
providing temporary use of online, non-downloadable software that enables users to share
multimedia scrapbooks and other user-generated multimedia content with third parties via a
global computer network. providing temporary use of on-line non-downloadable software
for desktop publishing, word processing, printing, graphics, images, fonts and font
management, typesetting, document management and manipulation, presentation delivery,
image editing, media and photo management, drawing, animation, graphics, website
design, digital video and audio editing; hosting a website enabling the posting of
information by members in online web logs in the field of computer software, hardware and
peripherals, graphic design, multimedia manipulation and sharing, the Internet, personal
computing, social networking, classified ads, general interest and scrapbooking; providing
an on-line computer database featuring information regarding the design and development
of computer software, hardware and peripherals; design and graphic arts design for the
creation of websites and web pages on the Internet; rendering of computer graphics (digital
imaging services); software as a service featuring software platforms for graphic design
Filing Basis: Section 44(d), Priority based on foreign filing:For a trademark or service
mark application: As of the application filing date, the applicant had a bona fide intention,
and was entitled, to use the mark in commerce on or in connection with the identified
goods/services, and asserts a claim of priority based upon a foreign application. For a
collective trademark, collective service mark, or collective membership mark application:
As of the application filing date, the applicant had a bona fide intention, and was entitled, to
exercise legitimate control over the use of the mark in commerce by members on or in
connection with the identified goods/services/collective membership organization, and
asserts a claim of priority based upon a foreign application. For a certification mark
application: As of the application filing date, the applicant had a bona fide intention, and
was entitled, to exercise legitimate control over the use of the mark in commerce by
authorized users in connection with the identified goods/services, the applicant will not
engage in the production or marketing of the goods/services to which the mark is applied,
except to advertise or promote recognition of the certification program or of the goods or
services that meet the certification standards of the applicant, and the applicant asserts a
claim of priority based upon a foreign application. Claim of priority is based on [ European
Union Trademark - EUTM application number 018075280 filed 06/04/2019]. 15
U.S.C.Section 1126(d), as amended.
INTENT TO PERFECT 44(d) : At this time, the applicant intends to rely on Section 44(e)
as a basis for registration and requests that the application be suspended to await the
submission of the foreign registration. If ultimately the applicant does not rely on §44(e) as
a basis for registration, a valid claim of priority may be retained.

Applicant proposes to amend the following class of goods/services in the application: 
Current: Class 045 for Internet based introduction and social networking services;
providing an on-line computer database featuring social networking information; electronic
monitoring services for security purposes in the field of on-line chat forums
Original Filing Basis: 
Filing Basis: Section 44(d), Priority based on foreign filing: For a trademark or service
mark application: As of the application filing date, the applicant had a bona fide intention,
and was entitled, to use the mark in commerce on or in connection with the identified
goods/services, and asserts a claim of priority based upon a foreign application. For a
collective trademark, collective service mark, or collective membership mark application:
As of the application filing date, the applicant had a bona fide intention, and was entitled, to
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exercise legitimate control over the use of the mark in commerce by members on or in
connection with the identified goods/services/collective membership organization, and
asserts a claim of priority based upon a foreign application. For a certification application:
As of the application filing date, the applicant had a bona fide intention, and was entitled, to
exercise legitimate control over the use of the mark in commerce by authorized users in
connection with the identified goods/services, the applicant will not engage in the
production or marketing of the goods/services to which the mark is applied, except to
advertise or promote recognition of the certification program or of the goods or services
that meet the certification standards of the applicant, and the applicant asserts a claim of
priority based upon a foreign application. Claim of priority is based on[ European Union
Trademark - EUTM application number 018078115 filed 06/04/2019]. 15 U.S.C.Section
1126(d), as amended.

Proposed: Class 045 for Internet based introduction and social networking services;
providing an on-line computer database featuring social networking information; electronic
monitoring services for security purposes in the field of on-line chat forums
Filing Basis: Section 44(d), Priority based on foreign filing:For a trademark or service
mark application: As of the application filing date, the applicant had a bona fide intention,
and was entitled, to use the mark in commerce on or in connection with the identified
goods/services, and asserts a claim of priority based upon a foreign application. For a
collective trademark, collective service mark, or collective membership mark application:
As of the application filing date, the applicant had a bona fide intention, and was entitled, to
exercise legitimate control over the use of the mark in commerce by members on or in
connection with the identified goods/services/collective membership organization, and
asserts a claim of priority based upon a foreign application. For a certification mark
application: As of the application filing date, the applicant had a bona fide intention, and
was entitled, to exercise legitimate control over the use of the mark in commerce by
authorized users in connection with the identified goods/services, the applicant will not
engage in the production or marketing of the goods/services to which the mark is applied,
except to advertise or promote recognition of the certification program or of the goods or
services that meet the certification standards of the applicant, and the applicant asserts a
claim of priority based upon a foreign application. Claim of priority is based on [ European
Union Trademark - EUTM application number 018075280 filed 06/04/2019]. 15
U.S.C.Section 1126(d), as amended.
INTENT TO PERFECT 44(d) : At this time, the applicant intends to rely on Section 44(e)
as a basis for registration and requests that the application be suspended to await the
submission of the foreign registration. If ultimately the applicant does not rely on §44(e) as
a basis for registration, a valid claim of priority may be retained.

ADDITIONAL STATEMENTS 
Miscellaneous Statement 
By inadvertence, an incorrect number was identified for the relevant EU application. The
correct number of the EU application is 018075280. The purpose of this Voluntary
Amendment is to make that correction.

Voluntary Amendment Signature 
Signature: /Bruce A. McDonald/    Date: 06/18/2019
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Signatory's Name: Bruce A. McDonald
Signatory's Position: Attorney

Signatory's Phone Number: 202-263-4362

The signatory has confirmed that he/she is an attorney who is a member in good standing of
the bar of the highest court of a U.S. state, which includes the District of Columbia, Puerto
Rico, and other federal territories and possessions; and he/she is currently the
owner's/holder's attorney or an associate thereof; and to the best of his/her knowledge, if
prior to his/her appointment another U.S. attorney or a Canadian attorney/agent not
currently associated with his/her company/firm previously represented the owner/holder in
this matter: (1) the owner/holder has filed or is concurrently filing a signed revocation of or
substitute power of attorney with the USPTO; (2) the USPTO has granted the request of the
prior representative to withdraw; (3) the owner/holder has filed a power of attorney
appointing him/her in this matter; or (4) the owner's/holder's appointed U.S. attorney or
Canadian attorney/agent has filed a power of attorney appointing him/her as an associate
attorney in this matter.

Thank you,

The TEAS support team
Tue Jun 18 11:47:51 EDT 2019
STAMP: USPTO/PRA-64.88.163.230-20190618114750874245-88470053-
6204183a4a4867831fa716dc5dd258c64f78fca9281846c2ef911f7bd73be9ce-N/A-N/A-
20190618113741290251
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