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Trademarks 

 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

 

In re Application of:  ) 

  ) 

ACCESS TO CAPITAL FOR   ) 

ENTREPRENEURS, INC.  ) Attorney:  Mildred Black 

   ) 

Serial No. 88/210,785  ) Law Office:  121 

   ) 

Filed:   November 29, 2018  ) 

   ) 

Mark:  ACE   ) 

    ) 

  

RESPONSE TO OFFICE ACTION 

Commissioner for Trademarks 

P.O. Box 1451 

Alexandria, Virginia  22313-1451 

 

In response to the Office Action dated March 7, 2019, Applicant respectfully submits the 

following arguments in support of the application to register the subject trademark. 

NO LIKELIHOOD OF CONFUSION 

A likelihood of confusion inquiry is made on a case-by-case basis using the du Pont 

factors.  See In re E.I. du Pont de Nemours & Co., 177 USPQ 563, 476 F.2d 1357 (CCPA 1983).  

While not every factor is necessarily relevant or of equal weight, the Trademark Office must 

consider pertinent evidence regarding any factor entered into the record.  Id. at 568–69.  The 

most compelling factors, namely the similarity of the goods and similarity of the marks may be 

outweighed by other factors, especially where there is probative fact evidence.  See TMEP 

1207.01. 

The Examining Attorney has asserted that Applicant’s mark is likely to cause confusion 

with the three federal registrations, specifically because of perceived similarity of the marks and 
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the perceived similarity of the goods.  Applicant contends that based upon the totality of the 

evidence in the record, there is no likelihood of confusion as to source of the goods.  In this case, 

the services of the three cited registrations are marketed through channels that are different 

enough to obviate any likelihood of confusion.  

Applicant submits the following arguments to address the Examining Attorney’s 

assertions. 

A. Cited Registration (Reg. No. 2155964) for “ACE” 

I. Different Channels Of Trade 

 

 According to TMEP Section 1207.01(a)(i), “…if the goods or services in question are not 

related or marketed in such a way that they would be encountered by the same persons in 

situations that would create the incorrect assumption that they originate from the same source, 

then, even if the marks are identical, confusion is not likely.  This Section cites, among others, 

Coach Servs., Inc. v. Triumph Learning LLC, 668 F.3d 1356, 1371, 101 USPQ2d 1713, 1723 

(Fed. Cir. 2012) (affirming the Board’s dismissal of opposer’s likelihood-of-confusion claim, 

noting "there is nothing in the record to suggest that a purchaser of test preparation materials 

who also purchases a luxury handbag would consider the goods to emanate from the same 

source" though both were offered under the COACH mark). 

Applicant is a non-profit organization directed towards providing loans and business 

development assistance for small business owners with the goal of creating job opportunities. 

In contrast, the cited registration is owned by a loan company that offers “short-term 

consumer loans” to individuals “who does not use traditional banking services on a regular 

basis” (quotes taken from Ace Cash Express website). See Exhibit A. Examples of the services 
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the cited registration provides includes payday loans, check-cashing services, title loans, 

installment loans, and other consumer financial products and services.   

Screenshots of the Applicant’s website and the Registrant’s website are attached hereto as 

Exhibit A to illustrate the differences in the services provided. 

 Clearly, the consumer base for these products is going to be very different given the ways 

the products are marketed.  

II. Actual Confusion  

The lack of evidence of actual confusion weighs strongly against a finding of any 

likelihood of confusion where, as here, there should have been confusion if there was going to be 

confusion. “While evidence of actual confusion is highly probative of [the] issue [of likelihood 

of confusion], its absence is not, unless it is accompanied by evidence demonstrating that in 

light of the parties' actual business activities, confusion, if likely, would have occurred.” 

Ziebart International Corp. v. Z Tech Rustproofing, Car Care, & Accessories, LLC, Opposition 

No. 91158809 to Application No. 78149388, 2009 WL 129481, at *12 (TTAB Jan. 13, 2009) 

(emphasis added). In fact, courts have routinely found that a lack of likelihood of confusion 

weighs against a finding of likelihood of confusion where, as here, the parties have co-existed in 

the same market for years without any confusion arising. See Cohn v. Petsmart, Inc., 281 F.3d 

837, 842-43 (9th Cir. 2002) (“Here, however, the parties used the same trademark in the same 

city for six years to market closely-related goods and services. Under those unusual 

circumstances, some evidence of actual confusion should have become available if Petsmart’s 

coexisting use had created a genuine likelihood of confusion.”); Plus Prods. v. Plus Discount 

Foods, Inc., 722 F.2d 999, 1006 (2d Cir. 1983) (finding that “no evidence of confusion over a 

three-year period, during which substantial sales have occurred, is a strong indicator that 
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likelihood of confusion is minimal”); Aktiebolaget Electrolux v. Armatron Intern., Inc., 999 F.2d 

1, 4 (1st Cir. 1993) (finding that “the weak evidence of actual confusion weighs quite heavily 

against a finding of likelihood of confusion. While a showing of actual infringement is not 

required to establish infringement, an absence of actual confusion, or a negligible amount of it, 

between two products after a long period of coexistence on the market is highly probative in 

showing that little likelihood of confusion exists.”; Pignongs S.A. de Mecanique de Precision v. 

Polaroid Corp., 657 F.2d 482, 490 (1st Cir. 1981) (finding that four years of coexistence with 

only a “single, feeble and indirect example of possible consumer confusion” “strongly indicates” 

that there is no likelihood of confusion). 

Here, Applicant and Cited Registrant have co-existed for more than two decades with no 

presented evidence of actual confusion. Because Applicant and Cited Registrant have co-existed 

for this length of time without evidence of any actual confusion, the lack of actual confusion is 

strong evidence that there is no likelihood of confusion. 

B. Cited Registration (Reg. No. 1801677) for “ACES” 

II. Different Nature of Services and Trade Channels 

The Examining Attorney found that the services of Applicant and Registrant are closely 

related, providing evidence from the internet to show that “the same entity commonly provides 

the relevant services and markets the services under the same mark.”   

However, Applicant’s services are not so similar to Registrant’s as to cause a likelihood 

of confusion, particularly since the marks are not visually identical.  While both Applicant and 

Registrant provide services, the fact that the parties offer goods in similar broad fields, “is not 

sufficient to demonstrate that a genuine issue exists concerning likelihood of confusion.”  Id. at 
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1391, (quoting Astra Pharma. Prods. V. Beckman Instruments, 220 USPQ 786, 790, 718 F.3d 

1201 (1st Cir. 1983)).   

Registrant’s and Applicant’s actual services descriptions show that they cover two very 

different types of services.  For example, Reg. No. 1801677 for “ACES” is owned by Fannie 

Mae and is an acronym that stands for “Alternative Credit Enhancement Securities.” These 

Alternative Credit Enhancement Securities are “a type of multiclass mortgage-related security in 

which interest and principal payments from multifamily mortgages are structured into separately 

traded securities.”1 Applicant respectfully asserts that these specific type of mortgage-related 

securities are not the same service as Applicant’s loans and business development assistance for 

small business owners with the goal of creating job opportunities for underserved communities. 

Screenshots taken from Registrant’s website are attached hereto as Exhibit B to illustrate 

the differences in the services provided. 

Thus, Registrant and Applicant offer different services, through different trade channels, 

so any similarity between the services and trade channels is insufficient to establish a likelihood 

of confusion. 

C. Cited Registration (Reg. No. 5023031) for “ACE PORTAL” 

II. Different Nature of Services and Trade Channels 

For similar reasons as cited registration 2155964 for “ACE” and cited registration 

1801677 for “ACES,” Registrant’s and Applicant’s actual services descriptions show that they 

cover two very different types of services.  For example, Reg. No. 5023031for “ACE PORTAL” 

pertains to “private placements and syndication of equity securities, loans, debt securities, 

equity-linked securities and limited partnership and other membership interests in private equity, 

                                                
1 Basics of Structured Transactions: Megas, REMICs, Grantor Trusts and SMBS Securities (May 2017), 

http://www.fanniemae.com/resources/file/mbs/pdf/basics-structured-transactions.pdf. 
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venture capital and hedge funds; crowd funding services, namely, the matching of potential 

investors with a variety of companies and entities seeking funding.” Applicant respectfully 

asserts that services like “venture capital, hedge funds, crowd funding services, etc.” are not the 

same service as Applicant’s loans and business development assistance for small business 

owners with the goal of creating job opportunities. 

D. The Widespread Registration of ACE-formative Marks in the Record, Including Registrations 

for Identical and Closely Related Goods, Demonstrates the Weakness of the Cited ACE-related 

Marks 

The Federal Circuit has recognized that third party registrations can provide “powerful” 

evidence that a mark is weak, even when the scope of the use is not shown. Jack Wolfskin 

Ausrustung Fur Draussen GmbH & Co. KGAA v. New Millennium Sports, S.L.U., 797 F.3d 

1363, 1373–1374, 116 U.S.P.Q.2d 1129, 1136 (Fed. Cir. 2015) (“[E]xtensive evidence of third 

party use and registrations is ‘powerful on its face,’ even where the specific extent and impact of 

the usage has not been established.”) quoting: Juice Generation, Inc. v. GS Enterprises LLC, 794 

F.3d 1334, 1339, 115 U.S.P.Q.2d 1671 (Fed. Cir. 2015) (vacating TTAB. finding that confusion 

was likely because the TTAB improperly discounted the third party usage evidence on the 

ground that there were no specifics as to the extent of sales or promotional efforts behind these 

uses, noting: “[t]he fact that a considerable number of third parties use similar marks was shown 

in uncontradicted testimony.”). Where, as here, the large number of third party registrations is 

well documented, the evidence supports the conclusion that the term is weak as a mark. See 

Western Publishing Co. v. Rose Art Industries, Inc., 910 F.2d 57, 15 U.S.P.Q.2d 1545 (2d Cir. 

1990) (more than 2,000 registrations incorporating the term at issue, including 113 applying to 

related goods and services, meant mark was weak); Estee Lauder, Inc. v. The Gap, Inc., 108 F.3d 
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1503, 42 U.S.P.Q.2d 1228 (2d Cir. 1997) (holding the term at issue was “not wholly original” 

and district court conclusion that mark was “moderately strong” was clearly erroneous in light of 

more than 70 registrations, pending applications for registration for renewal, or publications 

including the term). Here, the record also reflects more than 70 live U.S. Trademark 

Registrations and Applications in International Class 36—the same class covered by Applicant’s 

Mark and Opposer’s marks— that include ACE-formative marks. These registrations are 

presented below in Exhibit C. 

 

CONCLUSION 

 The foregoing is believed to be a full response to the Office Action.  If the Examining 

Attorney desires to discuss any of these points by telephone to expedite the processing of this 

application, he is invited to call the undersigned at the number listed below. 

Respectfully submitted, 

 

/James H. Johnson, Jr./ 

 

James H. Johnson, Jr. 

Attorney of Record, GA Bar Member 

 

Eversheds Sutherland (US) LLP 

999 Peachtree Street 

Atlanta, Georgia  30309-3996 

(404) 853-8198 

404-853-8806 (fax) 

ES Docket:  99050-3626 

JB/JHJ 



Ser. No. 88/210,785 

 

EXHIBIT A 

ACTUAL USE – DIFFERENT TRADE CHANNELS 

 

Applicant’s Actual Use 
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Cited Registration (Reg. No. 2155964) for “ACE” Actual Use 
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EXHIBIT B 
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EXHIBIT C 

ACE-Related Registrations 
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