
I. Section 2(d) Refusal.
The Examining Attorney has refused registration based on a likelihood of
confusion with the mark in U.S.Reg.Nos. 5350358.

The mark in Reg.No. 5350358 is COOLTOPPERS in the following standard format:

The Applicant's mark is COOLTOP (SN.88268854) in the following stylized format:

The COOLTOPPERS registration is registered in “Decorative three-dimensional balls
and shapes for automobiles, namely, antenna toppers made of plastic and foam” in Int.
Class 012.

Applicant's mark is COOLTOP (SN.88268854) and the identification is “Automobile
windshield sunshades; Automotive windshield shade screens; Boat accessories,
namely, canvas covers, enclosures and windows sold as a unit and affixed to the boat
for recreational boating and marine use; Boats; Car window shades; Direction signals
for vehicles; Fitted covers for boats and marine vehicles; Fitted covers for motorized
golf cart vehicles; Fitted motorcycle covers; Fitted vehicle covers for motorcycles,
automobiles, motorized golf carts used to protect against hail damage; Hoods for
vehicle engines; Hoods for vehicles; Lorries; Luggage nets for vehicles; Motor homes;
Motorized golf carts; Ships; Sun-blinds adapted for automobiles; Trailer hitches for
vehicles; Trailers; Trucks; Turn signal levers for vehicles; Upholstery for vehicles;
Wheel covers; Fitted car seat covers; Spare tire covers; Spare tyre covers; Spare
wheel covers; Vessels” in Int. Class 012.

II. The DuPont Fctors Weigh in Applicants Favor.
In In re E. I. Du Pont de Nemours & Co., 476 F.2d 1357, 177 U.S.P.Q.
563 (C.C.P.A. 1973), the Court of Customs and Patent Appeals (CCPA) announced
thirteen factors determining likelihood of confusion under §2(d). These factors are:
1. The similarity or dissimilarity of the marks in their entireties as to
appearance, sound, connotation and commercial impression.
2. The similarity or dissimilarity and nature of the goods or services as
described in an application or registration in connection with which a prior mark is in
use.
3. The similarity or dissimilarity of established, likely-to-continue trade
channels.
4. The conditions under which and buyers to whom sales are made, i.e.,
“impulse” vs. careful, sophisticated purchasing.
5. The fame of the prior mark (sales, advertising, length of use);
6.The number and nature of similar marks in use on similar goods.



7.The nature and extent of any actual confusion.
8.The length of time during and conditions under which there has been
concurrent use without evidence of actual confusion.
9. The variety of goods on which a mark is or is not used (house mark,
“family” mark, product mark).
10. The market interfCOOLTOPPERS between applicant and the owner of a prior
mark:(a) a mere “consent” to register or use, (b) agreement provisions
designed to preclude confusion, i.e., limitations on continued use of the
marks by each party, (c) assignment of mark, application, registration and good will of
the related business, or (d) laches and estoppel attributable to the owner of the prior
mark and indicative of lack of confusion.
11. The extent to which the applicant has a right to exclude others from use of its
mark on its goods.
12. The extent of potential confusion, i.e., whether de minimis or substantial.
13. Any other established fact probative of the effect of use.
See In re E. I. Du Pont de Nemours & Co., 476 F.2d 1357, 177 U.S.P.Q.
563(C.C.P.A. 1973).

No single factor is dispositive. However, Applicant believes that the Du Pont factors
weigh in Applicant’s favor and requests the Examiner reconsider and withdraw the
Section 2(d) refusal.

A. The Marks Must Be Considered in their Entireties.
When comparing Applicant’s mark with the Reg.’s marks, the marks must be
compared in their entireties. A mark should not be dissected or split up into its
component parts and each part then compared with corresponding parts of the
conflicting mark to determine the likelihood of confusion. It is the impression that the
mark as a whole creates on the average reasonably prudent buyer and not the parts
thereof, that is important.

The trademark ZIPPER (U.S. Reg. No.3496957) has registered for “Tires” in Int.
Class 012.

The trademark ZIPP (U.S. Reg. No.1579973) has registered for “COMPOSITE
BICYCLE WHEELS” in Int. Class 012.

Such as the trademark ZIPPER (U.S. Reg. No.3496957). It is consist of the word
ZIPP and ER in Int. Class 012. The trademark ZIPPER (U.S. Reg. No.3496957) was
registered following the ZIPP (U.S. Reg. No.1579973) in Int. Class 012, but it was
not judged as the likelihood of confusion. Because the trademark stresses the portion
ZIPPER (U.S. Reg. No. 3496957), which is different from the ZIPP (U.S. Reg.
No.1579973) in Int. Class 012, in the word, in the sound, in the meaning and the
design. Although two trademarks have the same word “ZIPP” it dose not confuse
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consumers to distinguish these two trademarks. So the additional word “ER” and the
design of ZIPPER influenced deeply in the trademarks “ZIPPER” and “ZIPP”.

So the word “ER” should be considered as meaningful and outstanding character in
the applicant’s mark “COOLTOPPERS”. the design of COOLTOP influenced deeply
in the trademarks COOLTOP as well.

In a word, trademark should not be dissected and considered piecemeal; rather, it must
be considered as a whole in determining likelihood of confusion.

More examples in Class 012 as below.
1. the trademark TRAMPER (U.S. Reg. No.1128957) and TRAM (U.S. Reg.
No.2377955)
2. the trademark SNAPPER (U.S. Reg. No.5650096) and SNAP (U.S. Reg. No.
5005015)
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B. The Marks Must Be Considered in their appearance
Our mark consists of the stylized term "cooltop". This is very difference between our
mark and registration’s mark in appearance because of COOLTOPPERS registration’s
mark consists of the wording "COOLTOPPERS".



Obviously, there is a huge difference in monogram and design in “COOLTOP” ,
"COOLTOPPERS" and consumers are generally more inclined to focus on the design,
prefix, or syllable in any trademark or service mark.

So, Applicant's COOLTOPmark must be viewed in its entirety. The look and
impression of the mark '' COOLTOP'' is very different from Reg.’s mark
COOLTOPPERS . They create different images towards customers.

C. The Marks’ Pronunciation and Meaning is Different
The pronunciation of applicant's mark COOLTOP is /ˈkül ˈtäp/ which is very different
from the Registration’s COOLTOPPERS /ˈkülˈtä-pər //. And the meaning is also
different. Our mark COOLTOP is just an Monogram and has no meaning in foreign
language.



D. TRADE CHANNELS OF GOODS
The Trade Channels for Applicant’s Goods and those of the registration mark is
different. Application COOLTOP is sold on amazon but COOLTOPPERS is not being
sold online. “ The similarity or dissimilarity of established, likely-to-continue trade
channels ” is another factor used in determining the likelihood of confusion. Id.
When put the keyword “COOLTOPPERS” in Amazon, no product result related
“COOLTOPPERS” show to customers in Int. Class 012 with logo.
Moreover, their specimens didn’t show actual use of the mark in commerce. Please
see the evidences of COOLTOPPERS
application.http://www.antennaballstore.com/simpsonssouthparkfamilyguy
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However, when search COOLTOP on our own website, all the results are related to
application’s identification in Class 012 directly. There is no basis to assume that the
average purchaser looking for one would encounter the other. As such, it cannot be
assumed that customers are accustomed to seeing the very different types of goods
sold between these two marks.



E. Dissimilarity of Nature of Goods
Goods and services fall into three categories: (1) competitive, (2) non-competitive but
related, and (3) non-competitive and non-related. Services in the last category are
unlikely to be confused. Murray v. Cable National Broadcasting Co., 86 F.3d 858,861
39 USPQ2d 1214 (9th Cir. 1996).

Applicant's goods are not competitive and not related to the goods of the cited mark.
Applicant provides the goods of Boat accessories, namely, canvas covers,
enclosures and windows sold as a unit and affixed to the boat for recreational
boating and marine use; Boats; Fitted covers for motorized golf cart vehicles;
Fitted motorcycle covers; Motor homes;(COOLTOP in Class 012). In contrast,



the cited mark is used in connection with Decorative three-dimensional balls and
shapes for automobiles, namely, antenna toppers made of plastic and foam
(COOLTOPPERS in Class 012) .

Although both Applicant's mark and Registrant’s mark are filed in connection with
goods that are broadly categorized in household items, they are neither competitive
nor related. It is clear from the description of goods in the cited mark that the goods
are just Decorative three-dimensional balls and shapes for automobiles, namely,
antenna toppers made of plastic and foam (COOLTOPPERS in Class 012).
Applicant's associated goods are strictly for Boat accessories, namely, canvas covers,
enclosures and windows sold as a unit and affixed to the boat for recreational boating
and marine use; Boats; Fitted covers for motorized golf cart vehicles; Fitted
motorcycle covers; Motor homes;(COOLTOP in Class 012). There is a vast difference
in the types of goods and the consumers for whom the goods are produced in
connection with Applicant's mark as in contrast with those of the cited mark.

Therefore, there is no likelihood that consumers would be confused as to the source of
the goods of the cited Registered mark and the goods associated with Applicant's
mark as the respective goods of Applicant and those of the Registrant are utilized by
different, and sophisticated, consumers in each instance. The consumers of
Registrant's and Applicant's goods are sophisticated purchasers and thus there is no
likelihood of confusion between Applicant's mark and the cited mark.

Applicant submits that the Examiner has effectively removed these significant
portions from its mark. When all portions of Applicant's mark are given proper
consideration, Applicant contends that the two marks are sufficiently distinguishable
in sight, sound and meaning to create distinguishable overall commercial
impressions.Applicant believes that the foregoing fully and satisfactorily responds to
all issues raised in the Office Action, and respectfully requests that the Examiner
approve the mark for publication.


