
 

Response to Office Action 

 

ARGUMENT(S)  

In response to the substantive refusal(s), please note the following:  

     

Mark: DARWIN 

S/N: 88028634 

 

1.         Applicant respectfully requests the Examining Attorney to withdrawal the Section 

2(d) Refusal to register. 

            The Examining Attorney has refused registration of the mark DARWIN (“Applicant’s 

Mark”) on the ground that the mark, when used on or in connection with musical sound 

recordings (Class 009) and entertainment services in the nature of live musical performances 

(Class 041), as identified in the application, is likely to be confused with the registered mark 

DARWINBEATS, Registration No. 4968458 (the “Cited Mark”).   

 

 It is our contention that Applicant’s Mark and the Cited Mark are distinct in sight, sound, 

meaning, and commercial impression, and that the differing classes of goods/services and degree 

of consumer care used in connection with the goods and services sold under Applicant’s Mark 

further distinguish the marks. Additionally, it appears that the services for which the Cited Mark 

is registered have been dormant for at least two years, which lessens the chance of confusion 

even further.  

 

For these reasons, Applicant believes that there is no likelihood of confusion between 

Applicant’s Mark, as it will be used on Applicant’s goods and services, and the Cited Mark. 

 

2. Based on an evaluation of the du Pont factors there is no likelihood of confusion. 

 In determining the likelihood of confusion between two marks, one must consider the 

marks themselves, viewing the marks in their entirety, and considering any differences between 

them in terms of sight, sound, meaning and commercial impression.  One must also consider the 

different trade channels that the parties inhabit and the degree of care likely to be exercised by 

consumers in purchasing the respective parties’ products or services.   Although the issue of 

likelihood of confusion typically revolves around the similarity or dissimilarity of the marks and 

the relatedness of the goods and services, “there is no mechanical test for determining likelihood 

of confusion and ‘each case must be decided on its facts.’” TMEP § 1207.01 (citing du Pont, 476 

F.2d at 1361).  Applicant respectfully submits that coexistence on the Principal Register of 

Applicant’s Mark and the Cited Mark is not likely to create consumer confusion based on an 

evaluation of the various du Pont factors, as described further below. 

 



3. Applicant’s Mark (DARWIN) and the Cited Mark (DARWINBEATS) are clearly 

distinguishable in appearance, sound and meaning, and each make a distinct 

commercial impression. 

 The Examining Attorney refused registration on the basis that the Cited Mark 

incorporates the entirety of Applicant’s Mark.  It has been held, however, that any one of the du 

Pont factors may be dispositive, especially where that single factor is the dissimilarity of the 

marks.  See TMEP § 1207.1; see also Champagne Louis Roeder, S.A. v Delicato Vineyards 143 

F.3d 1373, 1375 (Fed. Cir. 1998). Applicant’s Mark looks and sounds completely different than 

the Cited Mark, its meaning is arbitrary and fanciful, and it and creates a distinct commercial 

impression.  

 The proper test for likelihood of confusion asks whether the marks are distinct in 

appearance and sound, and “whether the marks are sufficiently similar in terms of their 

commercial impression” such that persons who encounter the marks would be likely to assume a 

connection between the parties.  Leading Jewelers Guild v. LJOW Holdings, LLC, 82 U.S.P.Q.2d 

1901, 1905 (TTAB 2007).  Even where the marks at issue are identical, or nearly identical, the 

Board has found that differences in connotation can outweigh visual and phonetic similarity.  See 

Blue Man Prods. Inc. v. Tarmann, 75 U.S.P.Q.2d 1811, 1820-21 (TAB 2005) (finding that 

BLUE MAN GROUP “has the connotation of the appearance of the performers” and that 

applicant’s BLUEMAN mark “has no such connotation for cigarettes or tobacco” and, thus, the 

marks differ in connotations and commercial impressions.)  

Furthermore, in some cases, a determination that there is no likelihood of confusion may 

be appropriate, even where the marks share common terms.   Likewise, additions or deletions to 

marks may be sufficient to avoid a likelihood of confusion, especially if the marks in their 

entireties convey different commercial impressions…, or are used in connection with goods or 

services purchased by a sophisticated consumer. See TMEP § 1207.01(b)(iii).   

 Here, Applicant’s Mark has a distinct appearance because one is a design mark and one is 

a word mark.  When comparing Applicant’s Mark in its entirety to the Cited Mark, clear visual 

differences are observed.  First, the Cited Mark includes a design element consisting of a fish 

with musical notes as legs, while Applicant’s Mark does not incorporate any design elements.  

Second, the dominant feature of the Cited Mark is the centered image of a minimalistic fish that 

incorporates a musical note; its distinctly larger size dwarfs that of the word “darwinbeats” 

below it.  On the other hand, the dominant feature of Applicant’s Mark is the word “DarWin” 

with the letters “D” and “W” capitalized. Third, the marks are not identical and share only the 

word, “DARWIN,” since the Cited Mark includes the word “BEATS” plus a design element that 

is absent from Applicant’s Mark.  And finally, Applicant’s Mark is shorter than the Cited Mark 

because the Cited Mark portrays the word “DARWINBEATS” as a closed compound word in 

small font and all lowercase letters with no spaces between them.  In contrast, Applicant’s Mark 

consists of a single word with a capital “D” and “W,” while the remainder of the letters are 

lowercase (“DarWin”).  While Applicant’s mark and the Cited Mark both contain the word 

“Darwin,” the exclusion of “beats” distinguishes the marks visually and aurally.  When viewed 

or heard by a consumer, Applicant's Mark is drastically different from the Cited Mark; the Cited 

Mark sounds like the two words that constitute the mark (in contrast to Applicant’s one-word 

mark) and with the Cited Mark, the consumer hears three syllables (in contrast to Applicant’s 

two-syllable mark).  Because the marks must be considered in their entirety, the term DARWIN 



creates a markedly different visual and aural appearance from DARWINBEATS. This makes 

consumer confusion highly unlikely.   

Furthermore, Applicant’s Mark, especially when presented visually as Applicant presents 

it (i.e. “DarWin”), evokes an image of someone winning at survival of the fittest.  Applicant’s 

Mark is arbitrary and fanciful in connection with the goods and services sold under the mark 

(i.e., recorded music and live entertainment).  In contrast, Darwinbeats connotes music (i.e. 

“beats”), and is thus descriptive of the underlying services (i.e. the opposite of arbitrary and 

fanciful).  Unlike the Cited Mark, Applicant’s Mark is entirely arbitrary and fanciful, as the term 

“Darwin” has nothing to do with music or live entertainment.  Applicant, who performs as 

DarWin, has not chosen a name to describe Applicant, but rather has chosen an arbitrary name as 

its source identifier for fans.  

In sum, there can be no presumption that two marks differing in these manners will 

project the same commercial impression. Thus, the Applicant’s Mark differs from the Cited 

Mark in sight, sound, connotation and commercial impression; and such differences in are key 

factors in determining the likelihood of confusion.    

           Applicant respectfully submits that based on the above, there is no likelihood of confusion 

between Applicant’s Mark and the Cited Mark. 

4. Applicant’s goods and services are sufficiently distinct from the services registered 

under the Cited Mark.  

 Two du Pont factors that further support the registration of Applicant’s Mark are (1) the 

dissimilarity and nature of the goods and services at issue, and (2) the dissimilarity of 

established, likely-to-continue trade channels. In re E.I. du Pont de Nemours & Co., 476 F.2d 

1357, 177 USPQ 563 (CCPA 1973). The more dissimilar these two issues are, the less likely that 

consumers will be confused. Where the goods and/or services of the and applicant and registrant 

are different, the Examining Attorney bears the burden of showing that the differing goods 

and/or services would commonly be provided by the same source. E.g., In re Shipp, 4 

U.S.P.Q.2d 1174, 1176 (TTAB 1987). Confusion is not necessarily likely simply because the 

goods or services can be described as being in the same category or field. Therma-scan,Inc. v. 

Thermoscan, Inc., 295 F.3d 623 (6th Cir. 2002). 

 

Here, the Cited Mark is registered in Class 38 for “Delivery of digital music by electronic 

transmission; Telecommunications on the Internet, namely, audio, and image transmission; 

Sound broadcasting of music and films via the Internet, telephony.” On the other hand, Applicant 

is applying in Class 9 for “Musical sound recordings” and in Class 41 for “Entertainment 

services in the nature of live musical performances.” The Cited Mark and the Applicant’s Mark 

are in different classes, and the types of goods/services they provide are quite distinct.  

 

The Cited Mark is used for a “music discovery app” according to the registrant’s 

description, whereas the Applicant’s Mark is the source identifier for a musical artist. The 

service provided under the Cited Mark relates to music discovery, i.e. access to a wide variety of 

music provided by a wide variety of musicians. The goods and services provided under the 

Applicant’s Mark are from one specific source (i.e. Applicant).  In other words, consumers seek 

the service provided under the Cited Mark because they don’t know exactly what they are 



looking for yet (i.e. they want to discover new music).  In contrast,  consumers seek the goods 

and services of Applicant because they want the specific goods and services offered under 

Applicant’s Mark. It is very unlikely that both sets of consumers would confuse their targets.  

 

The mere fact that the Cited Mark and Applicant’s Mark both involve music is 

insufficient to prove a likelihood of confusion. In fact, it is established that the mere possibility 

that relevant purchasers might relate the two different marks does not meet the statutorily 

established test of likelihood of confusion. E.g., In re Hughes Aircraft Company, 222 U.S.P.Q. 

263, 264 (TTAB 1984) ("the Trademark Act does not preclude registration of a mark where there 

is a possibility of confusion as to source or origin, only where such confusion is likely") 

(emphasis added). 

 

There is no evidence of record that the respective goods and services are in any way 

related for purposes of the likelihood of confusion analysis. The goods and services offered 

under Applicant’s Mark and the Cited Mark focus on entirely differing elements in the greater 

music marketplace, making confusion very unlikely. 

5.         Consumers will take great care when identifying and purchasing the goods and 

services identified by Applicant’s Mark 

The fourth du Pont factor considers the conditions under which and the buyers to whom 

sales are made, i.e. "impulse" vs. careful, sophisticated purchasing.  When products are relatively 

low-priced and subject to impulse buying, the risk of likelihood of confusion in increased 

because purchasers of such products are held to a lesser standard of purchasing care.  See Recot, 

Inc., Appellant, v. M.c. Becton, 214 F.3d 1322 (Fed. Cir. 2000); see also Palm Bay Imps., Inc. v. 

Veuve Clicquot Ponsardin Maison Fondee En 1772, 396 F.3d 1369, in which the court noted that 

purchaser sophistication may tend to minimize likelihood of confusion; see also In re N.A.D., 

Inc., 754 F.2d 996, 999-1000 (Fed Cir. 1985) (concluding that because only sophisticated 

purchasers exercising great care would purchase the relevant goods, there would be no likelihood 

of confusion merely because of the similarity between the marks NARCO and NARKOMED).   

Confusion between Applicant’s Mark and the Cited Mark is unlikely given (i) the steps 

required to download a mobile application, and (ii) the degree of care exercised by consumers of 

the goods at issue herein - music.  For the former, in order to download a mobile application a 

consumer must follow several steps, including at minimum opening their application store, 

searching for the application, and then downloading. And depending on the operating system that 

the consumer is using, the consumer must verify their identity and/or payment option before the 

download can begin. Each of these separate steps gives the consumer an opportunity to take 

pause and ensure that they are acquiring the goods or services they mean to acquire. 

For the latter, Music is a subjective, personal pastime.  Both recorded music and tickets to 

live musical performances are relatively costly to purchase and are not subject to impulse 

buying.  Because music is a subjective pastime and because music is a relatively expensive item, 

consumers of music are sophisticated – or at a minimum, consumers think before they purchase.  

Nobody wants to spend $18 on a CD or $100+ on a ticket to a show for a band they don’t know 

or like. 



Furthermore, logic dictates that a multiplicity of similar words used in various marks may 

make consumers hesitate to assume a common source for all products bearing such word. 

Because so many musical artists and services have similar names differing by only one word, 

consumers already have plenty of experience distinguishing between various versions of these 

names for the goods and services at issue.   

 

For these reasons, a consumer will take great care when purchasing Applicant’s music 

(and similarly, consumers will take care when purchasing services sold under the Cited 

Mark).  Consumers, therefore, would be highly unlikely to be confused between the different 

marks and their respective goods and services.  

 

6. There are numerous examples of entertainment-related marks using one word and 

then differing by only the addition of another word. 

            The Examining Attorney noted that “although marks are compared in their entireties, one 

feature of a mark may be more significant or dominant in creating a commercial impression.”  

Applicant wishes to bring to the Examining Attorney’s attention that there are many registered 

marks that contain the same word and differ only by the addition (or exclusion) of one 

word.  The following marks, which have been registered (or are pending 1(b) applications) with 

the PTO by different entities for use with entertainment-related goods or services, strongly 

suggest that there is no likelihood of confusion between a single-word mark and a mark 

consisting not only of that single word, but incorporating an additional word as well.  This 

further supports Section 5 above, showing that consumers of music are sophisticated and, 

therefore, will take time to distinguish between the names of similar bands, even where the 

names are quite similar or differ by only the addition of terms (even disclaimed or descriptive 

terms).   

 There are no doubt other registrations that fit this pattern, but the following are some 

relevant examples of entertainment-related marks revealed by an unsystematic search of the 

TESS database: 

Registration or Serial 

Number 

Mark Goods/Services (in relevant part) 

2486822 and 2383390 PINK 009:  Musical sound recordings and audio-

visual recordings featuring music. 

041:  Entertainment services, namely, live 

musical performances. 

3247700 PINK FLOYD 009:  Compact discs, phonographic records, 

pre-recorded audio and video tapes all 

featuring music and/or interviews with 

musicians. 

041:  Video, disc, and cassette recording for 

others. 

3256211 PINK ELEPHANT 041:  Entertainment services, namely musical 

performances, event planning, and nightclub 

services. 



      

3028677 THE WHIGS 041:  Entertainment services, namely 

performances by a live musical artist and 

providing pre-recorded music online and 

information regarding a musical artist online 

via a global computer network. 

3193764 AFGHAN WHIGS 009:  Audio recordings featuring music; 

downloadable musical sound recordings; 

downloadable video recordings featuring 

musical performances; musical sound 

recordings; musical video recordings; sound 

recordings featuring musical performances; 

video recordings featuring musical 

performances. 

      

2271397 

 

QUEEN 009: ideo and sound recordings and [ motion 

picture films featuring music and concert 

performances; exposed camera film ]; pre-

recorded compact discs featuring music; etc. 

 

041: entertainment in the nature of live 

musical concerts; radio program production 

and television show production; production of 

records and audio and video tapes, discs and 

cassettes; entertainment services, namely, 

production of plays, musicals, [ concerts,] live 

theatrical performances; publication of books 

and publication of concert programs, musical 

tour programs and musical score books 

 

5594275 

 

QUEENS OF HIP 

HOP 

041: Entertainment services in the nature of 

live musical performances. 

 

5563951 

 

THE QUEEN OF 

SAXOPHONE  

041: Entertainment services by a musical artist 

and producer, namely, musical composition 

for others and production of musical sound 

recordings; Entertainment services in the 

nature of live musical performances 

 

5426228 

 

QUEEN STATUS 009:  Pre-recorded audio and audio-visual 

recordings containing musical entertainment, 

in the form of phonograph records, audio 

cassette tapes, compact discs, and MP3 files 

and available for download via the Internet 

and wireless devices 

 



4851055 

 

QUEEN ISIS 041: Entertainment services in the nature of 

live musical performances, Entertainment 

services in the nature of live performances by 

a female entertainer, Production of musical 

sound recording, Audio recording and 

production, Entertainment services, namely, 

personal appearances by an entertainer and 

musician 

 

3893592 QUEENS OF THE 

STONE AGE 

009: DVDs and downloadable audio and video 

recordings featuring music and musical 

performances.  

   

5484014 

 

5442162 

 

 

ELELKTRIC 

SOULS 

009: Compact discs featuring music, etc. 

 

041:  Entertainment in the nature of live 

performances by a musical artist and disc 

jockey, etc. 

 

 

5400778 ELECTRIC 

ENTERTAINMENT 

041:  Entertainment services, namely, 

production and distribution of documentary 

films, comedic films, dramatic films, 

television shows, musical performances, 

dramatic performances and comedic 

performances; distribution of television shows 

and movies; directing and producing films and 

television 

 

   

 1953039 

 

 

 STING 041: entertainment services, namely live and 

televised performances by a professional 

wrestler/entertainer. 

3965608  STING 

INTERNATIONAL 

041:  Entertainment services, namely, 

organizing musical performances in parties, 

events, and nightclubs; music production 

services 

 

4829639  

STINGWAX 041:  Entertainment services, namely, 

providing monthly or yearly subscription 

services of professionally mixed and 

transitioned music blocks of more than an 

hour, preferably five (5) hour blocks to 

commercial or individual consumers, business 

to customers via global communications 

network  



(To make all registrations cited herein of record, Applicant submits herewith in electronic format 

copies of the cited registrations taken from the electronic search records of the PTO, in 

accordance with TMEP Section 710.03.) 

 It’s also worth noting that the mark “DARWIN” is registered in Class 42 for software 

(Reg. No. 5659824) (the “Class 42 Mark”). The Class 42 Mark registered on January 22, 2019 

without any finding of confusing similarity with the Cited Mark, despite the fact that both of 

these marks offer software applications (which is arguably much more similar than the musical 

sound recordings and live performances offered under Applicant’s Mark). The fact that the 

examining attorney for the Class 42 Mark did not find confusing similarity with the Cited Mark 

indicates that Applicant’s Mark (which is identical to the Class 42 Mark) is not definitively 

confusingly similar to the Cited Mark when viewing the overall marks and their differing goods 

and services.  

7. The Cited Mark is not being actively used for the services for which it is registered.  

Under du Pont, the PTO must also consider “any other established fact probative of the 

effect of use.” Id. at 1361, 177 USPQ at 567. According to 15 USC 1127, a trademark is 

considered abandoned if “its use has been discontinued with intent not to resume such use.” The 

intent not to resume may be inferred from circumstances. After reviewing the current and 

historical uses of the Cited Mark, it appears that it is not being used in conjunction with the 

services for which it is registered.  

The Cited Mark is registered for “Delivery of digital music by electronic transmission”. 

In 2015, a mobile application (the “App”) was launched for the service on the iTunes App Store 

and Google Play. However, the App has not been updated by its creator since May 9, 2017, 

which is nearly two years ago. Furthermore, the most recent reviews on the App’s iTunes App 

Store page indicate that the App has been non-functioning since at least October 30, 2017. In 

other words, consumers are unable to procure the services that are offered under the Cited Mark. 

And finally, the website for the Cited Mark is merely a landing page that says “Coming Soon”, 

despite the fact that that the App was launched nearly four years ago. Evidence of the foregoing 

is attached to this response.  

In sum, although the App is technically still available for download, consumers 

effectively are unable to use the services offered. The owner of the Cited Mark has known about 

this issue for a year and a half and has not remedied it. Therefore, the circumstances indicate 

discontinuation of use of the Cited Mark on the relevant services, with no intention to resume 

such use.  

8.            No likelihood of confusion exists. 

            For all of the foregoing reasons, Applicant respectfully submits that there is no likelihood 

of confusion between Applicant’s Mark and the Cited Mark.  Applicant respectfully requests that 

the application be approved for publication.  








































