
 

 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
        BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

__________________________________ 
ALASKA CENTRAL EXPRESS, INC., 
 

Petitioner, 
 

v. 
 

FREIGHT RUNNERS EXPRESS, INC., 
 
 

Registrant. 
__________________________________ 

 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) 

 
 
 
 
Cancellation No. __________________ 
 
U.S. Registration No. 5,491,203 

 

 
PETITION FOR CANCELLATION 

Petitioner, Alaska Central Express, Inc., an Alaska corporation with an address of P.O. 

Box 190248, Anchorage, Alaska 99519, believes that it is being damaged by and will continue 

to be damaged by the registration of the service mark ACE AIR CHARTER EXPRESS & 

Design (U.S. Reg. No. 5,491,203) for “air charter services” in International Class 39, owned by 

Registrant Freight Runners Express, Inc., a Wisconsin corporation with an address of 1901 E. 

Layton Ave., Milwaukee, Wisconsin 53235. 

As grounds for this Petition, Petitioner asserts that Registrant’s mark ACE AIR 

CHARTER EXPRESS & Design is confusingly similar to Petitioner’s prior-used marks ACE 

AIR CARGO, ACE & Design and ACE TO THE RESCUE!.  

Therefore, continued registration of Registrant’s ACE AIR CHARTER EXPRESS & 

Design mark is prohibited by Section 2(d) of the Federal Trademark Act of 1946, as amended 

(the “Lanham Act”), 15 U.S.C. § 1052(d).    
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 Factual Background 

(1) Petitioner is an Alaska airline offering scheduled cargo flights, passenger and 

cargo charters, small package service and logistics service.   

(2) Petitioner owns the following service mark applications (the “ACE Marks”), all 

covering “air transport services”: 

Mark Ser. No. First Use Date 

ACE AIR CARGO  87/890,298 1996 

 

ACE & Design 

 

87/892,354 1996 

ACE TO THE RESCUE! 

 

87/890,316 2005 

 

(3) Petitioner’s use of its ACE Marks has been continuous since 1996 (ACE AIR 

CARGO and ACE & Design) and 2005 (ACE TO THE RESCUE!).  Printouts from the U.S. 

Patent and Trademark Office’s database showing the current status of Registrant’s ACE Marks 

are attached as Exhibits A-C.    

(4) Petitioner’s ACE Marks are symbols of extensive goodwill and recognition built 

up by Petitioner through decades of use, along with substantial amounts of time and effort in 

advertising and promotion of Petitioner’s services.   
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(5) Notwithstanding Petitioner’s prior rights in its ACE Marks, on October 26, 

2017, Registrant applied to register ACE AIR CHARTER EXPRESS & Design with the U.S. 

Patent & Trademark Office.  The application was published for opposition on March 27, 2018, 

and on June 12, 2018, the application issued as Registration No. 5,491,203.  

(6) The alleged first use date of the ACE AIR CHARTER EXPRESS & Design 

mark is March 1, 2014, several years later than Petitioner’s first use of its ACE Marks.   

(7) Registrant’s ACE AIR CHARTER EXPRESS & Design registration has been 

cited as a basis for refusal of Petitioner’s applications for its ACE Marks pursuant to Section 

2(d) of the Lanham Act in Office Actions dated August 17, 2018. 

Likelihood of Confusion 

(8) Registrant’s mark, ACE AIR CHARTER EXPRESS & Design, so resembles 

the ACE Marks previously used by Petitioner as to cause mistake, or to deceive, or to cause 

confusion as to source, sponsorship or affiliation.   

(9) Registrant’s mark, ACE AIR CHARTER EXPRESS & Design, has a highly 

similar connotation and commercial impression to Petitioner’s ACE Marks, as the dominant 

element in all of the marks is the shared term “ACE.”   

(10) Registrant disclaimed the phrase “AIR CHARTER EXPRESS” in the mark ACE 

AIR CHARTER EXPRESS & Design, presumably because this phrase is merely descriptive 

of Registrant’s “air charter services.”  Accordingly, the only protectable elements in Registrant’s 

AIR CHARTER EXPRESS & Design is the term “ACE” and the design element appearing the 

mark.  The term “ACE” appears in and is a dominant element in all of Petitioner’s ACE Marks.   
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(11) The ACE AIR CHARTER EXPRESS & Design registration covers “air charter 

services” which is identical and highly related to the “air transport services” provided under 

Registrant’s ACE Marks. 

(12) Accordingly, Registrant and Petitioner use their respective marks in the same and 

highly related fields of use, thereby exacerbating the likelihood of confusion. 

(13) As the ACE AIR CHARTER EXPRESS & Design registration includes no 

limitations on Registrant’s channels of trade or classes of consumers, they are presumed to be 

identical or overlapping. 

(14) Consumers encountering Registrant’s ACE AIR CHARTER EXPRESS & 

Design mark are likely to believe, mistakenly, that Registrant’s services are those of Petitioner, 

or are sponsored, endorsed or approved by Petitioner, or that there is a license, relationship or 

other connection between the parties.   

WHEREFORE, the Board should grant this Petition on the ground that the continued 

registration of ACE AIR CHARTER EXPRESS & Design, U.S. Reg. No. 5,491,203, is 

prohibited by Section 2(d) of the Lanham Act, 15 U.S.C.§ 1052(d). 

Respectfully submitted, 
 

ALASKA CENTRAL EXPRESS, INC. 
 

    
 
Dated:  February 19, 2019 By:  /s/ James L. Bikoff      
     James L. Bikoff 
     Holly B. Lance 
     Darlene K. Tzou 
     SMITH, GAMBRELL & RUSSELL, LLP 
     1055 Thomas Jefferson St., N.W., Suite 400 
     Washington, D.C. 20007 
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     Tel. (202) 263-4300 
     jbikoff@sgrlaw.com 
     hlance@sgrlaw.com 
     dtzou@sgrlaw.com  
     Attorneys for Petitioner 
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��'A��17/y�/z/y�c<>]=>VỲ $p$�$(+�$@�(���2UW=>�/[[>=MM̀ %�)��q�D�����T�$A��������$&$�p$�"�' +*�� $ +����a��k=R8V�5W;X;Y�.YP=̀ ()F%)F$ ')� -;8;=�<>�3<OW;>Y�{?=>=�2>R8WX|=[̀ $&$�p$/;;<>W=Y�<\�̂=9<>[ /;;<>W=Y�68]=̀ }���
�&��q@E�LL 1<9:=;�6O]Z=>̀ �vT�a�����/;;<>W=Y�~>X]8>Y�5]8XV�/[[>=MM̀ �ZX:<\\NMR>V8UQ9<] /;;<>W=Y�5]8XV�/O;?<>X|=[̀ d�
3<>>=MP<W[=W;3<>>=MP<W[=W;�68]=m/[[>=MM̀ }$e+��&��q'p),,�e' o��b$eqF+&&���F"��+&&��&&%��aa� o)e$��}+,,+F�)��� F++ �����"' +�T���$�o'�b )���*'� F'( �),�()&"eq'$�"�' +*�� $ +�������~?<W=̀ ���B�JvBTv�� c8�̀ ����JvTv��



��������� ����	
��������������������

��������
��	
�����������
��	�����������������
������ !���"�#$%%&'($ ')����
� !���*+,$"& �
���� !���
���	
����� ���

-./012345/6�7504/.8
9:�;4<==�<6>�?/2<45/6�@6=/.A<45/6B005C6A164�BD04.<24�E=�954F1�@6=/.A<45/6�G�HF52I�4/�?/<>

H/..10J/6>164�1GA<5FKLD5I/==M0C.F<NO2/A�>IF56I0512IM0C.F<NO2/A>2>/2I1456CM0C.F<NO2/A H/..10J/6>164�1GA<5F�B34P/.5Q1>KR�
S/A10452�T1J.10164<45U1�G�V/4�W/36>S<41 S102.5J45/6 -./211>56C�V3AD1.$	����������� �) ','($ ')��),��)�X,'�$&�$( ')��+XY$'&+* Z[�\$	����������� �)�X,'�$&�$( ')��+XY$'&+* Z[�\$	����������� �)�X,'�$&�$( ')��] '̂  +� �����$	����\������ $��'_�+*� )�+̀ $Y'�+̂ �����Y�!��[������ �+]�$%%&'($ ')��),,'(+��"%%&'+*�*$ $�+� +̂ +*�'�� ̂ $Y$����������� �+]�$%%&'($ ')��+� +̂ +*�'�� ̂ $Y9:�;4<==�@6=/.A<45/6 9:�B44/.618K%̂ ++ ��a$Y$& ?<N�E==521�B005C61>K&$]�),,'(+����W5F1�?/2<45/6 H3..164�?/2<45/6K Y)�&$]�),,'(+�����X�+̀ $Y'�'�_�$  )̂ �+R�$��'_�+* S<41�56�?/2<45/6K$	�����������-./211>56C0�G�HF52I�4/�?/<>
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a??]P�;Y]�0@AVZ<@P
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