
Filing Basis

Applicant does not wish to rely on Section 44(e) as a filing basis for this application, but would
like to retain the priority date of its foreign application under Section 44(d).

Likelihood of Confusion

The examining attorney cited the following registrations as obstacles to registration under
Section 2(d) of the Trademark Act:

 Netopia, Inc.’s FARALLON & Design (RN 1,606,264); and

 Farallon Consulting, LLC’s FARALLON (RN 3,440,267).

Based on the records on file at the USPTO’s website, Netopia’s registration of FARALLON &
Design (RN 1,606,264) was due for renewal on July 17, 2010, but was not renewed. The grace
period for renewing the registration has expired, and the registration should therefore be formally
cancelled by the USPTO in due course.

The examining attorney has cited Farallon Consulting’s registration of FARALLON
(RN 3,440,267) on the grounds that the goods covered by the Applicant’s identification (namely,
“computer hardware” and “computer software”) are broad enough to encompass Farallon
Consulting’s goods (“apparatus for testing gas, liquids and solids”). Applicant respectfully
disagrees with the assumption that testing “apparatus” should be interpreted to encompass
computer software or hardware. The word “apparatus” appears in identifications in 17 different
International Classes in the Trademark Acceptable Identification of Goods and Services Manual,
not just in Class 9, so there is no implication that “apparatus” encompasses computer hardware
or software. In Class 9, the word “computer” modifies “apparatus” in several identifications,
making it clear that computers and apparatus are two different elements – for example,
“computer hardware and software for medical imaging apparatus” and “computer-controlled
sheet feeding apparatus.” Two such identifications are specifically for testing apparatus --
“computer-controlled apparatus for testing and measuring” and “computer-controlled electronic
apparatus for electrophysiological measurement and testing of cells” – so there is no implication
that “apparatus” is computerized unless the word appears explicitly in the identification.
Similarly, when testing apparatus in Class 9 is electronic, the word “electronic” modifies it in the
Manual. See attached exhibit.

Thus, one cannot assume that a registration for “apparatus for testing gas, liquids and solids”
covers either computer hardware or software, and the Farallon Consulting registration does not
encompass computer goods. In any event, Applicant has now amended its identification to
clarify the nature of the goods, making it even more obvious that this application does not
overlap with the goods listed in Farallon Consulting’s registration. Applicant therefore
respectfully requests that the examining attorney withdraw the Section 2(d) refusal, and approve
the application for publication.
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