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In response to the Office Action dated September 13, 2005, Applicant notes that WINDOWS
MOBILE is Applicant’s trademark for its operating system for hand-held computers, cell
phones and other portable devices. Applicant owns U.S. Registration No. 2,988,040 for
WINDOWS MOBILE for various software and hardware goods in class 9 and has disclaimed
“Mobile” in that registration.
 
Here, Applicant seeks registration of WINDOWS MOBILE, again with “Mobile”
disclaimed, for services relating to its WINDOWS MOBILE operating system and devices
that run WINDOWS MOBILE.  In particular, Applicant seeks registration for:
 

communication services, namely, electronic transmission of data and documents
among users of computers; electronic mail services; web messaging services; paging
services; streaming of audio material on the Internet; wireless voice mail services;
voice-activated dialing services; and providing wireless access to computer networks
and the Internet

 
The Examining Attorney has refused registration of this application in its present form,
asserting that “Windows” is merely descriptive of Applicant’s services and therefore
Applicant must claim 2(f) status for the Windows portion of this mark in order to secure
registration. Applicant requests reconsideration and withdrawal of this refusal for the reasons
explained below.
 
Applicant began using the mark “Windows” for its operating system products and related
goods and services in the mid-1980s. Windows was initially designed to run on IBM and
IBM-compatible personal computers (PCs), and ran on top of the MS-DOS® operating
system. Almost all PC software at that time had a character-based user interface, meaning
users typed command words to make selections and little or no graphics were displayed on
the computer screen. The original versions of Windows gave users, among numerous other
featurers, a graphical user interface in which users used icons and pull-down menus to make
selections, and applications were presented in graphical windows that could be moved around
the screen and that had scroll bars for moving content within each window. When
information is needed from a user, a dialog box appears prompting the user to provide the



needed information.
 
Graphical user interfaces have been an established standard for PC and other software since
the introduction and widespread acceptance of Windows 95, released in 1995. Users think
nothing of the fact that a program uses icons, grahical menus, dialog boxes and windows. 
The features are ubiquituous.
 
Microsoft sought registration for its Windows mark in 1990. At that time, Windows still ran
on top of the MS-DOS operating system and a significant number of PCs still used character-
based user interfaces. Microsoft secured U.S. Registration No. 1872264 under Section 2(f)
after showing significant sales and consumer recognition of Windows as its trademark.
 
While Applicant acknowledged that “Windows” was merely descriptive of its goods in the
1980s and early 1990s, changes in the nature of the Windows product (it is now a complete,
stand alone operating system) and the marketplace (having a graphical user interface is no
longer a feature of note to consumers) are such that “Windows” is no longer merely
descriptive of PC operating systems. The mark “Windows” conveys no reasonably accurate
or tolerably distinct descriptive information about the goods. The fact that the goods use
windows as part of their user interface, a ubiquitious feature found in virtually every modern
PC software product, conveys nothing of significance about the goods. The only meaning
conveyed by Windows is the trademark meaning that associates the goods with Applicant.
 
Applicant’s WINDOWS MOBILE operating system goods do not run on PCs, but instead
operate on small hand-held computers, cell phones and other portable devices. The nature of
these goods takes them even further away from any credible argument that Windows is
merely descriptive of the goods.  Unlike PC software where users may have serval windows
open on their computer screen to run different software programs, WINDOWS MOBILE
users see a single screen. 
 
Applicant files herewith as Exhibit 1, excerpts from a third party tutorial book for its
Windows Mobile products, “Master VISUALLY Windows Mobile 2003” by Bill Landon,
that shows screens a user would see doing various tasks. The second page of Exhibit 1 shows
a typical Windows Mobile display on a hand-held computer. A single small screen displays a
Notes application in use by the users. 
 
Pages 106 and 107 of the Landon book show the series of screens seen by a user when
working with the Calandar program in Windows Mobile. Pages 122 and 123 show screens
seen by a user when working with Contacts. Pages 198 and 199 show screens seen when
setting up a new Folder. These screen shots show that Applicant’s Windows Mobile goods
use a graphical user interface with icons, menus and dialog boxes, but only a single display
screen. There are no overlapping application windows – which was the basis on which
Applicant’s Windows mark was considered merely descriptive of PC operating system
products in the early 1990s. Thus, even if Windows is still considered merely descriptive for
PC operating systems (which Applicant submits it is not, as explained above), there is no
basis for it to be merely descriptive of goods like Windows Mobile. Indeed, as noted above,
WINDOWS MOBILE has been registered with a 2(f) claim as to the Windows portion of the
mark.
 
Similarly, Windows is not merely descriptive of the services for which registration is sought
here. The inclusion of Windows in the mark tells users nothing descriptive about the



services. Its only meaning is the trademark meaning, which in combination with Mobile tells
users that the services are associated with Applicant and its WINDOWS MOBILE products.
 
In The Money Store, v. Harriscorp Finance, 689 F.2d 666 (7th Cir. 1982), the court
considered the mark THE MONEY STORE for an establishment involved in lending money. 
The court noted that the mark conveyed the idea of a commercial establishment whose
services involve supplying money but that it did not convey the essence of the relevant
business, money lending. Id. at 674. It then held that “[s]ome imagination and perception
are…required to identify the precise nature of the services offered.…” 
 
In a similar case, the Board held that:

 
“THE MONEY SERVICE” is composed of commonly used words in the
English language, it suggests a number of things, but yet falls short of
describing applicant’s services in any one degree of particularity. … In short,
what we are saying is that applicant’s mark “THE MONEY SERVICE” does
not directly or indirectly convey any vital purposes, characteristics or qualities
of applicant’s services.  Thus, the mark is a suggestive and not merely
descriptive designation. 

 
In re TMS Corp. of America, 200 U.S.P.Q. 57, 59 (T.T.A.B. 1978)
 
As stated in TMEP Section 1209.01(b):
 

To be registrable on the Principal Register, a mark does not have to be devoid
of all meaning relative to the goods or services. It is not prohibited that a
mark have the capacity to draw attention to what the product or its
characteristics are. A term is suggestive if, when applied to the goods, it
requires imagination, thought and perception to reach a conclusion as to the
nature of the goods. A suggestive term, thus, differs from a descriptive term,
which immediately tells something about the product. (Emphasis in the
original.)

 
Also, as stated under TMEP Section 1209.01(b), to be refused registration under Section
2(e)(1) of the statute, a mark must be “merely” descriptive, and the term “merely” is to be
taken in its ordinary meaning of “only” or “solely. ”  That is, when considered with the
particular goods or services, the mark must, because of its meaning, do nothing but describe
the goods.
 
In view of the above, Applicant submits that Windows is not merely descriptive of the
services for which registration is sought here and therefore WINDOWS MOBILE is entitled
to registration without Applicant claiming 2(f) status for the Windows portion of the mark. 
Thus, Applicant believes this application is in condition for allowance. If questions remain,
the Examining Attorney is invited to contact Applicant's counsel, William O. Ferron, Jr., by
email at BillF.docketing@SeedIP.com or by telephone at (206) 622-4900.
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DESCRIPTION OF EVIDENCE FILE Exhibit 1 - excerpts from a third party tutorial book for
Applicant's Windows Mobile products.
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To the Commissioner for Trademarks:



Application serial no. 78441047 has been amended as follows:
Argument(s)
In response to the substantive refusal(s), please note the following:
In response to the Office Action dated September 13, 2005, Applicant notes that WINDOWS MOBILE is
Applicant’s trademark for its operating system for hand-held computers, cell phones and other portable
devices. Applicant owns U.S. Registration No. 2,988,040 for WINDOWS MOBILE for various software
and hardware goods in class 9 and has disclaimed “Mobile” in that registration.
 
Here, Applicant seeks registration of WINDOWS MOBILE, again with “Mobile” disclaimed, for services
relating to its WINDOWS MOBILE operating system and devices that run WINDOWS MOBILE.  In
particular, Applicant seeks registration for:
 

communication services, namely, electronic transmission of data and documents among users of
computers; electronic mail services; web messaging services; paging services; streaming of audio
material on the Internet; wireless voice mail services; voice-activated dialing services; and
providing wireless access to computer networks and the Internet

 
The Examining Attorney has refused registration of this application in its present form, asserting that
“Windows” is merely descriptive of Applicant’s services and therefore Applicant must claim 2(f) status
for the Windows portion of this mark in order to secure registration. Applicant requests reconsideration
and withdrawal of this refusal for the reasons explained below.
 
Applicant began using the mark “Windows” for its operating system products and related goods and
services in the mid-1980s. Windows was initially designed to run on IBM and IBM-compatible personal
computers (PCs), and ran on top of the MS-DOS® operating system. Almost all PC software at that time
had a character-based user interface, meaning users typed command words to make selections and little or
no graphics were displayed on the computer screen. The original versions of Windows gave users, among
numerous other featurers, a graphical user interface in which users used icons and pull-down menus to
make selections, and applications were presented in graphical windows that could be moved around the
screen and that had scroll bars for moving content within each window. When information is needed from
a user, a dialog box appears prompting the user to provide the needed information.
 
Graphical user interfaces have been an established standard for PC and other software since the
introduction and widespread acceptance of Windows 95, released in 1995. Users think nothing of the fact
that a program uses icons, grahical menus, dialog boxes and windows. The features are ubiquituous.
 
Microsoft sought registration for its Windows mark in 1990. At that time, Windows still ran on top of the
MS-DOS operating system and a significant number of PCs still used character-based user interfaces. 
Microsoft secured U.S. Registration No. 1872264 under Section 2(f) after showing significant sales and
consumer recognition of Windows as its trademark.
 
While Applicant acknowledged that “Windows” was merely descriptive of its goods in the 1980s and
early 1990s, changes in the nature of the Windows product (it is now a complete, stand alone operating
system) and the marketplace (having a graphical user interface is no longer a feature of note to consumers)
are such that “Windows” is no longer merely descriptive of PC operating systems.  The mark
“Windows” conveys no reasonably accurate or tolerably distinct descriptive information about the goods.  
The fact that the goods use windows as part of their user interface, a ubiquitious feature found in virtually
every modern PC software product, conveys nothing of significance about the goods. The only meaning
conveyed by Windows is the trademark meaning that associates the goods with Applicant.



 
Applicant’s WINDOWS MOBILE operating system goods do not run on PCs, but instead operate on
small hand-held computers, cell phones and other portable devices. The nature of these goods takes them
even further away from any credible argument that Windows is merely descriptive of the goods.  Unlike
PC software where users may have serval windows open on their computer screen to run different
software programs, WINDOWS MOBILE users see a single screen. 
 
Applicant files herewith as Exhibit 1, excerpts from a third party tutorial book for its Windows Mobile
products, “Master VISUALLY Windows Mobile 2003” by Bill Landon, that shows screens a user would
see doing various tasks. The second page of Exhibit 1 shows a typical Windows Mobile display on a
hand-held computer. A single small screen displays a Notes application in use by the users. 
 
Pages 106 and 107 of the Landon book show the series of screens seen by a user when working with the
Calandar program in Windows Mobile. Pages 122 and 123 show screens seen by a user when working
with Contacts. Pages 198 and 199 show screens seen when setting up a new Folder. These screen shots
show that Applicant’s Windows Mobile goods use a graphical user interface with icons, menus and dialog
boxes, but only a single display screen. There are no overlapping application windows – which was the
basis on which Applicant’s Windows mark was considered merely descriptive of PC operating system
products in the early 1990s. Thus, even if Windows is still considered merely descriptive for PC operating
systems (which Applicant submits it is not, as explained above), there is no basis for it to be merely
descriptive of goods like Windows Mobile. Indeed, as noted above, WINDOWS MOBILE has been
registered with a 2(f) claim as to the Windows portion of the mark.
 
Similarly, Windows is not merely descriptive of the services for which registration is sought here. The
inclusion of Windows in the mark tells users nothing descriptive about the services. Its only meaning is
the trademark meaning, which in combination with Mobile tells users that the services are associated with
Applicant and its WINDOWS MOBILE products.
 
In The Money Store, v. Harriscorp Finance, 689 F.2d 666 (7th Cir. 1982), the court considered the mark
THE MONEY STORE for an establishment involved in lending money. The court noted that the mark
conveyed the idea of a commercial establishment whose services involve supplying money but that it did
not convey the essence of the relevant business, money lending. Id. at 674. It then held that “[s]ome
imagination and perception are…required to identify the precise nature of the services offered.…” 
 
In a similar case, the Board held that:

 
“THE MONEY SERVICE” is composed of commonly used words in the English
language, it suggests a number of things, but yet falls short of describing applicant’s
services in any one degree of particularity. … In short, what we are saying is that
applicant’s mark “THE MONEY SERVICE” does not directly or indirectly convey any
vital purposes, characteristics or qualities of applicant’s services.  Thus, the mark is a
suggestive and not merely descriptive designation. 

 
In re TMS Corp. of America, 200 U.S.P.Q. 57, 59 (T.T.A.B. 1978)
 
As stated in TMEP Section 1209.01(b):
 

To be registrable on the Principal Register, a mark does not have to be devoid of all
meaning relative to the goods or services. It is not prohibited that a mark have the capacity
to draw attention to what the product or its characteristics are. A term is suggestive if,
when applied to the goods, it requires imagination, thought and perception to reach a



conclusion as to the nature of the goods. A suggestive term, thus, differs from a
descriptive term, which immediately tells something about the product. (Emphasis in the
original.)

 
Also, as stated under TMEP Section 1209.01(b), to be refused registration under Section 2(e)(1) of the
statute, a mark must be “merely” descriptive, and the term “merely” is to be taken in its ordinary
meaning of “only” or “solely. ”  That is, when considered with the particular goods or services, the mark
must, because of its meaning, do nothing but describe the goods.
 
In view of the above, Applicant submits that Windows is not merely descriptive of the services for which
registration is sought here and therefore WINDOWS MOBILE is entitled to registration without Applicant
claiming 2(f) status for the Windows portion of the mark. Thus, Applicant believes this application is in
condition for allowance. If questions remain, the Examining Attorney is invited to contact Applicant's
counsel, William O. Ferron, Jr., by email at BillF.docketing@SeedIP.com or by telephone at (206) 622-
4900.
 

Evidence
Evidence in the nature of Exhibit 1 - excerpts from a third party tutorial book for Applicant's Windows
Mobile products. has been attached.
Evidence-1
Evidence-2
Evidence-3
Evidence-4
Evidence-5
Evidence-6
Evidence-7
Evidence-8
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