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IN TH E UNITED STATESPATENT AND TRADEM ARK O FFICE

InreApplicationof: )
)

DeltaAirLines, Inc. )
)

SerialNo. 86328420 )
)
)

M ark: )

REQUEST TO AM END M AR K

CommissionerforTrademarks
P.O . Box1451
Alexandria, VA 22313

Sir:
REM AR KS

I. AM ENDING TH E M AR K

Applicantrespectfullyrequeststhattheinstantapplicationbeamendedsoastodecreasethe

spacingseparatingthetwo triangularelementswithin themark. Thus, instead ofthedesign

asoriginally applied, themark willappearastwo triangularshapescloserto one

another: . The new drawing page and the specimensfiled in connection with this

statementofusereflectsthisminorandimmaterialalterationofthemark. H avingbeenapproved

forpublicationandawaitingregistration, applicablelegalstandardsreflect:

“A registrantmay apply … foramendmentofa registration... Ifthe
amendmentinvolvesachangeinthemarkitself… suchamendmenttoa
registrationcannotinvolvechangesthatmateriallyalterthecharacterof
themark…
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Deletingorchangingafeatureofaregisteredmarkispermittedonlyif
… thatelimination or change willnotmaterially alter the essential
commercialimpressionofthemark… ”

M cCarthyonTrademarksandUnfairCompetition, at§19 :133, citing, Lanham Act§7(e), 15

U.S.C.A. §1057(e);T.M .R.P. 2.173;T.M .R.P. 2.73(a) (“Anamendment… mustnotmaterially

alterthecharacterofthemark.”). Seealso, InreH ollandAmericanW aferCo., 737 F.2d1015

(Fed. Cir. 19 84);ExparteBlack& DeckerM fg. Co., 136 U.S.P.Q. 379 (Comm'rPat. 19 63);In

rePamexFoods, Inc., 209 U.S.P.Q. 275 (Comm'rPat. 19 80);SeeT.M .E.P. §1607.02;Exparte

Petersen& PegauBakingCo., 100 U.S.P.Q. 20 (Comm'rPat. 19 53);SeeInreJohnLaBatt, Ltd.,

26 U.S.P.Q.2d1077 (Comm'rPat. 19 9 2);T.M .R.P. 2.176, 2.146;See§§21:5–21:9 . T.M .R.P.

§2.72(a), (T.M .E.P. 807.14(a) applyingthesamestandardtouse-basedapplications(“Itisthe

responsibilityoftheexaminingattorneytoconsideranyproposedamendmentofthemarkonthe

drawingbyapplyingthematerialalterationtest.... Iftheamendmentwouldchangetheessence

ofthemark, theexaminingattorneymustrejecttheamendmentunderthematerialalteration

test.”);InrePierceFoodsCorp., 230 U.S.P.Q. 307 (T.T.A.B. 19 86);InreFinlayFineJewelry

Corp., 41 U.S.P.Q.2d1152 (T.T.A.B. 19 9 6); InreViennaSausageM fg. Co., 16 U.S.P.Q.2d

2044 (T.T.A.B. 19 9 0).

OneinstructivecaseisInreFinlay, supra, wherethemarkNY JEW ELRY OUTLETwas

allowed to beamended to NEW YORK JEWELRY O UTLET. In reversing theExamining

Attorney’srefusaltogranttheamendment, theTTAB reasonedthatNY wasacommonacronym

forNEW YORK andthatexpandingoutNY toNEW YORK wouldnotchangethecommercial

impressioncreatedbythemark:

“Applying the test enunciated above, we find that the proposed
amendmenttothedrawingisnotamaterialalterationofthemark. W e
agreewiththeapplicantthat‘NY’isclearlyan abbreviationfor‘New
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York’and, thus, while visually different, ‘NY’and ‘New York’are
interchangeable as the two terms have the identical meaning or
connotation… Additionally, theExaminingAttorneyconcludesthatNY
andNEW YORK arevisuallyand phoneticallydifferent. W hilethisis
literallytrue, itdoesnotaccountforthefactthatNY isanabbreviationof
NEW YORK, i.e., itisarecognizedshortenedform ofthesameterm. W e
conclude thatthe commercialimpression of the originalmark, NY
JEW ELRY OUTLET, isnotchangedbytheamendmentofthemarkto
NEW YORK JEW ELRY OUTLETand, thus, theamendedmarkisnota
materialalterationoftheoriginalmark.

Decision: Therefusaltoregisteronthegroundthatthespecimensdonot
evidenceuseofthemarkintheapplicationisreversed.”

AlsoonpointisInreDeW ittInternationalCorp., 21 USPQ2d1620, 1623 (Comm. PT

19 9 1) wherethemarkDE W ITT (inthesingular) wasnotdeemedtobeamaterialalteration

from DE W ITT’S(thepossessiveform), asitdidnotsignificantlyaltertheterm’smeaningor

impression.

W ithrespecttothealterationofamarkthatcombinesbothwordanddesignelements,

whichisfarmoresubstantialthanthechangesoughthere, theleadingcaseofExPartePetersen,

100 U.S.P.Q. 20 (Com’rPat. & Trademarks19 53) (cited in theM cCarthy treatise, supra)

providesveryclearguidance. InPetersen, theExaminer’sdecisionwasoverturnedforrefusing

toallow amendmentofaregisteredmark“… consistingofthewords‘PeterPan’enclosedwitha

flutedovaldesignanddesignsoftwoleavesneartheperimeteroftheoval”, wheretheamended

mark “shows‘PeterPan’, in a type somewhatdifferent, butnotmaterially so, from that

appearingintheregistration, enclosedwithinastylizedform ofarectangle, andtheleavesdonot

appear.”Inreversingtheexaminer, theCommissionerreasonedthat:

“Obviously, thedominant, andperhapstheonlytrulydistinctive, featureofthe
registeredmarkisthewords‘PeterPan’. Therecanbenodoubtthattheword
featureisstillinuse. Thedesignisconsideredtobemerebackgroundandnotin
anysenseanintegralpartofthetrademark. A numberoftrademarksarebeing
used today with a background display different from that shown in the
registration… .For obvious reasons, it is desirable to amend such
registrations… eliminatingabandonedmatterwhichisnotanintegralpartofthe
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markandtheeliminationofwhichwillnotaltermateriallythecharacterofthe
mark, inorderthattheregistrationrecordsaccuratelyreflecttheexistingsituation
astothemarkactuallyinuse.”

Thusthemark in Petersen wasallowed to be amended despitealterationsin three

separateelements: (i) thelettering styleofthewords“PeterPan”(ii) theshapeofdesign

enclosingthosewords(from anovaltoarectangle)and(iii)theremovalofleavesintheoriginal

design. Thesechangesareclearlyfarmoresignificantthanthosepresentedintheinstantrequest,

yettheywerefoundtobeimmaterialandpermissiblealterations.

Similarly, inParisGloveofCanada, Ltd. v. SBC/SportoCorp., 84 U.S.P.Q.2d1856,

2007 W L24229 9 7 (T.T.A.B. 2007)theTTAB ruledthattheuseofatwowordmarkwrittenina

semi-circlewasnotamaterialalterationofthesamewordsdisplayedastwowordsontwolines.

Inapplyingtheaboveprinciplestotheinstantrequest, wecanseethatsimplyslightly

decreasingthespacebetweenthetwoblacktriangularshapestochange to is

completelyimmaterial. Thetwo-triangle-shapedDeltalogoiswellrecognizedbyApplicant’s

customers. Suchminorchangedoesnotinanywayalterthemeaning, connotationoroverall

commercialimpression ofthe mark. No new elements are being added. The commercial

impressionscreatedbythesetwoversionsofthemarkarevirtuallyidentical, asbothversionsof

themarkretainthedominantanddistincttwotriangle-shapedelementsandarrangement. The

proposedamendmentsimplydoesnotrisetothelevelofamaterialalteration. Assuch, itisa

minor, immaterialand permissiblealteration. Indeed, thecasescited abovemakeclearthat

alterationsareroutinelyallowedevenwheretheyarefarmorematerialthanwhatapplicantis

requestinghere.

Itshouldalsobenotedthattherulesallowingforamendmentofmarkshavebecome

liberalizedtosuchapointthat:
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“W hileatonetimetheCommissionerwouldreversearefusalofthePTO
to amend a… [mark]onlyiftherehad been a‘clearerrororabuseof
discretion,’ the standard of review was changed such that the
Commissionerwillreview the refusalto determine ‘whetheritwasa
correct’decision.”

M cCarthy, Id., citing, InreUmaxDataSystem, Inc., 40 U.S.P.Q.2d1539 (Comm'rPat.

& TM 19 9 6)[sic](“[T]heCommissionerbelievesthataRegistrantwhoseamendmenthasbeen

refusedisentitledtothesamestandardofreview thatisavailabletoanApplicantwhoseeksto

amendamarkinanapplication. H enceforth, . . . theCommissionerwillreview thedecisionto

determinewhetheritwasacorrectone.”).

InUmax, thePTO permittedthealterationofthemarkasshownbelow:

Ascanbeseenhere, thechangeinthefontstyleofamarkthatconsistsofawordin

stylizedlettering, isconsideredaminorandpermissiblealteration. H ere, thealterationsoughtby

Applicantisevenlesssignificant.

II. SPECIM ENSOFUSE AND NEW DRAW ING PAGE

Submittedherewithandaccompanyingthisrequestarespecimensinsupportoftheabove

amendment.
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IV. Conclusion

Basedontheforegoing, Applicantrespectfullyrequeststhatitsregistrationbeamended

asrequestedherein.

Dated: January8, 2018

Respectfullysubmitted,

By: /KEH /
KateE. H art

DentonsUSLLP
303 PeachtreeSt., NE
Suite5300
Atlanta, Georgia30308
(816)460-2456
(404)527-419 8 fax
kate.hart@ dentons.com


