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Mark Information

Mark Literal
Elements:

P

Standard Character
Claim:

Yes. The mark consists of standard characters without claim to any particular font style, size, or color.

Mark Drawing
Type:

4 - STANDARD CHARACTER MARK

Goods and Services

Note:
The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Computers; Computer software for facilitating business transactions; Computer software for use in business administration and
management; Computer software for facilitating financial transactions; Computer software for use in facilitating the payment or receipt
of monetary and non-monetary contributions; Computer software for use in merchant processing services; Computer software for
facilitating others to make monetary contributions to others for charity; Computer software for facilitating others to contribute to religious
institutions; Computer software for facilitating others to contribute to educational institutions; Computer software for facilitating others to
make charitable contributions; Computer software for facilitating financial transactions with government entities and government-
regulated entities; Computer software for use in processing electronic payments; Computer software for use in database management,
use as a spreadsheet, and word processing; Computer software for computer system and application development, deployment and
management; Computer software for computer system and mobile application development, deployment and management; Computer
software for facilitating financial transactions, namely, e-commerce software to allow users to perform electronic business transactions
via a global computer network; Apparatus for recording, transmission or reproduction of sound or images; Computer application
software for mobile phones and handheld computing devices, namely, electronic financial platform software that accommodates
multiple types of payment and debt transactions in an integrated mobile phone, PDA, and web based environment for use in payment
processing and transactions, and software for use in payment transaction processing; Computer software for use in processing the
exchange of monetary and non-monetary payments, and for compiling information and generating reports for business and tax
purposes; Computer software for use in processing tithing payments for churches, compiling and generating reports comprised of
information and analysis about church collection activity; Computer application software for mobile phones, portable media players,
handheld computers, tablet computers, namely, software for use in processing tithing payments for churches, compiling and generating
reports comprised of information and analysis about church collection activity; Computer application software for mobile devices,
namely, mobile phones and tablet computers, namely, software for use in processing tithing payments for churches, compiling and
generating reports comprised of information and analysis about church collection activity; Computer software for event registration;
Financial reconciliation software; Computer software for customer relationship management; Computer software for facilitating video
and audio broadcasts; Computer software for use in accessing downloadable MP3 files and MP3 recordings of podcasts in the field of
financial information; Computer software for use in promoting the activities and events of others; Computer software for providing
information to others; Computer software for facilitating the exchange of information; Computer software for facilitating communication
between others; Computer software for promoting the goods and services of others; Computer software for providing online education;
Computer software for use in event registration and event management; Downloadable computer software for facilitating
communication between others

International
Class(es):

009 - Primary Class U.S Class(es): 021, 023, 026, 036, 038

Class Status: ACTIVE

Basis: 1(b)

For: Advertising; Business management; Business administration; Providing incentive award programs for customers through processing of
debit card loyalty program points for on-line purchase transactions of a company's goods and services; Providing incentive award
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programs for customers through processing of debit card loyalty program points for on-line purchase transactions of a company's
goods and services; Customer relationship management; Developing and managing the charitable giving programs of others;
insurance and financial services, namely, financial record-keeping for insurance risk management; remote management of computer
databases for others; Financial services, namely, providing an online computer website that provides commercial financial transaction
data, account management, financial reporting, accounting features and related reference information; Facilitating the exchange of
needed information for financial compensation via the Internet; Providing a website for managing, conducting and organizing online
auctions that are designed to raise money for charities; Developing and managing the charitable programs of others; Promoting
charitable giving that reflects the core values of the donor by providing a method to identify the donor's core values and to select
charities that foster those values; Association services, namely, promoting awareness of charitable giving; Event planning for
businesses; Event registration for charitable fundraising purposes and events; Event registration for educational institutions; Marketing
service, namely, promotional services in the field of planned-giving for non-profit and charitable organizations; Promoting the charitable
giving of others, namely, tracking and publicizing charitable donations and random acts of kindness; business data analytic services in
the nature of providing analysis of charitable giving data; Online portal for event registration for fundraising events; Event planning and
management for marketing, branding, promoting or advertising the goods and services of others; Online portal for event registration for
educational events, cultural events, and social entertainment events; Computer services, namely, remote management of databases
for others; Special event planning for business purposes; Online portal for event registration for religious events in the nature of
meetings

International
Class(es):

035 - Primary Class U.S Class(es): 100, 101, 102

Class Status: ACTIVE

Basis: 1(b)

For: Financial services namely, merchant payment transaction processing; Financial consulting services in the field of planned giving for
non-profit and charitable organizations; Financial planning services, namely, developing and managing charitable giving programs;
Providing on-line information in the field of charitable monetary giving through financial and estate planning; Financial services
rendered in connection with the issuance, receipt and transfer of lines of credit, namely, credit processing services; Financial services,
namely, providing electronic transfer of a virtual currency for use by members of an on-line community via a global computer network;
Financial services, namely, business fundraising provided over a computer network such as the Internet and providing on-line stored
value accounts in an electronic commerce environment; Financial affairs, namely, financial information, management and analysis
services; Monetary affairs services in the form of monetary strategy consultation and research and monetary exchange operations;
Financial and monetary affairs transaction management services, namely, providing secure commercial transaction services and
payment options and providing an internet website portal in the field of financial transaction and payment processing services; Payment
processing, namely, credit card and debit card transaction processing services; Online payment transaction processing services;
Financial payment and financial transaction services in the form of credit card, debit card loyalty program and payment transaction
processing services; Transaction services in the form of providing cash and other rebates for credit card use and debit card use as part
of a customer credit card and debit card loyalty program; Financial transaction services, namely, providing secure commercial
transactions and payment options; Financial transaction services, namely, providing secure commercial transactions and payment
options using a mobile device at a point of sale; Merchant services, namely, payment transaction processing services; Providing
financial data analysis for others, namely, compiling and analyzing church tithing collection statistics for financial purposes

International
Class(es):

036 - Primary Class U.S Class(es): 100, 101, 102

Class Status: ACTIVE

Basis: 1(b)

For: Communication services in the nature of short message services (SMS), electronic transmission of push notifications and electronic
transmission of emails; Video broadcasting services over the Internet or other communication network

International
Class(es):

038 - Primary Class U.S Class(es): 100, 101, 104

Class Status: ACTIVE

Basis: 1(b)

For: Providing information on education; provided on-line from a computer database or the internet; Production and distribution of videos in
the field of finance and financial translations; Providing continuing business education courses; Education services, namely, providing
tutorial sessions in the field of finance and financial translations; Education services, namely, providing live and on-line classes,
seminars, workshops in the fields of finance and financial transactions, charitable giving, customer relationship management, business
administration, business management, marketing, event planning and event registration; Providing religious instruction

International
Class(es):

041 - Primary Class U.S Class(es): 100, 101, 107

Class Status: ACTIVE

Basis: 1(b)

For: Design and development of computer hardware and software; Providing a social networking website which features technology that
enables users to give charitable financial gifts to others; web site design and development for others; Computer software development
for others; Computer software development for others, namely, custom development, deployment, and management of mobile
application software for others; Software as a service (SAAS) services featuring data dashboards for use in monitoring and managing
of church tithing collection operations; Software as a service (SAAS) services featuring data dashboards for use in customer
relationship management, monitoring and managing of financial transactions, business administration, business management,
marketing, event planning and event registration; Software as a service (SAAS) for e-mail campaign management, and development
and management of charitable donations and pledges; Software as a services (SAAS) services featuring of information in the field of
customer services relationship management; Providing online non-downloadable computer software to facilitate communication
between others; Design, creation, hosting, maintenance of websites for others; Hosting the software, websites and other computer



applications of others on a managed hosted environment in the fields of finance, financial transactions, payment transaction
processing, marketing, event planning, registration, customer relationship management, education, business administration, business
management, mobile engagement solutions, charitable fundraising, and e-mail campaign management; Hosting, managing, developing
maintaining applications, software and websites of others in the fields of finance, financial transactions, payment transaction
processing, marketing, event planning, registration, customer relationship management, education, business administration, business
management, mobile engagement solutions, charitable fundraising, and email campaign management; Designing, creating,
maintaining and hosting online electronic commerce websites for others; Design, creation, hosting and maintenance of internet sites for
third parties; Application service provider (ASP), namely, hosting computer software applications of others in the fields of finance,
financial transactions, payment transaction processing, marketing, event planning, registration, customer relationship management,
education, business administration, business management, mobile engagement solutions, charitable fundraising, and e-mail campaign
management

International
Class(es):

042 - Primary Class U.S Class(es): 100, 101

Class Status: ACTIVE

Basis: 1(b)

For: Personal and social services rendered by others to meet the needs of individuals, namely, companionship services; Conducting
religious prayer services; Providing religious counseling services

International
Class(es):

045 - Primary Class U.S Class(es): 100, 101

Class Status: ACTIVE

Basis: 1(b)

Basis Information (Case Level)

Filed Use: No Currently Use: No Amended Use: No

Filed ITU: Yes Currently ITU: Yes Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: Pushpay IP Limited

Owner Address: Level 6
167 Victoria Street West
Auckland 1010
NEW ZEALAND

Legal Entity Type: limited company (ltd.) State or Country
Where Organized:

NEW ZEALAND

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Sheila Fox Morrison Docket Number: 108874.

Attorney Primary
Email Address:

pdxtrademarks@dwt.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Sheila Fox Morrison
Davis Wright Tremaine LLP
1300 SW Fifth Avenue, Suite 2400
Suite 2400
Portland, OREGON 97201
UNITED STATES

Phone: 503.241.2300 Fax: 503.778.5499

Correspondent e-
mail:

pdxtrademarks@dwt.com Correspondent e-
mail Authorized:

Yes

Domestic Representative

Domestic
Representative

Name:

David L. May Phone: 202-585-8000

Fax: 202-585-8080



Domestic
Representative e-

mail:

nptm@nixonpeabody.com Domestic
Representative e-
mail Authorized:

Yes

Prosecution History

Date Description Proceeding
Number

May 08, 2019 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

May 08, 2019 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED

Feb. 04, 2019 REPORT COMPLETED SUSPENSION CHECK CASE STILL SUSPENDED 66121

Feb. 02, 2019 ASSIGNED TO LIE 66121

Jul. 05, 2018 NOTIFICATION OF LETTER OF SUSPENSION E-MAILED 6332

Jul. 05, 2018 LETTER OF SUSPENSION E-MAILED 6332

Jul. 05, 2018 SUSPENSION LETTER WRITTEN 74309

Jun. 15, 2018 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

Jun. 15, 2018 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

Jun. 15, 2018 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Dec. 19, 2017 NOTIFICATION OF NON-FINAL ACTION E-MAILED 6325

Dec. 19, 2017 NON-FINAL ACTION E-MAILED 6325

Dec. 19, 2017 NON-FINAL ACTION WRITTEN 74309

Nov. 28, 2017 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

Nov. 27, 2017 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

Nov. 27, 2017 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Jun. 07, 2017 LETTER OF PROTEST EVIDENCE REVIEWED-NO FURTHER ACTION TAKEN

May 25, 2017 NOTIFICATION OF NON-FINAL ACTION E-MAILED 6325

May 25, 2017 NON-FINAL ACTION E-MAILED 6325

May 25, 2017 NON-FINAL ACTION WRITTEN 74309

May 22, 2017 ASSIGNED TO EXAMINER 74309

May 11, 2017 LETTER OF PROTEST ACCEPTED

Mar. 31, 2017 NOTICE OF PSEUDO MARK E-MAILED

Mar. 30, 2017 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

Mar. 28, 2017 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information

TM Attorney: WOOD, CAROLINE Law Office
Assigned:

LAW OFFICE 110

File Location

Current Location: TMO LAW OFFICE 110 Date in Location: Feb. 04, 2019



To: Pushpay IP Limited (nptm@nixonpeabody.com)

Subject: U.S. TRADEMARK APPLICATION NO. 87385370 - P - 069066-38

Sent: 7/5/2018 11:09:37 AM

Sent As: ECOM110@USPTO.GOV

Attachments:

 
UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)

OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION

 
U.S. APPLICATION
SERIAL NO.  87385370
 
MARK: P
 

 
        

*87385370*
CORRESPONDENT
ADDRESS:
      DAVID L. MAY
      NIXON PEABODY
LLP
      799 9TH STREET
NW
      SUITE 500
      WASHINGTON, DC
20001

 
GENERAL TRADEMARK
INFORMATION:
http://www.uspto.gov/trademarks/index.jsp
 
VIEW YOUR APPLICATION FILE
 

APPLICANT: Pushpay
IP Limited
 

 
 

CORRESPONDENT’S
REFERENCE/DOCKET
NO:  
      069066-38
CORRESPONDENT E-
MAIL ADDRESS: 
      
nptm@nixonpeabody.com

 

 
 

SUSPENSION NOTICE: NO RESPONSE NEEDED
 
ISSUE/MAILING DATE: 7/5/2018
 
 
The trademark examining attorney is suspending action on the application for the reason(s) stated below.  See 37 C.F.R. §2.67; TMEP §§716 et
seq. 
 
The effective filing date of the pending application(s) identified below precedes the filing date of applicant’s application.   If the mark in the
referenced application(s) registers, applicant’s mark may be refused registration under Section 2(d) because of a likelihood of confusion with
that registered mark(s).  See 15 U.S.C. §1052(d); 37 C.F.R. §2.83; TMEP §§1208 et seq.  Therefore, action on this application is suspended until
the earlier-filed referenced application(s) is either registered or abandoned.  37 C.F.R. §2.83(c).  A copy of information relevant to this referenced
application(s) was sent previously.
 
            - Application Serial No(s). 87097037 and 87580891
 
REFUSAL(S)/REQUIREMENT(S) CONTINUED AND MAINTAINED:  The following refusal(s)/requirement(s) is/are continued and
maintained:  The Trademark Act Section 2(d) refusal with regard to Registration Nos. 4101863, 4440951, 4446321, 4521354, 4803397, 4862229,
5164200, 5303856 and 5220519.  The identification of services amendments with regard to Classes 35, 36, 41 and 42 are acceptable.  However,
the identification of services requirement with regard to Class 45 is maintained and continued, as the services currently stated could include
services in Class 41, Providing companionship for playing games and cards.

mailto:nptm@nixonpeabody.com
http://www.uspto.gov/trademarks/index.jsp
http://tsdr.uspto.gov/#caseNumber=87385370&caseType=SERIAL_NO&searchType=documentSearch


 
The USPTO will periodically conduct a status check of the application to determine whether suspension remains appropriate, and the trademark
examining attorney will issue as needed an inquiry letter to applicant regarding the status of the matter on which suspension is based.  TMEP
§§716.04, 716.05.  Applicant will be notified when suspension is no longer appropriate.  See TMEP §716.04.
 
No response to this notice is necessary; however, if applicant wants to respond, applicant should use the “Response to Suspension Inquiry or
Letter of Suspension” form online at http://teasroa.uspto.gov/rsi/rsi.
 
 
 

/Caroline E. Wood/
Examining Attorney
Law Office 110
571-272-9243
caroline.wood@uspto.gov
(responses are not accepted via e-mail)
 
 

 
PERIODICALLY CHECK THE STATUS OF THE APPLICATION:  To ensure that applicant does not miss crucial deadlines or official
notices, check the status of the application every three to four months using the Trademark Status and Document Retrieval (TSDR) system at
http://tsdr.uspto.gov/.  Please keep a copy of the TSDR status screen.  If the status shows no change for more than six months, contact the
Trademark Assistance Center by e-mail at TrademarkAssistanceCenter@uspto.gov or call 1-800-786-9199.  For more information on checking
status, see http://www.uspto.gov/trademarks/process/status/.
 
TO UPDATE CORRESPONDENCE/E-MAIL ADDRESS:  Use the Trademark Electronic Application System (TEAS) form at
http://www.uspto.gov/trademarks/teas/correspondence.jsp.
 
 

http://teasroa.uspto.gov/rsi/rsi
http://tsdr.uspto.gov/
mailto:TrademarkAssistanceCenter@uspto.gov
http://www.uspto.gov/trademarks/process/status/
http://www.uspto.gov/trademarks/teas/correspondence.jsp


To: Pushpay IP Limited (nptm@nixonpeabody.com)

Subject: U.S. TRADEMARK APPLICATION NO. 87385370 - P - 069066-38

Sent: 7/5/2018 11:09:38 AM

Sent As: ECOM110@USPTO.GOV

Attachments:

 
UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)

 
 

IMPORTANT NOTICE REGARDING YOUR
U.S. TRADEMARK APPLICATION

 
USPTO OFFICE ACTION (OFFICIAL LETTER) HAS ISSUED
ON 7/5/2018 FOR U.S. APPLICATION SERIAL NO.87385370

 
Please follow the instructions below:
 
(1)  TO READ THE LETTER:  Click on this link or go to http://tsdr.uspto.gov/, enter the U.S. application serial number, and click on
“Documents.”
 
The Office action may not be immediately viewable, to allow for necessary system updates of the application, but will be available within 24
hours of this e-mail notification.
 
(2)  QUESTIONS:  For questions about the contents of the Office action itself, please contact the assigned trademark examining attorney.  For
technical assistance in accessing or viewing the Office action in the Trademark Status and Document Retrieval (TSDR) system, please e-mail
TSDR@uspto.gov.

 
WARNING

 
PRIVATE COMPANY SOLICITATIONS REGARDING YOUR APPLICATION:  Private companies not associated with the USPTO are
using information provided in trademark applications to mail or e-mail trademark-related solicitations.  These companies often use names that
closely resemble the USPTO and their solicitations may look like an official government document.  Many solicitations require that you pay
“fees.”  
 
Please carefully review all correspondence you receive regarding this application to make sure that you are responding to an official document
from the USPTO rather than a private company solicitation.  All official USPTO correspondence will be mailed only from the “United States
Patent and Trademark Office” in Alexandria, VA; or sent by e-mail from the domain “@uspto.gov.”   For more information on how to handle
private company solicitations, see http://www.uspto.gov/trademarks/solicitation_warnings.jsp.
 
 

mailto:nptm@nixonpeabody.com
http://tsdr.uspto.gov/view.action?sn=87385370&type=SUL&date=20180705#tdrlink
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