
Upon initial review of the application, the Trademark Office cited the following registrations and 
pending applications are bars/potential bars to the acceptance of Applicant’s mark: 

U.S. Reg. No. 5927418 (LUMIN for “computer security consultancy, namely, scanning, 
auditing, analyzing, measuring, and monitoring computer systems and networks for 
vulnerabilities, security threats, and other cybersecurity risks; Maintenance of computer 
software relating to computer security and prevention of computer risks” owned by 
Tenable Network Security, Inc.). 

U.S. Reg. No. 5699093 (SUNRISE LUMEN for “distributorship services in the field of 
telecommunications featuring bundled cable television and internet connection services 
and computer software” owned by Sunrise Senior Living, LLC.) 

U.S. App. No. 88641098 (LUMIN for “providing temporary use of online non-
downloadable software for scanning, auditing, analyzing, measuring, and monitoring 
computer systems and networks for vulnerabilities, security threats, and other cyber 
security risks” owned by Tenable Network Security, Inc.). 

Applicant appreciates the Trademark Office’s initial concerns, but submits consent agreements 
from these parties, Tenable Network Security, Inc. and Sunrise Senior Living, LLC, to offset 
these concerns. 

Pursuant to TMEP Sec. 1207.01(d)(viii), an applicant may submit a consent agreement in an 
attempt to overcome a refusal of registration under §2(d) of the Act, or in anticipation of a 
refusal to register.   

The Court of Appeals for the Federal Circuit has indicated that consent agreements should be 
given great weight, and that the USPTO should not substitute its judgment concerning likelihood 
of confusion for the judgment of the real parties in interest without good reason, that is, unless 
the other relevant factors clearly dictate a finding of likelihood of confusion. See In re Four 
Seasons Hotels Ltd., 987 F.2d 1565, 26 USPQ2d 1071 (Fed. Cir. 1993); In re N.A.D. Inc., 754 
F.2d 996, 224 USPQ 969 (Fed. Cir. 1985); see also du Pont, 476 F.2d at 1362-63, 177 USPQ at 
568; cf. In re Mastic Inc., 829 F.2d 1114, 4 USPQ2d 1292 (Fed. Cir. 1987) (affirming TTAB’s 
holding that applicant’s mark was barred by §2(d), because the provided consent to register was 
essentially a "naked" consent and all other relevant factors weighed in favor of a conclusion that 
confusion was likely). 

TMEP Sec. 1207.01(d)(viii) specifically instructs that examining attorneys should give 
substantial weight to a proper consent agreement. When an applicant and registrant have 
entered into a credible consent agreement and, on balance, the other factors do not dictate a 
finding of likelihood of confusion, an examining attorney should not interpose his or her own 
judgment that confusion is likely. 

Here, Applicant submits credible consent agreements that, on balance, dictate no finding of 
likelihood of confusion under current market conditions.   



Based on the foregoing, Applicant respectfully requests that the Trademark Office accept these 
consent agreements, withdraw the citations issued based on a likelihood of confusion, and 
approve this application for early publication.   

Should the Office or Examining Attorney have any questions or concerns, Applicant respectfully 
requests that the undersigned be immediately contacted.   

 



TRADEMARK CONSENT AGREEMENT 

 This Consent Agreement (“Agreement”) is entered into by and between Lumen 

Technologies, Inc., a Texas corporation, with a mailing address of 131 East Sears Street, 

Denison, Texas 75021 (hereafter “Lumen”), and Tenable, Inc. (formerly known as Tenable 

Network Security, Inc.), a Delaware corporation, with a mailing address of 7021 Columbia 

Gateway Drive, Suite 5020, Columbia, Maryland 21046 (hereafter “Tenable”), with an Effective 

Date of the date last signed below. 

WHEREAS, Lumen is the owner of U.S. Application Serial No. 88/642,330 for the mark 

LUMEN and U.S. Application Serial No. 88/642,312 for the mark LUMEN TECHNOLOGIES, 

for use in connection with certain telecommunications and data center infrastructure-based 

services in Classes 35, 37, 38, and 42 (the “LUMEN Marks”); 

 WHEREAS, Tenable is the owner of U.S. Registration No. 5927418 and U.S. 

Application Serial No. 88/641,098 for the mark LUMIN for use in connection with certain 

computer security consultancy and software services, among other things, in Class 42 

(hereinafter referred to as the “LUMIN Marks”); 

 WHEREAS, the LUMEN Marks have been refused registration by the United States 

Patent & Trademark Office in view of Tenable’s earlier-filed LUMIN Marks; and 

 WHEREAS, the parties wish to settle this matter outside of the administrative procedures 

of the United States Patent and Trademark Office and the litigation procedures of the United 

States courts and throughout the world. 
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 NOW THEREFORE, in consideration of mutual covenants set forth in this Agreement, 

and other good and valuable consideration, the receipt and sufficiency of which are hereby 

acknowledged, the parties agree as follows: 

1. Tenable consents to the use and registration of Lumen’s LUMEN Marks as set forth 

in U.S. Application Serial Nos. 88/642,330 and 88/642,312. 

2. Lumen consents to the use and registration of Tenable’s LUMIN Marks as set forth in 

U.S. Registration No. 5927418 and U.S. Application Serial No. 88/641,098. 

3. The parties agree that there is unlikely to be any consumer confusion between the 

parties’ respective marks and associated services. 

4. The parties agree that their respective marks are presented to their respective 

consumers in unique and distinguishable ways to avoid any risk of consumer 

confusion. 

5. The parties agree that their consumers are knowledgeable and sophisticated enough to 

be able to distinguish between the parties’ respective marks.  

6. The parties agree not to represent that they are related to one another or that their 

services stem from the same source. 

7. The parties do not anticipate that any confusion or mistakes will arise from their 

simultaneous use of their respective marks. However, in the event that any confusion 

does arise, or appears likely, the parties agree to cooperate to take steps to abate the 

confusion, and to prevent confusion from recurring. 
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 WHEREFORE the parties have caused this Agreement to be duly executed and become 

effective on the last date of execution indicated below. 

Lumen Technologies, Inc. 

By:  ______________________________ 

Name:  ____________________________ 

Title:  _____________________________ 

Date:  _____________________________ 

 

Tenable, Inc. 

By:  ______________________________ 

Name:  ____________________________ 

Title:  _____________________________ 

Date:  _____________________________ 
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