
Office Action Response 

This is in response to the Office Action objecting to registration of the mark FRAME 
(“Mark”) in U.S. Application No. 88/474,593 (“Application”) on the basis that the term is merely 
descriptive of Applicant’s goods and services under Lanham Act Section 2(e)(1), 15 U.S.C. 
Section 1052(e)(1).  Applicant, however, respectfully disagrees with the Office’s allegation that 
the term “frame” is merely descriptive of Applicant’s services, as amended (hereinafter, 
“Applicant’s Services”): 

Class 42 - Providing online, non-downloadable computer software for building, 
deploying, operating, and managing a desktop-as-a-service platform for cloud-based 
applications and desktops for enterprises and end users; providing cloud computing 
services, namely, providing a cloud-based desktop-as-a-service software platform for 
building, deploying, operating, and managing cloud-based applications and desktops for 
enterprises and end users; providing online, non-downloadable computer software for a 
cloud-based desktop-as-a-service software platform for others; providing cloud-
computing services featuring software for a desktop-as-a-service platform for others 

ARGUMENTS 

1.  The Mark Is Suggestive 

A mark is considered to be merely descriptive of goods or services, within the meaning of 
Section 2(e)(1) of the Trademark Act, if it immediately describes a significant ingredient, quality, 
characteristic or feature thereof or if it directly conveys information regarding the nature, 
function, purpose or use of the goods or services.  See, e.g., In re Intelligent Instrumentation Inc., 
40 USPQ2d 1792, 1974 (TTAB 1996) (to be considered descriptive mark must immediately 
describe …, without conjecture or speculation, a significant purpose or function of applicant’s 
goods…” (emphasis added). 

Moreover, whether a mark is merely descriptive is determined not in the abstract, but in 
relation to the goods or services for which registration is sought, the context in which it is being 
used on or in connection with those goods or services and the possible significance that the mark 
would have to the average purchaser of the goods or services because of the manner of its use.  
See In re Bright-Crest, Ltd., 204 USPQ 591, 593 (TTAB 1979); see also Plyboo Am., Inc. v. 
Smith & Fong Co., 51 USPQ2d 1633, 1640 (TTAB 1999) (finding the mark PLYBOO 
suggestive for bamboo laminate flooring and plywood made of bamboo); In re On Tech. Corp., 
41 USPQ2d 1475, 1477 (TTAB 1996) (finding the mark AUDITTRACK for computer software 
for monitoring activity on a computer network suggestive and not merely descriptive). 

On the other hand, a mark is suggestive if some operation of “imagination, thought and 
perception” is necessary for the consumer to reach a conclusion as to the nature of the goods or 
services at issue.  See In re George Weston Ltd., 228 USPQ 57, 58 (TTAB 1985).  A mark which 
conveys “information but only with ‘some reflection’ or after a ‘multi-stage reasoning process’ 
on the part of the buyer” is suggestive.  Id.; In re Tennis in the Round, Inc., 199 USPQ 496, 498 
(TTAB 1978).   



In applying the factors set forth above to the mark, it is clear that the mark FRAME does 
not convey an immediate idea of the subject matter or any quality, characteristic, function or 
feature of Applicant's Services. 

Applicant’s Services are desktop-as-a-service software platforms that allow vendors to 
deliver software applications to end users.  The Mark was created by shortening the name of the 
company that originally developed these software services, namely, Mainframe2 (Applicant 
subsequently acquired the Mainframe2 company and software).  A “mainframe” is a “a large, 
powerful computer that can handle many tasks concurrently and is usually used commercially”, 
which is not descriptive of Applicant’s Services.  See dictionary definition attached as Exhibit A.  
To create the Mark, the “main” and “2” portions of the company name were dropped to create 
the Mark, while still retaining an association with the company name due to the common word 
“frame”.  Consumers in the enterprise cloud computing field are sophisticated purchasers and 
may be aware that the Mark is a reference to the company that originally developed the software 
and would therefore associate the Mark with the word “mainframe”, which is not descriptive of 
Applicant’s Services. 

The Mark was adopted because it suggests both: (i) the concept of something that holds 
things together (e.g., the way a building needs to be framed to hold the structure together); and 
(ii) the concept of providing a window into something (e.g., a window frame allows you to see 
what is on the other side).  With respect to Applicant’s software, the Mark suggests that 
Applicant’s Services are figuratively holding together a bundle of applications – imagine a house 
frame – because Applicant’s Services are supporting (as a platform level service) the 
applications that the user accesses.  The Mark is also suggestive of a window frame in that 
Applicant’s Services allow consumers to figuratively look “through” their computer monitors 
into the cloud to see their software applications, just as if their computer screen was a pane of 
glass in a window. 

Based on the above, a consumer would not immediately assume that the Mark has a 
descriptive meaning in the context of Applicant’s Services and would have to take a mental 
pause to consider whether the Mark conveys information about the Applicant’s Services.  It is 
this precise mental pause and reflection that renders Applicant’s mark suggestive. 

2.  The Cited Evidence Is Insufficient to Support of Refusal of the Mark 

The examining attorney must support his or her action with relevant evidence and ensure 
that proper citations to the evidence are made in the Office action.  See TMEP §710.01.  A 
descriptiveness refusal must be supported with “appropriate evidence.”  See TMEP §1209.02 
(internal citations omitted).  The USPTO bears the initial burden of presenting a prima facie case 
that the designation is not inherently distinctive.  See McCarthy on Trademarks, §11:51.

As explained above, Applicant’s Services are desktop-as-a-service platforms that allow 
vendors to deliver software applications to end users.  Applicant’s platform and software is not 
“frame technology” of the sort cited by the Examiner, nor was it created using such “frame 
technology,” nor would anyone regard it as such. The Examiner has not provided any evidence 



that “frame technology” is related in any way to the development or operation of desktop-as-a-
service platforms.  Specifically, the Wikipedia article attached to the Office Action does not 
indicate that the technology has any application to the type of software services provided by 
Applicant.  As a result, the cited article is insufficient to link desktop-as-a-service platforms and 
“frame technology” and cannot support refusal of the Mark on descriptiveness grounds. 

The Examiner also cited a definition of “frame” in the context of computers and alleged 
that a screenshot of Applicant’s website showed “rectangular areas displaying text and graphics.”  
The screenshot of Applicant’s website that is attached to the Office Action is truncated, which 
makes it difficult to see what is causing the Examiner to raise this objection, but Applicant 
guesses that it is the graphic layout of the page that includes placement of some text and images 
in boxes and illustrations showing images on device screens.   

Applicant’s website is a marketing tool intended to provide information to consumers 
about Applicant’s Services.  The layout of Applicant’s website is unrelated to the way 
Applicant’s Services are accessed by consumers, which is through their own devices, not through 
the page of Applicant’s website identified by the Examiner.  Given this information, the 
screenshot of Applicant’s website cannot be relied on to show that the Mark has the meaning 
identified in the dictionary definition attached to the Office Action.   

Further, the Examiner overlooks the primary definitions (at the top of the dictionary 
excerpt) for “frame”, specifically: 

1.
a. A structure that gives shape or support: the frame of a house. 
b. The structure or physique of a human or animal body: a worker's sturdy frame. 
c. An open structure or rim for encasing, holding, or bordering: a window frame; the 
frame of a mirror. 

These definitions support the suggestive nature of the Mark, namely, that consumers may 
visualize the mark as a figurative structure that supports or holds their applications like the frame 
of a house or window. 

In short, there is no evidence in the record to support the conclusion that the particular 
definition relied on by the Examiner would be the one that would immediately come to mind 
when a consumer encounters the Mark in the context of Applicant’s Services.  Further, the 
primary dictionary definitions for “frame” reaffirm the suggestive nature of the word as used in 
the Mark. 

3.  Third Party Marks Support Registration of the Mark 

Applicant’s Services provide users with access to software applications through the 
cloud.  To use Applicant’s Services, a user must have his or her own computing device with a 
display screen.  That display screen will typically be rectangular in shape.  Most software is 
accessed by using a computing device with a rectangular display screen. The fact that software 
needs to be accessed through the display screen of a device that is rectangular is not a reason to 



refuse registration of marks for software that consist of or incorporate the word “frame.”  In fact, 
the USPTO has allowed registration of numerous third-party marks incorporating the word 
“frame” for software and software services without requiring a disclaimer.  This supports the 
conclusion that the word “frame” is suggestive in the context of Applicant’s Services and that the 
Mark is as capable of registration as the following marks: 

1. Frame (US Reg. No. 4836110) 
2. PROXIMITY FRAME (US Reg. No. 4836110) 
3. hi-Frame (US Reg. No. 4500156) 
4. ViFrame (US Reg. No. 4190517) 
5. VuFrame (US Reg. No. 4395618) 
6. InFrame (US Appln No. 88521287; published) 
7. A-FRAME (US Reg. No. 5731128) 
8. S-FRAME (US Reg. No. 2156010) 
9. Q-FRAME (US Reg. No. 4574029) 
10. vFRAME (US Reg. No. 4974344) 

11.  (US Reg. No. 5139800) 

Print outs from the USPTO website showing the records for these marks are attached as 
Exhibit B.  As with the marks listed above, Applicant’s Mark is similarly suggestive and 
therefore registrable on the Principal Register.   

CONCLUSION 

Based on all of the above, the Mark is suggestive, not descriptive of Applicant’s Services.  
First, the Mark does not convey an immediate idea of the subject matter or any quality, 
characteristic, function or feature of Applicant's desktop-as-a-service platforms.  The origin of 
the Mark and the primary dictionary definitions of the word “frame” support the suggestive 
nature of the mark.  Second, the Internet evidence attached to the Office Action is not sufficient 
to support the refusal on the basis that it does not provide any connection between “frame 
technology” and desktop-as-a-service platforms.  Nor is the dictionary definition relevant in the 
context of Applicant’s Services.  Finally, prior Office practice with respect to prosecution of 
marks consisting of or incorporating the word “frame” without requiring a disclaimer of this 
word supports registration of the Mark. 

Applicant respectfully submits that doubts concerning the descriptiveness of a mark are 
to be resolved in favor of the Applicant during ex parte prosecution.  See  In re  Micro 
Instrument Corp., 222 U.S.P.Q. 252, 255 (TTAB 1984) (stating that “the suggestive/descriptive 
dichotomy can require the drawing of fine lines in a process where doubts are to be resolved in 
favor of applicants”); In re LRC Prods. Ltd., 223 U.S.P.Q. 1250, 1252 (TTAB 1984) (stating that 
even in close cases, “any doubt on the question of mere descriptiveness is resolved in favor of 
publication”).  Applicant therefore requests that registration refusal be withdrawn and 
Application Serial No. 88/474,593 be approved for publication. 
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