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RESPONSE TO OFFICE ACTION
IMLIVE, SN 88571948

AMENDMENTS

1. Please amend the basis of Class 35 to intent to use. The Request to Divide is being filed
simultaneously to divide out Classes 38, 41, 42, and 45 based on use in commerce.

2. Please amend the list of services as follows:

Class 35: Advertising services, namely, promoting the goods and services of others via a
global computer network; advertising and information distribution services, namely,
providing advertising services and classified advertising services for others via a global
computer network; promotional services, namely, promoting the goods and services of
others over the Internet through the placement of third party advertisements and service
advertisements on a website; dissemination of advertising matter for others relating
to adult entertainers via a global information network; providing on-line computer
databases and on-line searchable databases featuring classified ad listings

Class 38: bi i ersonal-an i
mie#mauen—newe;k—Prowdmg on- I|ne chat rooms permlttlng audlo and V|deo
communication between individuals via a global information network; providing on-line
electronic bulletin boards for transmission of messages among users in fields of mutual
interest; providing internet chat rooms in the nature of online facilities for real-time
interaction with online adult entertainers of live sex shows and tease shows

neMeR—Entertamment services, namely, prowdlng a Web5|te featurlng adult
entertainment, providing live performances by an adult entertainer, and providing a
web site featuring non-downloadable adult-themed photographs and videos

Class 42: C
seamhablada%abasesiea&mng%las&ﬁeﬁ%agsanda%n%ads—Computer services,

namely, hosting on-line web facilities for others for organizing and conducting on-line
meetings, on-line interactive communications and on-line interactive discussions

Class 45: Personal and social services, namely, previding-information-and-databases
featuring-classified-Histings-and-want-ads;-arranging personal social introductions for

entertainment purposes
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ARGUMENTS

1. Specimen omitted in Class 35

In response to the refusal to register based on the omitted specimen in Class 35,
Applicant requests to amend the basis of Class 35 to intent to use. The Request to Divide is being
filed simultaneously to divide out Classes 38, 41, 42, and 45 based on use in commerce.

2. Specimen refusal in Class 45

Registration is refused on the basis that the specimens submitted on August 8, 2019 at the
time of filing the application do not show the applied-for-mark in use in commerce in connection

with any of the Class 45 services. For the reasons set forth below, Applicant requests that the
refusal be withdrawn.

As noted, Class 45 has been amended to “Personal and social services, namely, arranging
personal social introductions for entertainment purposes.” For convenience, the Class 45
specimens of record are re-attached as Exhibit A, with pertinent excerpts shown below.

s
Im L\/‘/e.cnm The Web's Number 1 |LIVE Video Chat [Bite

A huge selection of webcam Hosts of every type & speciality

The largest user base in the webcam world - milions of users worldwide

ImLive

wideo Chat (IVEpith thousands of the
ottest babes reacly and waiting to get

naked now on ImLive, the world's largest
webcam arena with cwver 60 millicn
mernbeers!

Additionally, the originally submitted specimens of record in Classes 38 and 41 are
attached as Exhibit B to further provide the context in which Applicant is using the mark in
connection with the identified services, specifically, arranging personal social introductions for
entertainment purposes. Pertinent excerpts are shown below:

. \ |[Live Sex Chat|with hot & sexy girls

Live Sex Chat with hot cam girls - Chat for free, and enjoy free sex videos of these amateur girls.
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Discover ImLive

ImLive offers you a variety of ways to enjoy the Live Cam experience. This is the place to explore and discover everything available to you on Live Cams!

%

Chat LIVE with real people

™

PRIVATE
CHAT

CANDY
SHOWS

Chat Features

The screenshots of Applicant’s web pages clearly display the IMLIVE mark and
advertise its live video chat services, an internet-based form of communication amongst users of
the services. A quick Internet search easily shows that live video calls involving face-to-face
time between individuals is considered to be a popular form of social introduction online. These
screenshots of Applicant’s website, which display the mark and reference the services, are
expressly authorized as appropriate specimens. TMEP Sec. 1301.04(h)(iv)(C). The below
example set forth in TMEP Sec. 1301.04(i) is analogous to Applicant’s specimens:

2l Ticket Central - Microsoft Internet Explorer = =157] x|
r e - -
m.- 2 CRET C§ N TR i/ [EeLosE ]
Show ] B2 Date/Time | 23 Seating i #4 Tickets ! 5 Billing
1. Purchase tickets for:
The Day Emily Married
2. How many ticksts do you need?
|r) -|
The Day Emily
Married
SOESY Theatras
No Seating Chart
corsinus | Rases | Available
Quastiane? Vigitour Holp/Contact us page
Technaology by lﬁ(%},t_e
Or chack our wab zales ©olicw
Services
Mark
| &) Done ] | & Intermnet %

The above “screenshot” for the mark INSITE TICKETING was accepted for the services,
“application service provider (ASP), namely, hosting computer software applications for others
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in the field of ticketing and related ticketing services,” on the basis that the wording "Technology
by” next to the mark appropriately provides the context in which the services are rendered. The
consumer is thus able to imply that the applicant provides software technology services.

So, too, in this case, the live video chat referenced multiple times on the screenshots of
Applicant’s website provides the context in which the services are rendered, and appropriately
establishes a direct association between the IMLIVE mark and the Class 45 services. The
Examining Attorney is required to consider the context of the specimen as experienced by the
customers to whom the services are offered. “To be acceptable, a service-mark specimen must
show the mark sought to be registered used in a manner that demonstrates a direct association
between the mark and the services.” TMEP Sec. 1301.04(f). This direct association “may be
established textually, contextually, or logically.” TMEP Sec. 1301.04(f)(ii). It is also noted in the
TMEP, “While the services need not be stated word for word, a ‘sufficient reference’ to the
services themselves or general reference to the trade, industry or field is required.” Id. There is
no requirement that Applicant use the exact words included in the identifications, such as
“arranging personal social introductions,” on the specimen for it to be considered as acceptable
use of the mark. Rather, the reference to the live video chat achieves the same effect by drawing
a textual, contextual, and logical connection between the mark and the services. Therefore,
Applicant’s use of the IMLIVE mark on the original specimens is sufficient to show use of the
mark in commerce for the services in Class 45, namely, “Personal and social services, namely,
arranging personal social introductions for entertainment purposes.”

CONCLUSION

Applicant respectfully requests that the refusal to be withdrawn, the request to divide to
be processed, and that the applications proceed to publication.
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