
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
 
In re Trademark Application of: Docket No.: 184.0115TMUS 

 Casa Flora, Inc.  

Serial No.:  88/267,598  

Filed:  01/18/2019 Trademark Examining Attorney:  
Stoides, Katherine 
Law Office Assigned: 101 

For: “BRILLIANCE” 
 
Commissioner for Trademarks 
P.O. BOX 1451 
Alexandria, VA 22313-1451 
 

 
RESPONSE TO OFFICE ACTION 

 
 

 
Applicant has received and carefully considered the Office Action issued on December 3, 

2019 (“Office Action”).  Applicant hereby responds and respectfully requests reconsideration 

and that the application be advanced to publication. 

Applicant filed for registration of the mark “BRILLIANCE” in International Class 031 

for “Live plants, namely, ferns.”  The application was filed as an intent-to-use application under 

Section 1(b), but has now been amended to be a used-based application under Section 1(a). 

The Office Action refused registration based an allegation that the mark raises a 

likelihood of confusion under Section 2(d) with U.S. Registration No. 5829675 (hereafter “’675 

Registration”),“ROOTED BRILLIANCE”.  

Applicant submits that the focus on the ‘675 Registration is on the first word and is taken 

as a combination that is not likely to be confused with BRILLIANCE alone.  More importantly, 
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the owner of the ‘675 Registration has entered into a Coexistence Agreement with the Applicant. 

A redacted copy of the Coexistence Agreement is submitted herewith (Exhibit A).  

In the Agreement, the owner of the allegedly conflicting registration has agreed that there 

is no likelihood of confusion (paragraph 4) and, further, has agreed not to sell ferns under that 

mark (paragraph 2).  In addition to agreeing there is no likelihood of confusion, the owner of that 

trademark registration has agreed that the marks may coexist without issue.  Accordingly, 

Applicant respectfully requests that the agreement of the Applicant and owner of the ‘675 

Registration be honored and that the pending application to register BRILLIANCE move to 

publication. 

Dated:  01/16/2020        Respectfully submitted, 
 
 
 
     By:  /Robert H. Johnston III/ 
 
     Robert H. Johnston III 
     Hubbard Johnston, PLLC 
     P.O. Box 141228 
     Dallas, Texas 75214 
     Tel. 214.220.9900 
 
     Attorney for Applicant 



Serial No.:  88/267,598 
Response to 12/3/2019 Office Action 

 

 3 

 
 
 

EXHIBIT A – COEXISTENCE AGREEMENT 
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