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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK EXAMINATION DIVISION 

APPLICANT : Blue Bottle Coffee, LLC )
)

MARK : Blue Bottle Blue Mark ) April A. Hesik 
) Trademark Examining Attorney 

SERIAL NO. : 88/366,378 ) Law Office 124 
)

CLASS: : 43 )

RESPONSE TO OFFICE ACTION

Applicant Blue Bottle Coffee, LLC (“Applicant”) hereby responds to the Office Action 

issued on June 21, 2019, regarding U.S. Trademark Application Serial No. 88/366,378 

(“Application”), together with the declaration of Rifkin Young and annexed supporting exhibits 

(“Young Declaration”). 

I. Applicant’s Mark Is Not a Phantom Mark 

The Examining Attorney has refused registration of Applicant’s mark on the basis that it 

seeks to register a mark with a changeable or “phantom” element.  Applicant respectfully 

disagrees that its mark includes any changeable or “phantom” element.   

As the Examining Attorney has stated, a phantom mark is a mark that consists of a word, 

alpha-numeric designation, or component of a mark that is subject to change.  In re Trico Prods. 

Corp., 2006 TTAB LEXIS 279 (TTAB 2006); T.M.E.P § 1214.  However, it appears that the 

Examining Attorney may not have understood the elements of Applicant’s mark.  In the Office 

Action, the Examining Attorney states that the dotted lines appear to be a placeholder for a 

changeable design element.  However, the signage depicted in the dotted lines serve only as a 

positional reference to illustrate a context in which the Blue Bottle Blue Mark appears – the 

dotted lines are not a feature of the mark.  Instead, Applicant seeks to register the particular blue 

color (Pantone 2995 C) as its mark, which is not changeable.   



2 
KILPATRICK TOWNSEND 72806691 1  

II. Applicant’s Mark Has Acquired Distinctiveness, Entitling It to Registration Under 
Section 2(f) of the Trademark Act 

Applicant’s color mark as shown in the Application (“Blue Bottle Blue Mark”), has 

acquired distinctiveness as a result of its seventeen years of substantial and exclusive use.  Thus, 

it enjoys significant consumer recognition.   

A. Applicant Need Only Establish a Prima Facie Case of Acquired Distinctiveness 

In refusing the Application, the Examining Attorney states that Applicant’s Blue Bottle 

Blue Mark as applied to the product packaging is simply a decorative feature and is not 

inherently distinctive.  The United States Supreme Court has held that “[c]olor can function as a 

mark if it is used in the manner of a trademark or service mark and if it is perceived by the 

purchasing public to identify and distinguish the goods or services on or in connection with 

which it is used and to indicate their source.”  T.M.E.P. § 1202.05 (citing Qualitex Co. v. 

Jacobson Prods. Co., 514 U.S. 159, 34 U.S.P.Q.2d 1161 (1995)).   

As with all other types of marks, at this stage of the application process, “an applicant 

need not conclusively establish distinctiveness, but need only establish a prima facie case to 

warrant publication of a mark for opposition.”  Yamaha Int’l Corp. v. Hoshino Gakki Co., 840 

F.2d 1572, 1576 (Fed. Cir. 1988) (quoting In re Capital Formation Counselors, Inc., 219 

U.S.P.Q. 916, 919 (T.T.A.B. 1983)).  It is well settled that borderline cases should be resolved in 

favor of the applicant “on the theory that any person who believes he would be damaged by the 

registration will have an opportunity under Section 13 to oppose the registration of the mark and 

to present evidence, usually not present in the ex parte application, to that effect.”  In re Gourmet 

Bakers, Inc., 173 U.S.P.Q. 565 (T.T.A.B. 1972).   
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B. Applicant’s Significant Use of the Blue Bottle Blue Mark Is Competent Evidence 
of Its Acquired Distinctiveness  

To demonstrate that its mark has acquired distinctiveness, an applicant may submit “any 

competent evidence” showing that consumers associate the applicant’s goods provided under the 

applicant’s mark with the applicant.  T.M.E.P. §1212.01.  “Competent” evidence can take a 

variety of forms.  It includes items that demonstrate the extent and nature of use of the mark in 

commerce, and those that tend to show the mark distinguishes the goods.  37 C.F.R. §2.41(a). 

“An evidentiary showing of secondary meaning, adequate to show that a mark has acquired 

distinctiveness indicating the origin of the goods, includes evidence of the trademark owner’s 

method of using the mark, supplemented by evidence of the effectiveness of such use to cause 

the purchasing public to identify the mark with the source of the product.”  In re Owens-Corning 

Fiberglas Corp., 227 U.S.P.Q. 417, 422 (Fed. Cir. 1985).   

Importantly, it is only necessary to show that a substantial segment of the relevant group

of consumers will make the association between the product and the producer.  Am. Ass’n for 

Advancement of Science v. Hearst Corp., 498 F. Supp. 244, 257 (D.D.C. 1980); see also 

Christian Louboutin S.A. v. Yves Saint Laurent Am. Holdings, Inc., 696 F.3d 206, 226 n.23, 103 

U.S.P.Q.2d 1937 (2d Cir. 2012) (holding that the red color contrast of women’s shoe soles had 

acquired secondary meaning among those in the market for very expensive high-heeled shoes). 

Here, the relevant group of consumers—consumers of high-quality coffee—associate 

Applicant’s coffee services and Applicant with the Blue Bottle Blue Mark, as demonstrated 

below and attested to in the attached Young Declaration and annexed exhibits. 

C. The Blue Bottle Blue Mark Is an Integral Element of Applicant’s Services and 
Marketing Activities 

Applicant, founded in 2002, is an extremely popular coffee roaster and retailer.  Since its 
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inception, and at least as early as August 15, 2002, Applicant has used the Blue Bottle Blue Mark 

as a significant component of its branding for its coffee goods and café services.   

The Blue Bottle Blue Mark has become distinctive of Applicant’s exceptionally popular 

café services through Applicant’s substantially exclusive and continued use in commerce of the 

Blue Bottle Blue Mark since 2002.  Proof of continuous and substantially exclusive use of a 

mark for five years constitutes prima facie evidence that the mark has become distinctive.  See

15 U.S.C. § 1052(f).  The presence of Applicant’s mark for nearly two decades in the market has 

created a strong association in the minds of the relevant consuming public between the particular 

shade of blue and the goods and services provided under it.  This long period of use renders the 

mark presumptively distinct as an indicator of source for Applicant’s goods and services.  It 

entitles Applicant to the statutory presumption of acquired distinctiveness under Section 2(f) of 

the Trademark Act.  Id.

In addition to Applicant’s use of the Blue Bottle Blue Mark in its cafés and other retail 

channels, Applicant has extensively used and promoted the Blue Bottle Blue Mark online, with 

over 364,000 followers on its Instagram page, 144,000 followers on its Facebook page, and over 

68,000 followers on its Twitter page.  (See, Young Declaration).   

Applicant submits that the foregoing evidence clearly establishes that its mark is strong 

and is uniquely associated with Applicant and its services.  As such, the Blue Bottle Blue Mark 

has acquired distinctiveness sufficient to merit its registration. 

III. Amendment of the Description of the Mark 

In accordance with the Examining Attorney’s request, Applicant amends the Color Claim 

and description of the Mark to the following: 

The color blue (Pantone 2995 C) is claimed as a feature of the mark. 
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The mark consists of the color blue (Pantone 2995 C) as used on signage for the services. 
The dotted lines representing the sign are not claimed as part of the mark and serves only 
to show the position or placement of the mark. 

IV. Response to the Examining Attorney’s Inquiries 

In response to the Examining Attorney’s inquiries, Applicant responds as follows: 

(1) An explanation as to whether the identified color(s) serve(s) any purpose as used on 
the sign for the services

In response to this request, Applicant states that the Blue Bottle Blue Mark does not serve 

any functional or utilitarian purpose as used on the sign for the services.   

(2) Any available advertising, promotional or explanatory literature concerning the 
goods, particularly any material that relates specifically to the applied-for color mark 

In response to this request, Applicant directs the Examining Attorney’s attention to the 

Young Declaration, which provides information and examples of its advertising and promotion 

of the goods and services, including those which specifically relate to the Blue Bottle Blue Mark. 

(3) An explanation as to whether any statutes, regulations, ordinances, codes or industry 
standards require, regulate and/or standardize the use of the identified color(s) on the 
sign for the services 

In response to this request, Applicant states that no statutes, regulations, ordinances, 

codes, or industry standards require, regulate, or standardize the use of any color on the services 

covered by the Application.   

(4) An explanation as to the use of the identified color(s) in applicant’s industry and any 
other similar use of color in applicant’s industry 

In response to this request, Applicant states that it is not the industry standard to use the 

Blue Bottle Blue Mark in Applicant’s industry.  Applicant is known as a major player in the 

third-wave coffee movement and none of the other top brands within the third-wave coffee 

companies incorporate a light blue color scheme in their logo.  For example, Applicant calls to 

the Examining Attorney’s attention the infographic shown below, from a Business Insider article 
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(Exhibit A), which shows the top brands in the third-wave coffee space. 

As can be seen, the Applicant is the only one in this list that features a blue color scheme. 

 (5) An explanation describing any other similar use of color by applicant

In response to this request, Applicant directs the Examiner Attorney’s attention to 

paragraphs 7-8 of the Young Declaration, which discuss other uses of Applicant’s color. 

(6) Color photographs and color advertisements showing competitive goods in 
applicant’s industry. 

In response to this request, Applicant directs the Examining Attorney’s attention to 

Exhibit A, discussed above, which lists the top brands in the industry.  Additionally, Applicant 

directs the Examining Attorney’s attention to Exhibit B, listing other brands within the third 

wave of coffee brands.  As can be seen, the Applicant is the only one that features a light blue 

color scheme.    

V. Amendment of Class 43 Services 

Applicant hereby amends the services in Class 43 as follows (in red): 

Class 43:  Cafe, coffee shop, coffee bar, coffee house, and snack-bar services; coffee 

supply services for offices in the nature of provision of beverages; restaurant services 

// 

// 

// 

// 

// 
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VI. Conclusion 

Having addressed all of the issues raised in the Office Action, Applicant respectfully 

requests that its mark be passed to publication. 

Dated: December 20, 2019  Respectfully submitted, 

KILPATRICK TOWNSEND &  
STOCKTON LLP 

By: /__Jenny Goak____/ 
Anthony J. Malutta 
Jenny Goak 
Two Embarcadero Center, Suite 1900 
San Francisco, California 94111 
Phone: 415-576-0200 
Fax:  415-576-0300 

Attorneys for Blue Bottle Coffee, LLC
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