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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
 

 
Serial Number: 88/471,468 

   
Application Basis: Foreign Registration 

 
Filing Date: June 13, 2019 

 
Examiner: Shanoski, Joanna M. 

  
Applicant: Softwire Technology Limited 

aka Softwire 
Docket Number: 750001 

  
 

Mark:    word plus design mark  
 

 
RESPONSE TO NON-FINAL OFFICE ACTION 

 
Commissioner for Trademarks 
P.O. Box 1451 
Alexandria, VA 22313-1451 
 
Dear Commissioner: 
 
 In response to the Examining Attorney’s Non-Final Office Action dated September 11, 

2019 (hereinafter “Office Action”), Applicant responds as follows:   

REMARKS IN SUPPORT OF REGISTRATION 

Applicant respectfully requests reconsideration of the Office Action's refusal of the instant 

Application based upon the Likelihood of Confusion Refusal, the U.S. Counsel Requirement, the 

Mark Description, and the Foreign Registration Requirement.1  

I.  LIKELIHOOD OF CONFUSION REFUSAL 

 Applicant respectfully requests reconsideration of the Office Action’s refusal of the instant 

Application based upon the Likelihood of Confusion Refusal with the SOFTWIRE word mark, 

Registration No. 4,743,824 (hereinafter referred to as “Cited Mark”).2 The Office Action initially 

 
1 Office Action pp. 2-4. 
2 Office Action pp. 2-3. 
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refused registration of Applicants’ Mark based upon a finding regarding the following factors: “(1) 

the similarities between the compared marks and (2) the relatedness of the compared goods and/or 

services.”3 

Applicant notes with appreciation the Office Action’s Option to Overcome the Refusal 

based upon the Likelihood of Confusion with the Cited Mark by way of limiting the Identification 

of the Services.4 In accordance with this suggestion, Applicant wishes to amend the Services as 

follows: 

A. As Filed: 

Design and development of computer hardware and software; Scientific 
and technological services, namely, research and design in the field of 
computer software, data science and artificial intelligence; Computer 
programming and computer system analysis; in Class 042; 
 

B. As Amended: 

Design and development of computer hardware and software, not in the 
fields of energy management, lighting control, or temperature control; 
Scientific and technological services, namely, research and design in the 
field of computer software, not related to the fields of energy 
management, lighting control, or temperature control, data science and 
artificial intelligence; Computer programming and computer system 
analysis, not in the fields of energy management, lighting control, or 
temperature control; in Class 042; 
 

C. Final Identification: 

Design and development of computer hardware and software, not in the 
fields of energy management, lighting control, or temperature control; 
Scientific and technological services, namely, research and design in the 
field of computer software, not related to the fields of energy management, 
lighting control, or temperature control, data science and artificial 
intelligence; Computer programming and computer system analysis, not 

 
3 Office Action p. 2; In re i.am.symbolic, llc, 866 F.3d 1315, 1322, 123 USPQ2d 1744, 1747 (Fed. Cir. 
2017). 
4 Office Action p. 3. 
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in the fields of energy management, lighting control, or temperature 
control; in Class 042. 
 

Considering the amendment to the Identification of the Services in accordance with the 

Office Action’s suggestion, Applicant respectfully requests the refusal based upon the Likelihood 

of Confusion with the Cited Mark be overcome and withdrawn. Given the forgoing amendment, it 

is not likely that a consumer would be confused as to the source when encountering the Cited 

Mark’s Goods and Applicant’s Services in the marketplace. 

II.  U.S. COUNSEL REQUIREMENT 

 Applicant also respectfully requests reconsideration of the instant Application based upon 

the U.S. Counsel Requirement.5 The Office Action refused registration of Applicant’s Mark due 

to Applicant’s foreign domicile and lack of representation by counsel in the United States related 

to this Application.6 Applicant filed its Revocation, Appointment, and/or Change of Address of 

Attorney/Domestic Representative on November 01, 2019 appointing the undersigned Counsel of 

Record, who is licensed in the  United States. This appointment has since been reflected on the 

Application data.  

   Considering the November 01, 2019 filing, Applicant respectfully requests the refusal 

based upon the U.S. Counsel Requirement be overcome and withdrawn.  

III.  MARK DESCRIPTION 

Applicant respectfully requests reconsideration of the Office Action's refusal of the instant 

Application based upon the Description of the Mark.7 The Office Action refused registration of 

Applicant’s Mark based upon a finding that the Description of the Mark is indefinite.8 Applicant 

 
5 Office Action p. 3. 
637 C.F.R. §§2.11(a). 
7 Office Action p. 4. 
8 37 C.F.R. §2.37. 
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wishes to amend the Description of the Mark to adopt the language proposed in the Office Action, 

which is as follows:  

The mark consists of the word “SOFTWIRE” where the letter “I” is dotted with a 
triangle pointing to the right, all in blue. 

 
IV.  FOREIGN REGISTRATION REQUIREMENT 

Applicant also respectfully requests reconsideration of the instant Application based upon 

the Foreign Registration Requirement.9 Applicant is submitting a scanned certified copy of the 

foreign registration to this Response as Exhibit A. Submission of this certified copy should satisfy 

the foreign registration requirement, rendering the refusal based upon such moot.  

Considering the submission of the certified copy of the foreign registration, Applicant 

respectfully requests the refusal based upon the Foreign Registration Requirement be overcome 

and withdrawn. 

V. CONCLUSION 

In view of the aforementioned amendments and remarks, it is respectfully requested that 

the refusal based upon the Likelihood of Confusion Refusal, U.S. Counsel Requirement, Mark 

Description, and the Foreign Registration Requirement, be reconsidered, overcome, and 

withdrawn. 

The undersigned hereby certifies that this Response is being electronically transmitted 

under 37 CFR 2.197 using TEAS with the United States Patent and Trademark Office. The 

undersigned being warned that willful false statements and the like are punishable by fine or 

imprisonment, or both, under 18 U.S.C. §1001, and that such willful false statements and the like 

may jeopardize the validity of the Application or document or any registration resulting therefrom, 

 
9 Office Action p. 4. 
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declares that all statements made of her knowledge are true; and all statements made on 

information and belief are believed to be true. Therefore, registration of Applicant’s Mark upon 

the Principal Registry should be allowed and such action is earnestly solicited.    

Respectfully, 
 
/Brittany J. Maxey-Fisher/ 
Brittany J. Maxey-Fisher, Esq. 
Maxey-Fisher, PLLC 
100 Second Avenue South  
Suite 401-N 
St. Petersburg, FL 33701 
(727) 230-4949 
bmaxeyfisher@maxeyfisher.com  
Attorney for Applicant 
 
 
 

CERTIFICATE OF MAILING OR TRANSMISSION UNDER 37 CFR 2.197: 
I hereby certify that this correspondence is being electronically transmitted using TEAS with the 
United States Patent and Trademark Office.  
 
_________       ______________________ 
Date         Brittany J. Maxey-Fisher, Esq. 

 
 

 

12/06/2019 /Brittany J. Maxey-Fisher/
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