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RESPONSE TO OFFICE ACTION NO. 1 

 Applicant Tailored Soap (“Applicant”) responds to the Office Action No. 1 mailed on May 

20, 2019 as follows: 

I. REFUSAL TO REGISTER BASED ON LIKELIHOOD OF CONFUSION 

The Examining Attorney has refused registration of Applicant’s GALAXY mark (“Applicant’s 

Mark”) for  “Bar soap; Cakes of soap; Non-medicated skin care preparations, namely, solid soaps” 

under International Class 003, Application Serial No. 87503455 (“Application”) under Section 

2(d) of the Trademark Act, 15 U.S.C. §1052(d), on the grounds that Applicant’s Mark is likely to 

be confused with  U.S. Trademark Registration No.  5699743 for GROOMING GALAXY, namely 

for “Toiletries, namely, body deodorant, antiperspirants, shower gel, body wash, facial cleanser, 

facial scrub, facial wash, non-medicated hand wash, non-medicated hand soaps, moisturizing body 

lotions, body lotion, body moisturizers, facial moisturizers, hand moisturizers, after-shave liquid, 

aftershave cream, after-shave lotions, after-shave emulsions, after-shave cologne, after-shave 

moisturising cream, after-sun gels, namely, cosmetics, after-sun lotions, after-sun oils, namely, 



 

 

cosmetics, after-sun milks, namely, cosmetics, after sun creams, after sun moisturisers, bath cream, 

bath foam, bath crystals, bath gels, bath lotion, bath oils and bath salts, bath powder, namely, 

cosmetics, antiperspirant soap, Almond soaps, antibacterial soap, depilatory wax, baby shampoo, 

baby wipes, conditioner, hair gel, hair wax, hair spritz, hairspray, dentifrices, anti-cavity 

mouthwashes, alum stones, namely, astringents for cosmetic purposes, astringents for cosmetic 

purposes, baby bubble bath, baby hair conditioner, baby hand soap, baby lotion, baby oil, baby 

oils, baby powder, baby wipes, baby wipes cases, aromatic body care products, namely, body 

lotion, shower gel, cuticle cream, non-medicated lip balm, soap, body polish, body and foot scrub 

and non-medicated foot cream, aromatic oils for the bath, aromatic preparations, namely, cream, 

lotion and body spray, aromatic essential oils, aromatic potpourris, bath and shower gels and salts 

not for medical purposes, bath beads, bath bombs, bath cream, bath crystals, bath fizzies, bath 

flakes, bath foam, bath foams, bath gel, bath gels, bath herbs, bath melts, bath milks, bath oils and 

bath salts, bath oils for cosmetic purposes, bath pearls, bath powder, namely, cosmetics, non-

medicated bath salts, beauty creams, beauty creams for body care, beauty gels, beauty lotions, 

beauty masks, beauty milks, beauty serums, beauty soap, bar soap, bath soaps, bathing lotions, bay 

rums, body butter, body crayons, body cream, body cream soap, body creams, body deodorant in 

pill form, body deodorant, namely, perfumery, body emulsions, body mask cream, body mask 

lotion, body mask powder, body masks, body milks, body oils, body powder, body splash, breath 

fresheners, breath freshening confectionary, namely, dissolvable breath strips, breath mints, candy 

and gum, breath freshening sprays, breath freshening strips, Cedarwood perfumery, cleansing 

creams, namely, cosmetics, cleansing milk, cold creams, cologne, cologne water, Colognes, hair 

colorants, hair dyes, hair bleach, color-removing preparations for hair, cosmetic body scrubs for 

the face, feet, hands and body, cosmetic cotton wool, cosmetic creams, cosmetic creams for 



 

 

skincare, cosmetic facial blotting papers, cosmetic hair dressing preparations, cosmetic hair filling 

powders for covering bald and thinning spots on the scalp, cosmetic hair regrowth inhibiting 

preparations, cosmetic massage creams, cosmetic nourishing creams, cosmetic masks, cosmetic 

hand creams, cosmetic milks, cosmetic oils, cosmetic olive oil for the face and body, cotton balls 

for cosmetic purposes, dental bleaching gels, dental rinses for non-medical purposes, denture 

cleaners, denture polishes, depilatory wax, Eau de parfum, eye gels, eye cream, eye lotions, face 

and body lotions, face oils, facial moisturizer with SPF, foot deodorant spray; hair care 

preparations; shampoo, hair conditioner, hair gel, hair wax, hair spritz, hairspray, hair colorants, 

hair dyes, hair bleach, hair creams, hair decolorants and dry shampoos; body moist spray; spot 

sticks; moisturisers; body moisturiser, facial moisturiser; shaving preparations; shaving gel, 

shaving oil, shaving cream, shaving foam, shaving spritz, shaving soap, shaving stones; after-shave 

preparations; after-shave; after-shave gel, after-shave balm; hair removal preparations and creams; 

depilatory preparations; perfumery; eau de toilette; essential oils; cosmetics; dentifrices; lip balm; 

moustache wax; Skincare preparations, namely, anti-ageing creams, anti-ageing cream containing 

a retinoic ingredient not for medical purposes, anti-ageing cleanser, anti-ageing moisturizer, anti-

ageing toner, anti-ageing moisturizer used as cosmetics, age-spot reducing creams, age-retardant 

gel, age-retardant lotion, anti-ageing cleanser, antibacterial skin soaps, aromatic essential oils, anti-

wrinkle creams, baby oil, anti-freckle creams, Argan oil for cosmetic purposes, Amla oil for 

cosmetic purposes, Almond oil for the treatment of skin and hair, Almond milk for cosmetic 

purposes, Aloe vera gel for cosmetic purposes, Bergamot oil, antibacterial skin soaps, cosmetic 

preparations for skin renewal, cosmetic preparations against sunburn; Make-up kits comprised of 

blush, blush pencil, blusher, Acrylic nail powder and liquid preparations for shaping or sculpting 

nails, namely, cosmetics, adhesives for affixing false eyelashes, adhesives for affixing false hair, 



 

 

adhesives for affixing false eyebrows, adhesives for artificial nails, adhesives for cosmetic use, 

artificial eyelashes, artificial fingernails, cleaner for cosmetic brushes, compacts containing make-

up, concealers for skin, face and body, cosmetic pads, cosmetic pencils, cosmetic white face 

powder, cuticle cream, cuticle conditioners, lip primer, lip repairer, foundation make-up, 

foundation, eye make-up, eye make-up remover, eye pencils, eye shadows, eyebrow colors, 

eyeliners, face and body glitter, face paint, fingernail jewelry, fingernail tips and double eyelids 

tapes; sunscreen preparations.” ("Cited Registration") 

For the reasons set below, Applicant respectfully traverses this objection and believes that its 

mark, and the goods and services thereunder, are distinguishable from the Cited Registration, and 

its goods, and that there is no likelihood of confusion between the marks of the parties.  

Accordingly, Applicant respectfully submits that the Application should be allowed to proceed to 

publication. 

II. THERE IS NO LIKELIHOOD OF CONFUSION 

There is no likelihood of confusion because of the distinct nature of the goods, channels of 

trade, and the number of similar marks in use when comparing the Applicant’s Mark and the Cited 

Registration.  In order for the Examining Attorney to find a likelihood of confusion, the respective 

goods and services covered by the marks, and not just the marks themselves must be considered. 

Hyde Park Footwear Co., Inc. v. Hampshire-Designers, Inc., 197 U.S.P.Q. 639, 641 (TTAB 1977).  

The Examining Attorney must look at the covered goods and services to determine whether a 

relationship exists which would likely result in confusion about the origin. In Re August Storck 

KG, 218 U.S.P.Q. 823, 825 (TTAB 1983).  In determining whether a likelihood of confusion is 

present the Examiner must consider the factors outlined under the ruling in In re E.J. du Pont, de 

Nemours & Co. 476 F.2d 1357, 1362 (C.C.P.A. 1973).  These factors include, the similarity of the 



 

 

marks, the similarity of the nature of goods or services, the similarity of the trade channels in use, 

the sophistication of purchasers, the fame of the prior mark, the number and nature of similar 

marks, the nature and extend of actual confusion, the length of time of concurrent use without 

evidence of actual confusion, the variety of goods on which the mark is on, the market interface 

between the applicant and the prior mark, the extent of which applicant has a right to exclude other 

from use of its mark, and the extent of potential confusion. Id. 

In any likelihood of confusion analysis, however, two key considerations are the similarities 

between the marks and the similarities between the goods. See Federated Foods, Inc. v. Fort 

Howard Paper Co., 544 F.2d 1098, 192 USPQ 24 (CCPA 1976).  If assuming, arguendo, that the 

Cited Registration and the Applicant’s mark contain similar components that fact alone is not 

dispositive as to likelihood of confusion.  Both the Applicant’s mark and the Cited Registration 

have been in use concurrently for 3 years with no evidence of actual confusion.  In analyzing the 

remaining factors, we find no likelihood of confusion. 

APPLICANT’S PRODUCTS ARE DISTINCT WHEN COMPARED TO THE PRODUCTS OF 

THE CITED REGISTRATION 

When comparing the Applicant’s Mark and the Cited Registration the type of products are 

unique and wholly distinct.  The court will look at whether the marks suggest that different goods 

and services may emanate from a single source.   It has been found that where a product is so 

related to another as to form an integral relationship, the products cannot be considered distinct.  

In re Albert Trostel & Sons Co., 29 USPQ2d 1783, 1785-86 (TTAB 1993).  The mere fact that two 

products may be found in the same large store is not sufficient to establish that the products are 

related. Federated Foods, Inc. v. Fort Howard Paper Co., 544 F.2d 1098, 192 USPQ 24 (CCPA 

1976).  The Board has held products within the same international class can be held as 



 

 

distinct.  In re Gelati Int’l, Inc., S.N. 75/179,289 (October 6, 2000).  When comparing the 

Applicant’s product to the products covered by the Cited Registration it is evident that there exists 

a difference between  “Bar soap; Cakes of soap; Non-medicated skin care preparations, namely, 

solid soaps”, and  “Toiletries, namely, body deodorant, antiperspirants, shower gel, body wash, 

facial cleanser, facial scrub, facial wash, non-medicated hand wash, non-medicated hand soaps, 

moisturizing body lotions, body lotion, body moisturizers, facial moisturizers, hand moisturizers, 

after-shave liquid, aftershave cream, after-shave lotions, after-shave emulsions, after-shave 

cologne, after-shave moisturising cream, after-sun gels, namely, cosmetics, after-sun lotions, after-

sun oils, namely, cosmetics, after-sun milks, namely, cosmetics, after sun creams, after sun 

moisturisers, bath cream, bath foam, bath crystals, bath gels, bath lotion, bath oils and bath salts, 

bath powder, namely, cosmetics, antiperspirant soap, Almond soaps, antibacterial soap, depilatory 

wax, baby shampoo, baby wipes, conditioner, hair gel, hair wax, hair spritz, hairspray, dentifrices, 

anti-cavity mouthwashes, alum stones, namely, astringents for cosmetic purposes, astringents for 

cosmetic purposes, baby bubble bath, baby hair conditioner, baby hand soap, baby lotion, baby 

oil, baby oils, baby powder, baby wipes, baby wipes cases, aromatic body care products, namely, 

body lotion, shower gel, cuticle cream, non-medicated lip balm, soap, body polish, body and foot 

scrub and non-medicated foot cream, aromatic oils for the bath, aromatic preparations, namely, 

cream, lotion and body spray, aromatic essential oils, aromatic potpourris, bath and shower gels 

and salts not for medical purposes, bath beads, bath bombs, bath cream, bath crystals, bath fizzies, 

bath flakes, bath foam, bath foams, bath gel, bath gels, bath herbs, bath melts, bath milks, bath oils 

and bath salts, bath oils for cosmetic purposes, bath pearls, bath powder, namely, cosmetics, non-

medicated bath salts, beauty creams, beauty creams for body care, beauty gels, beauty lotions, 

beauty masks, beauty milks, beauty serums, beauty soap, bar soap, bath soaps, bathing lotions, bay 



 

 

rums, body butter, body crayons, body cream, body cream soap, body creams, body deodorant in 

pill form, body deodorant, namely, perfumery, body emulsions, body mask cream, body mask 

lotion, body mask powder, body masks, body milks, body oils, body powder, body splash, breath 

fresheners, breath freshening confectionary, namely, dissolvable breath strips, breath mints, candy 

and gum, breath freshening sprays, breath freshening strips, Cedarwood perfumery, cleansing 

creams, namely, cosmetics, cleansing milk, cold creams, cologne, cologne water, Colognes, hair 

colorants, hair dyes, hair bleach, color-removing preparations for hair, cosmetic body scrubs for 

the face, feet, hands and body, cosmetic cotton wool, cosmetic creams, cosmetic creams for 

skincare, cosmetic facial blotting papers, cosmetic hair dressing preparations, cosmetic hair filling 

powders for covering bald and thinning spots on the scalp, cosmetic hair regrowth inhibiting 

preparations, cosmetic massage creams, cosmetic nourishing creams, cosmetic masks, cosmetic 

hand creams, cosmetic milks, cosmetic oils, cosmetic olive oil for the face and body, cotton balls 

for cosmetic purposes, dental bleaching gels, dental rinses for non-medical purposes, denture 

cleaners, denture polishes, depilatory wax, Eau de parfum, eye gels, eye cream, eye lotions, face 

and body lotions, face oils, facial moisturizer with SPF, foot deodorant spray; hair care 

preparations; shampoo, hair conditioner, hair gel, hair wax, hair spritz, hairspray, hair colorants, 

hair dyes, hair bleach, hair creams, hair decolorants and dry shampoos; body moist spray; spot 

sticks; moisturisers; body moisturiser, facial moisturiser; shaving preparations; shaving gel, 

shaving oil, shaving cream, shaving foam, shaving spritz, shaving soap, shaving stones; after-shave 

preparations; after-shave; after-shave gel, after-shave balm; hair removal preparations and creams; 

depilatory preparations; perfumery; eau de toilette; essential oils; cosmetics; dentifrices; lip balm; 

moustache wax; Skincare preparations, namely, anti-ageing creams, anti-ageing cream containing 

a retinoic ingredient not for medical purposes, anti-ageing cleanser, anti-ageing moisturizer, anti-



 

 

ageing toner, anti-ageing moisturizer used as cosmetics, age-spot reducing creams, age-retardant 

gel, age-retardant lotion, anti-ageing cleanser, antibacterial skin soaps, aromatic essential oils, anti-

wrinkle creams, baby oil, anti-freckle creams, Argan oil for cosmetic purposes, Amla oil for 

cosmetic purposes, Almond oil for the treatment of skin and hair, Almond milk for cosmetic 

purposes, Aloe vera gel for cosmetic purposes, Bergamot oil, antibacterial skin soaps, cosmetic 

preparations for skin renewal, cosmetic preparations against sunburn; Make-up kits comprised of 

blush, blush pencil, blusher, Acrylic nail powder and liquid preparations for shaping or sculpting 

nails, namely, cosmetics, adhesives for affixing false eyelashes, adhesives for affixing false hair, 

adhesives for affixing false eyebrows, adhesives for artificial nails, adhesives for cosmetic use, 

artificial eyelashes, artificial fingernails, cleaner for cosmetic brushes, compacts containing make-

up, concealers for skin, face and body, cosmetic pads, cosmetic pencils, cosmetic white face 

powder, cuticle cream, cuticle conditioners, lip primer, lip repairer, foundation make-up, 

foundation, eye make-up, eye make-up remover, eye pencils, eye shadows, eyebrow colors, 

eyeliners, face and body glitter, face paint, fingernail jewelry, fingernail tips and double eyelids 

tapes; sunscreen preparations.” the products covered by the Cited Registration. 

With respect to both the number and nature of similar marks, it cannot be said that the 

Applicant’s Mark is the only similar mark to the Cited Registration.  For this additional reason, it 

would be inequitable for the Applicant’s registration to be denied. 

THE TRADE CHANNELS ARE DIFFERENT 

The trade channels for the Applicant’s Mark and the Cited Registration are different.  In order 

to determine whether goods share common trade channels it is necessary to look at the suppliers 

and retailers of the goods.  The court has previously held that the mere fact that two products may 

be found in the same large store is not sufficient to establish that the products are related. Federated 



 

 

Foods, Inc. v. Fort Howard Paper Co., 192 USPQ 24 (CCPA 1976).  The Cited Registration is for  

“Toiletries, namely, body deodorant, antiperspirants, shower gel, body wash, facial cleanser, facial 

scrub, facial wash, non-medicated hand wash, non-medicated hand soaps, moisturizing body 

lotions, body lotion, body moisturizers, facial moisturizers, hand moisturizers, after-shave liquid, 

aftershave cream, after-shave lotions, after-shave emulsions, after-shave cologne, after-shave 

moisturising cream, after-sun gels, namely, cosmetics, after-sun lotions, after-sun oils, namely, 

cosmetics, after-sun milks, namely, cosmetics, after sun creams, after sun moisturisers, bath cream, 

bath foam, bath crystals, bath gels, bath lotion, bath oils and bath salts, bath powder, namely, 

cosmetics, antiperspirant soap, Almond soaps, antibacterial soap, depilatory wax, baby shampoo, 

baby wipes, conditioner, hair gel, hair wax, hair spritz, hairspray, dentifrices, anti-cavity 

mouthwashes, alum stones, namely, astringents for cosmetic purposes, astringents for cosmetic 

purposes, baby bubble bath, baby hair conditioner, baby hand soap, baby lotion, baby oil, baby 

oils, baby powder, baby wipes, baby wipes cases, aromatic body care products, namely, body 

lotion, shower gel, cuticle cream, non-medicated lip balm, soap, body polish, body and foot scrub 

and non-medicated foot cream, aromatic oils for the bath, aromatic preparations, namely, cream, 

lotion and body spray, aromatic essential oils, aromatic potpourris, bath and shower gels and salts 

not for medical purposes, bath beads, bath bombs, bath cream, bath crystals, bath fizzies, bath 

flakes, bath foam, bath foams, bath gel, bath gels, bath herbs, bath melts, bath milks, bath oils and 

bath salts, bath oils for cosmetic purposes, bath pearls, bath powder, namely, cosmetics, non-

medicated bath salts, beauty creams, beauty creams for body care, beauty gels, beauty lotions, 

beauty masks, beauty milks, beauty serums, beauty soap, bar soap, bath soaps, bathing lotions, bay 

rums, body butter, body crayons, body cream, body cream soap, body creams, body deodorant in 

pill form, body deodorant, namely, perfumery, body emulsions, body mask cream, body mask 



 

 

lotion, body mask powder, body masks, body milks, body oils, body powder, body splash, breath 

fresheners, breath freshening confectionary, namely, dissolvable breath strips, breath mints, candy 

and gum, breath freshening sprays, breath freshening strips, Cedarwood perfumery, cleansing 

creams, namely, cosmetics, cleansing milk, cold creams, cologne, cologne water, Colognes, hair 

colorants, hair dyes, hair bleach, color-removing preparations for hair, cosmetic body scrubs for 

the face, feet, hands and body, cosmetic cotton wool, cosmetic creams, cosmetic creams for 

skincare, cosmetic facial blotting papers, cosmetic hair dressing preparations, cosmetic hair filling 

powders for covering bald and thinning spots on the scalp, cosmetic hair regrowth inhibiting 

preparations, cosmetic massage creams, cosmetic nourishing creams, cosmetic masks, cosmetic 

hand creams, cosmetic milks, cosmetic oils, cosmetic olive oil for the face and body, cotton balls 

for cosmetic purposes, dental bleaching gels, dental rinses for non-medical purposes, denture 

cleaners, denture polishes, depilatory wax, Eau de parfum, eye gels, eye cream, eye lotions, face 

and body lotions, face oils, facial moisturizer with SPF, foot deodorant spray; hair care 

preparations; shampoo, hair conditioner, hair gel, hair wax, hair spritz, hairspray, hair colorants, 

hair dyes, hair bleach, hair creams, hair decolorants and dry shampoos; body moist spray; spot 

sticks; moisturisers; body moisturiser, facial moisturiser; shaving preparations; shaving gel, 

shaving oil, shaving cream, shaving foam, shaving spritz, shaving soap, shaving stones; after-shave 

preparations; after-shave; after-shave gel, after-shave balm; hair removal preparations and creams; 

depilatory preparations; perfumery; eau de toilette; essential oils; cosmetics; dentifrices; lip balm; 

moustache wax; Skincare preparations, namely, anti-ageing creams, anti-ageing cream containing 

a retinoic ingredient not for medical purposes, anti-ageing cleanser, anti-ageing moisturizer, anti-

ageing toner, anti-ageing moisturizer used as cosmetics, age-spot reducing creams, age-retardant 

gel, age-retardant lotion, anti-ageing cleanser, antibacterial skin soaps, aromatic essential oils, anti-



 

 

wrinkle creams, baby oil, anti-freckle creams, Argan oil for cosmetic purposes, Amla oil for 

cosmetic purposes, Almond oil for the treatment of skin and hair, Almond milk for cosmetic 

purposes, Aloe vera gel for cosmetic purposes, Bergamot oil, antibacterial skin soaps, cosmetic 

preparations for skin renewal, cosmetic preparations against sunburn; Make-up kits comprised of 

blush, blush pencil, blusher, Acrylic nail powder and liquid preparations for shaping or sculpting 

nails, namely, cosmetics, adhesives for affixing false eyelashes, adhesives for affixing false hair, 

adhesives for affixing false eyebrows, adhesives for artificial nails, adhesives for cosmetic use, 

artificial eyelashes, artificial fingernails, cleaner for cosmetic brushes, compacts containing make-

up, concealers for skin, face and body, cosmetic pads, cosmetic pencils, cosmetic white face 

powder, cuticle cream, cuticle conditioners, lip primer, lip repairer, foundation make-up, 

foundation, eye make-up, eye make-up remover, eye pencils, eye shadows, eyebrow colors, 

eyeliners, face and body glitter, face paint, fingernail jewelry, fingernail tips and double eyelids 

tapes; sunscreen preparations.”.  If, assuming arguendo, that the Applicant’s goods and the goods 

covered by the Cited Registration were sold in the same store, the court has held that to be 

insufficient reason to hold the goods related. 

ADDITIONAL MATTER IS SUFFICIENT TO REMOVE ANY LIKELIHOOD OF 

CONFUSION 

It is established that in the event two marks are similar the inclusion of additional matter may 

be sufficient to avoid a likelihood of confusion where: (1) the marks in their entireties convey 

significantly different commercial impressions; or (2) the matter common to the marks is not likely 

to be perceived by purchasers as distinguishing source because it is merely descriptive or diluted. 

See, e.g., Citigroup Inc. v. Capital City Bank Group, Inc., 637 F.3d 1344, 1356, 98 USPQ2d 1253, 

1261 (Fed. Cir. 2011) (affirming TTAB’s holding that contemporaneous use of applicant’s 



 

 

CAPITAL CITY BANK marks for banking and financial services, and opposer’s CITIBANK 

marks for banking and financial services, is not likely cause confusion, based, in part, on findings 

that the phrase "City Bank" is frequently used in the banking industry and that "CAPITAL" is the 

dominant element of applicant’s marks, which gives the marks a geographic connotation as well 

as a look and sound distinct from opposer’s marks); Shen Mfg. Co. v. Ritz Hotel Ltd., 393 F.3d 

1238, 1245, 73 USPQ2d 1350, 1356-57 (Fed. Cir. 2004) (reversing TTAB’s holding that 

contemporaneous use of THE RITZ KIDS for clothing items (including gloves) and RITZ for 

various kitchen textiles (including barbeque mitts) is likely to cause confusion, because, inter alia, 

THE RITZ KIDS creates a different commercial impression); Safer, Inc. v. OMS Invs., Inc., 94 

USPQ2d 1031, 1044-45 (TTAB 2010) (holding DEER-B-GON for animal repellant used to repel 

deer, other ruminant animals, and rabbits, and DEER AWAY and DEER AWAY 

PROFESSIONAL for repellant for repelling deer, other big game, and rabbits, not likely to cause 

confusion, noting that "DEER" is descriptive as applied to the relevant goods and thus has no 

source-indicating significance); Bass Pro Trademarks, L.L.C. v. Sportsman’s Warehouse, Inc., 89 

USPQ2d 1844, 1857-58 (TTAB 2008) (finding that, although cancellation petitioner’s and 

respondent’s marks were similar by virtue of the shared descriptive wording "SPORTSMAN’S 

WAREHOUSE," this similarity was outweighed by differences in terms of sound, appearance, 

connotation, and commercial impression created by other matter and stylization in the respective 

marks); In re Farm Fresh Catfish Co., 231 USPQ 495, 495-96 (TTAB 1986) (holding CATFISH 

BOBBERS (with "CATFISH" disclaimed) for fish, and BOBBER for restaurant services, not 

likely to cause confusion, because the word "BOBBER" has different connotation when used in 

connection with the respective goods and services); In re Shawnee Milling Co., 225 USPQ 747, 

749 (TTAB 1985) (holding GOLDEN CRUST for flour, and ADOLPH’S GOLD’N CRUST and 



 

 

design (with "GOLD’N CRUST" disclaimed) for coating and seasoning for food items, not likely 

to cause confusion, noting that, because "GOLDEN CRUST" and "GOLD’N CRUST" are highly 

suggestive as applied to the respective goods, the addition of "ADOLPH’S" is sufficient to 

distinguish the marks); In re S.D. Fabrics, Inc., 223 USPQ 54, 55-56 (TTAB 1984) (holding 

DESIGNERS/FABRIC (stylized) for retail fabric store services, and DAN RIVER DESIGNER 

FABRICS and design for textile fabrics, not likely to cause confusion, noting that, because of the 

descriptive nature of "DESIGNERS/FABRIC" and "DESIGNER FABRICS," the addition of 

"DAN RIVER" is sufficient to avoid a likelihood of confusion).  Here, Applicant’s mark and the 

Cited Registration both offer completely distinct commercial impressions and therefore do not 

have a likelihood of confusion. 

THE CITED REGISTRATION IS NOT FAMOUS 

The Cited Registration is not for a famous mark and is therefore not entitled to increased 

protections.  In order for a mark to be considered famous, the mark must be well known so as to 

indicate the source of the covered goods.  The Cited Registration does not appear to be well known.  

We find that the Cited Registration cannot be considered famous and therefore is not entitled to 

the protections afforded to famous marks. 

III. EXTENT OF POTENTIAL CONFUSION IS DE MINIMIS 

Thus, assuming the marks may be similar, the goods and services offered are quite different in 

nature, are used for different purposes, are promoted differently and are purchased by different, 

and discriminating purchasers.  Accordingly, the potential for confusion is de minimis.    

IV. CONCLUSION 

 



 

 

 Applicant believes that it has responded to all of the Examining Attorney’s inquiries, and, 

specifically, has addressed the belief that there is a likelihood of confusion as between Applicant’s 

Mark and the Cited Registration identified in the Office Action.  As demonstrated above, the goods 

and services are distinct, likely to be sold in separate areas, and do not emanate from the same 

source as those provided under the Cited Registration.  Accordingly, there is no likelihood of 

confusion and Applicant respectfully requests that the Application be allowed to proceed to 

publication. 



I respectfully request that the refusal of the mark GALAXY (application number 87503455) 
is withdrawn on the following grounds. 

The refusal of the applicant’s mark was based on likelihood of confusion with the registration 
GROOMING GALAXY (U.S. Registration No. 5699743)  

If the marks GALAXY and GROOMING GALAXY were in fact confusingly similar, 
GROOMING GALAXY would not be registered due to likelihood of confusion with two 
earlier registered GALAXY marks (U.S. Registration No. 1908058 and 4371776).  
 
Both the registered mark GALAXY (U.S. Registration No. 1908058) and GROOMING 
GALAXY cover hair conditioner. The other mentioned GALAXY mark (U.S. Registration 
No. 4371776) covers ”Nutritional supplements for treating sexual dysfunction” under class 5, 
and GROOMING GALAXY covers ”mineral food-supplements, food-supplements based on 
vitamins, pharmaceutical and dietary food supplements, nutritional supplements, food 
supplements containing vitamins and minerals and herbs in the form of capsules, tablets, 
sachets, powders and liquids,” in class 5, which are categories similar to and potentially 
overlapping with the previously registered mark. GROOMING GALAXY was not refused 
based on likelihood of confusion because it was considered a distinct mark, and it should still 
be considered as such. 
 

Similarity of Marks – Sound and Appearance  

GROOMING GALAXY is substantially longer than GALAXY, both in sound and 
appearance. The examining attorney argues that GALAXY can be perceived as a shortened 
version of GROOMING GALAXY. However if “GALAXY” was to be used for the 
registrant’s goods, that would violate the registered GALAXY marks’ exclusive rights (U.S. 
Registration No.1908058 and 4371776).  
 
The actual full registered GROOMING GALAXY mark remains different from the applied 
for mark in sound and appearance.  
 
Similarity of Marks – Use 

The applicant will use the GALAXY mark for a product line, called the Galaxy Collection, 
consisting of handmade soap bars with astronomy inspired names such as Stellar Flare, 
Galaxy, Northern Lights and Supernova. The registrant’s mark is being used as a business 
name for a business that intends to provide hundreds of product categories and services 
(including most of which are unrelated to soap bars). The regular consumer will easily be able 
to separate the marks and the goods sold under them.  

 
Similarity of Marks – Significance of “GROOMING”  

On July 02, 2017 the registrant received an Office Action which stated:  
“Applicant must explain whether “GROOMING Galaxy” has any meaning or significance in 
the industry in which the goods and/or services are manufactured/provided, or if such wording 
is a “term of art” within applicant’s industry.  Applicant must also explain whether this 
wording identifies a geographic place.  See 37 C.F.R. §2.61(b); TMEP §814.” 
 
In the response to the Office Action, on January 8, 2018, the registrant replied: 



“SIGNIFICANCE ENQUIRY The wording "GROOMING" within the mark "GROOMING 
GALAXY" does not have any meaning or significance in the industry in which goods and 
services are manufactured/provided. The wording "GROOMING" within the mark 
"GROOMING GALAXY" is not a "term of art" within the applicant's industry. The wording 
"GROOMING" within the mark "GROOMING GALAXY" does not identify a geographic 
place.” 

The registrant did not view “GROOMING” a term of art. It appears that to the registrant the 
term “GROOMING” is not merely descriptive of the goods or has any significance in the 
industry, but it is a distinct part of the mark. That is also supported by the fact that 
“GROOMING” is unrelated to many of the categories covered by the mark, such as 
medicated dental health gum, footwear, sporting goods and accessories and baby food. It is 
further supported that “GROOMING” is a significant part of the mark by the registrant’s 
other registered marks. 

This is a complete list of the registrant’s registered marks in the United Kingdom (in addition 
to three GROOMING GALAXY marks in the UK). 

- YOU LOOK OUTTA THIS WORLD. ARE YOU FROM THE GROOMING GALAXY? 
(UK registration UK00003194584) 
- SHE’S A GROOMING GAL (UK registration UK00003194850) 
- I’M A GROOMING GAL (UK registration UK00003194855) 
- LOOKS OUTTA THIS WORLD (UK registration UK00003195113) 
- YOU’RE A GROOMING GAL (UK registration UK00003195116) 
- WE’RE ’OOH-MING’ FOR GROOMING (UK registration UK00003195119) 
- ’OOH-MING’ FOR GROOMING (UK registration UK00003195123) 
- GET ’OOH-MING’ FOR GROOMING (UK registration UK00003195293) 
- GET THE 'OOH-MING' FOR GROOMING (UK registration UK00003195304) 
- GET GROOMING FOR 'OOH-MING' (UK registration UK00003195345) 
- GET THE 'OOH-MING' IN GROOMING (UK registration UK00003195355) 
- GROOMING GIVES YOU 'OOH-MING' (UK registration UK00003195365) 
- GROOMING GETS YOU 'OOH-MING' (UK registration UK00003195380) 
- ARE YOU 'OOH-MING' FOR GROOMING (UK registration UK00003195384) 
- LOOK 'OOH-MING' FOR GROOMING (UK registration UK00003195659) 
- I'M 'OOH-MING' FOR GROOMING (UK registration UK00003196186) 
- HE'S 'OOH-MING' FOR GROOMING (UK registration UK00003196189) 
- SHE'S 'OOH-MING' FOR GROOMING (UK registration UK00003196196) 
- YOU'RE 'OOH-MING' FOR GROOMING (UK registration UK00003196201) 
- OUTTA THIS WORLD (UK registration UK00003198938) 
- GET 'OOH-MING' FOR GROOMING (UK registration UK00003210671) 
- YOU LOOK OUTTA THIS WORLD (UK registration UK00003194840) 
 
Out of the 25 registered trademarks, 22 marks contain the word “GROOMING” and four 
contain “GALAXY” (including three “GROOMING GALAXY” marks). The “GALAXY” 
part is never used without the word “GROOMING” in front of it.  
 
The registrant’s other registered marks showcase that “GROOMING” is a substantial part of 
the mark and of the entity’s branding. It also showcases that it would be illogical to shorten 
“GROOMING GALAXY” to “GALAXY”. “SHE’S A GROOMING GAL”, “YOU’RE A 
GROOMING GAL” and “I’M A GROOMING GAL” marks all tell us that “GROOMING” 
will be a much more likely abbreviation (or OOH-MING, which is part of 15 marks.) 



 
Similarity of marks – Connotations 

The connotations for the applied for GROOMING GALAXY and GALAXY marks are not 
similar. “GROOMING” is what separates the marks visually and audibly, but it also carries 
connotations that “GALAXY” alone does not.  
 
When doing Google, Bing and Yahoo searches (the three biggest search engines) for the word 
“GROOMING”, the results make it clear that the word is associated mainly with dog 
grooming (Internet Evidence No. 1-4). This is also supported in Evidence No. 8. When going 
to the web address groominggalaxy . com the domain is available to purchase through 
GoDaddy. To the left on the screen shot you’ll see a list of suggested searches based on the 
input “Groominggalaxy.” 9 out of 11 suggestions are related to pet grooming, despite the 
word “galaxy” being included.  

When searching for GROOMING GALAXY on Facebook, you will find the following pages: 
Galaxy Grooming LLC, Galaxy Grooming and Galaxy Grooming Services (Evidence No. 5-
7). These three are all pet grooming businesses. It is reasonable to assume that GROOMING 
GALAXY will be associated with pet grooming for consumers unfamiliar with the entity.  
 
The registrant’s UK marks listed above seem to be intended as taglines and/or slogans. The 
registrant’s entity and goods will thus be associated with “grooming gals”, “ooh-ming for 
grooming” and “looking outta this world” for those familiar with the brand. The GALAXY 
mark will be associated with neither of the taglines or pet grooming. 
 
The first mentioned mark in the list (YOU LOOK OUTTA THIS WORLD. ARE YOU 
FROM THE GROOMING GALAXY?) tells us that “GROOMING” is the name of the 
“galaxy” and that the GROOMING GALAXY is a fictional place. The GALAXY mark on 
the other hand will give connotations to actual outer space and galactic phenomenons (due to 
soap names such as Stellar Flare, Supernova and Northern Lights.) Combined with Tailored 
Soap’s tagline “Nature inspired and nourishing bath and beauty products,” the GALAXY 
mark has a distinct set of associations. 
 

Similarity of Trade Channel of Goods  

The applicant operates through a retail online store, Etsy, Amazon (USA), Facebook, 
Instagram and Pinterest as well as local craft shows in Norway. The registrant is based in 
London, UK, and has no presence on either platform. No products are available for purchase.  

Groominggalaxy . com and Groominggalaxy .co.uk are both available domains (Evidence No. 
8-9). The registrant has not taken any steps to put goods on the market except starting a 
business and obtaining trademarks.  
 
Grooming Galaxy Ltd is a dormant business and has been since incorporation (Evidence No. 
10). Gov.uk states that ”your company is usually dormant for Corporation Tax if it: (…) is a 
new limited company that hasn’t started trading” (Evidence No. 11). A consumer cannot 
encounter both marks. 
 
The GROOMING GALAXY mark specifically mentions sale through mail order catalogue 
and online retail, however as groominggalaxy . com is still an available domain more than 
three years after incorporation, that seems unlikely to happen. In addition to that, this is 



Grooming Galaxy Limited’ Nature of Business according to UK Companies Directory 
(Evidence No. 12) and according to The Gazette (Evidence No. 13):  
10890 - Manufacture of other food products not elsewhere classified 
14190 - Manufacture of other wearing apparel and accessories not elsewhere classified 
32300 - Manufacture of sports goods 
46450 - Wholesale of perfume and cosmetics 

According to this the registrant intends to sell soap only wholesale, if at all. The applicant and 
the registrant do not and will most likely not sell in the same channels of trade nor to the same 
customers.  
 
 
Similarity of Nature of Goods 

The GROOMING GALAXY U.S. trademark registration covers: 
 
C 003. US 001 004 006 050 051 052. G & S: Toiletries, namely, body deodorant, 
antiperspirants, shower gel, body wash, facial cleanser, facial scrub, facial wash, non-
medicated hand wash, non-medicated hand soaps, moisturizing body lotions, body lotion, 
body moisturizers, facial moisturizers, hand moisturizers, after-shave liquid, aftershave 
cream, after-shave lotions, after-shave emulsions, after-shave cologne, after-shave 
moisturising cream, after-sun gels, namely, cosmetics, after-sun lotions, after-sun oils, 
namely, cosmetics, after-sun milks, namely, cosmetics, after sun creams, after sun 
moisturisers, bath cream, bath foam, bath crystals, bath gels, bath lotion, bath oils and bath 
salts, bath powder, namely, cosmetics, antiperspirant soap, Almond soaps, antibacterial soap, 
depilatory wax, baby shampoo, baby wipes, conditioner, hair gel, hair wax, hair spritz, 
hairspray, dentifrices, anti-cavity mouthwashes, alum stones, namely, astringents for cosmetic 
purposes, astringents for cosmetic purposes, baby bubble bath, baby hair conditioner, baby 
hand soap, baby lotion, baby oil, baby oils, baby powder, baby wipes, baby wipes cases, 
aromatic body care products, namely, body lotion, shower gel, cuticle cream, non-medicated 
lip balm, soap, body polish, body and foot scrub and non-medicated foot cream, aromatic oils 
for the bath, aromatic preparations, namely, cream, lotion and body spray, aromatic essential 
oils, aromatic potpourris, bath and shower gels and salts not for medical purposes, bath beads, 
bath bombs, bath cream, bath crystals, bath fizzies, bath flakes, bath foam, bath foams, bath 
gel, bath gels, bath herbs, bath melts, bath milks, bath oils and bath salts, bath oils for 
cosmetic purposes, bath pearls, bath powder, namely, cosmetics, non-medicated bath salts, 
beauty creams, beauty creams for body care, beauty gels, beauty lotions, beauty masks, 
beauty milks, beauty serums, beauty soap, bar soap, bath soaps, bathing lotions, bay rums, 
body butter, body crayons, body cream, body cream soap, body creams, body deodorant in 
pill form, body deodorant, namely, perfumery, body emulsions, body mask cream, body mask 
lotion, body mask powder, body masks, body milks, body oils, body powder, body splash, 
breath fresheners, breath freshening confectionary, namely, dissolvable breath strips, breath 
mints, candy and gum, breath freshening sprays, breath freshening strips, Cedarwood 
perfumery, cleansing creams, namely, cosmetics, cleansing milk, cold creams, cologne, 
cologne water, Colognes, hair colorants, hair dyes, hair bleach, color-removing preparations 
for hair, cosmetic body scrubs for the face, feet, hands and body, cosmetic cotton wool, 
cosmetic creams, cosmetic creams for skincare, cosmetic facial blotting papers, cosmetic hair 
dressing preparations, cosmetic hair filling powders for covering bald and thinning spots on 
the scalp, cosmetic hair regrowth inhibiting preparations, cosmetic massage creams, cosmetic 
nourishing creams, cosmetic masks, cosmetic hand creams, cosmetic milks, cosmetic oils, 
cosmetic olive oil for the face and body, cotton balls for cosmetic purposes, dental bleaching 



gels, dental rinses for non-medical purposes, denture cleaners, denture polishes, depilatory 
wax, Eau de parfum, eye gels, eye cream, eye lotions, face and body lotions, face oils, facial 
moisturizer with SPF, foot deodorant spray; hair care preparations; shampoo, hair conditioner, 
hair gel, hair wax, hair spritz, hairspray, hair colorants, hair dyes, hair bleach, hair creams, 
hair decolorants and dry shampoos; body moist spray; spot sticks; moisturisers; body 
moisturiser, facial moisturiser; shaving preparations; shaving gel, shaving oil, shaving cream, 
shaving foam, shaving spritz, shaving soap, shaving stones; after-shave preparations; after-
shave; after-shave gel, after-shave balm; hair removal preparations and creams; depilatory 
preparations; perfumery; eau de toilette; essential oils; cosmetics; dentifrices; lip balm; 
moustache wax; Skincare preparations, namely, anti-ageing creams, anti-ageing cream 
containing a retinoic ingredient not for medical purposes, anti-ageing cleanser, anti-ageing 
moisturizer, anti-ageing toner, anti-ageing moisturizer used as cosmetics, age-spot reducing 
creams, age-retardant gel, age-retardant lotion, anti-ageing cleanser, antibacterial skin soaps, 
aromatic essential oils, anti-wrinkle creams, baby oil, anti-freckle creams, Argan oil for 
cosmetic purposes, Amla oil for cosmetic purposes, Almond oil for the treatment of skin and 
hair, Almond milk for cosmetic purposes, Aloe vera gel for cosmetic purposes, Bergamot oil, 
antibacterial skin soaps, cosmetic preparations for skin renewal, cosmetic preparations against 
sunburn; Make-up kits comprised of blush, blush pencil, blusher, Acrylic nail powder and 
liquid preparations for shaping or sculpting nails, namely, cosmetics, adhesives for affixing 
false eyelashes, adhesives for affixing false hair, adhesives for affixing false eyebrows, 
adhesives for artificial nails, adhesives for cosmetic use, artificial eyelashes, artificial 
fingernails, cleaner for cosmetic brushes, compacts containing make-up, concealers for skin, 
face and body, cosmetic pads, cosmetic pencils, cosmetic white face powder, cuticle cream, 
cuticle conditioners, lip primer, lip repairer, foundation make-up, foundation, eye make-up, 
eye make-up remover, eye pencils, eye shadows, eyebrow colors, eyeliners, face and body 
glitter, face paint, fingernail jewelry, fingernail tips and double eyelids tapes; sunscreen 
preparations 

IC 005. US 006 018 044 046 051 052. G & S: Pharmaceutical preparations, namely, 
antibacterial handwash, antibacterial hand lotions, antibacterial spray, antibacterial cleaners, 
antibacterial alcohol skin sanitizer gel, antiseptic wipes, acne medications, acne treatment 
preparations, adhesives for dental and dentistry use, adhesives for dentures, amino acids for 
medical purposes, amino acids for nutritional purposes, antiseptics, anti-diabetic 
pharmaceuticals, anti-inflammatories, anti-inflammatory gels, anti-inflammatory ointments, 
anti-inflammatory sprays, anti-itch cream, anti-itch ointment, appetite suppressants, appetite 
suppressants for medical purposes, appetite suppressant pills, antioxidant enriched coffee for 
medical purposes, antitoxins, antivirals, anti-cavity fluoride gels for use by dentists, anti-
cavity dental rinses, anti-cavity mouthwashes, anti-cavity mouth rinses, anti-cavity dental 
rinses, anti-cough drops, anti-drowsiness treatment preparations, Argan oil for medical 
purposes, Aromatherapy creams for treating headaches, curing insomnia and relieving stress, 
Aromatherapy lotions for treating headaches, curing insomnia and relieving stress, 
Aromatherapy oils for treating headaches, curing insomnia and relieving stress, Aromatherapy 
oils, other than essential oils, for treating anxiety, Aromatherapy oils, other than essential oils, 
for treating headaches, astringents for medicinal purposes, athletes' foot lotions, athletes' foot 
powders, balms for medical purposes, bandages for skin wounds, bandages for dressings, bath 
salts and bath preparations for medical use, beta blockers, Cholesterol reducers, contraceptive 
preparations, decongestant nasal sprays and decongestant capsules; dietetic foods adapted for 
medical use, food for babies; mineral food-supplements; food-supplements based on vitamins, 
minerals and raw products from plants; vitamin preparations; medicine for human purposes, 
namely, beta blockers; dietetic foods and substances adapted for medical purposes, namely, 
enzymes for medical purposes; nutritional supplements; pharmaceutical and dietary food 



supplements; food supplements containing vitamins, minerals and herbs in the form of 
capsules, tablets, sachets, powders and liquids; herbal extracts; Meal replacement bars and 
drinks adapted for medical use; protein supplements; carbohydrate supplements; anti-bacterial 
and medicated face, hand and skin washes; abrasive fluids for dental use; abrasive paste for 
dental use; abrasive powder for dental use; adhesion promoters for dental use; adhesive 
cements for dental use; adhesive compositions and preparations for dental use; adhesives for 
affixing dental prosthesis; adhesives for dental use; anti-microbial, antiseptic and medical 
mouthwash preparations, namely, gargles for oral hygiene purposes; colouring reagents for 
revealing dental plaque; cotton for dental purposes; dental bonding material; medicated dental 
health gum; dental rinses, medicated; tablets for dental use in indicating tartar on the teeth; all 
being for human purposes 
 
IC 035. US 100 101 102. G & S: online retail store services and mail order catalogue services 
featuring toiletries, toiletry kits, cosmetics, skincare preparations, pharmaceutical 
preparations, haircare preparations, food for babies, vitamin preparations, food supplements, 
mineral food-preparations, herbal extracts, nutritional supplements, perfumes, clothing, bags, 
footwear, beauty, fitness, protein supplements, carbohydrate supplements, dietary food 
supplements, meal replacement powders, sporting goods and accessories, shaving 
preparations, after-shave preparations, hygiene and personal care product; retail store services 
featuring toiletries, toiletry kits, cosmetics, skincare preparations, pharmaceutical 
preparations, haircare preparations, food for babies, vitamin preparations, food supplements, 
mineral food-preparations, herbal extracts, nutritional supplements, perfumes, clothing, bags, 
footwear, beauty, fitness, protein supplements, carbohydrate supplements, dietary food 
supplements, meal replacement powders, sporting goods and accessories, shaving 
preparations, after-shave preparations, hygiene and personal care products; advertising; 
wholesale store and online wholesale store services featuring toiletries, toiletry kits, 
cosmetics, skincare preparations, pharmaceutical preparations, haircare preparations, food for 
babies, vitamin preparations, food supplements, mineral food-preparations, herbal extracts, 
nutritional supplements, perfumes, clothing, bags, footwear, beauty, fitness, protein 
supplements, carbohydrate supplements, dietary food supplements, meal replacement 
powders, sporting goods and accessories, shaving preparations, after-shave preparations, 
hygiene and personal care products; organization of trade fairs for commercial and advertising 
purposes connected to toiletries, toiletry kits, cosmetics, skincare preparations, 
pharmaceutical preparations, haircare preparations, food for babies, vitamin preparations, 
food supplements, mineral food-preparations, herbal extracts, nutritional supplements, 
perfumes, clothing, bags, footwear, beauty, fitness, protein supplements, carbohydrate 
supplements, dietary food supplements, meal replacement powders, sporting goods and 
accessories, shaving preparations, after-shave preparations, hygiene and personal care 
products; information, advice and consultancy relating to all the aforesaid services 
 
IC 044. US 100 101. G & S: Skincare grooming services; hygienic and beauty care services; 
barber services; hairdressing services; hair care services; barbershop services; hairdressing 
services; hair care services; hair cutting services; hairdressing salon services; beauty salon 
services; nail care services 
 
In addition to the US registration, the registrant has registered the mark GROOMING 
GALAXY in the UK under three separate trademark numbers: UK00003177435 (class 3 and 
5) (Evidence No. 14-15), UK00003186649 (class 3, 5, 35, 44)  (Evidence No. 16-18), 
UK00003207553 (class 9, 16, 41) (Evidence No. 19-21).  
 



UK00003177435, the first filed for GROOMING GALAXY mark, was published on August 
19th 2016, and entered in the Register on October 28th 2016. If a UK registration is not used 
within five years of being put on the Register, it will risk a non-use cancellation action. This 
means that the registrant has a little under two years to use the “GROOMING GALAXY” 
mark for the categories that it covers:  
 
Class 3 
Toiletries; body deodorant, anti-perspirants, shower gel; body wash, facial cleanser, facial 
scrub; facial wash, hand wash, soaps; skincare preparations; body moist spray; spot sticks; 
moisturisers; body lotion, body moisturiser, facial moisturiser; shaving gel, shaving oil, 
shaving cream, shaving foam, shaving spritz, shaving soap, shaving stones; after-shave; after-
shave gel, after-shave balm; hair removal preparations and creams, depilatory preparations, 
depilatory wax; hair care preparations; shampoo, conditioner, hair gel, hair wax, hair spritz, 
hairspray; perfumery; eau de toilette; essential oils; cosmetics; dentifrices; lip balm; 
moustache wax; cosmetic kits; sunscreen preparations. 
 
Class 5 
Pharmaceutical preparations; dietetic substances adapted for medical use, food for babies; 
mineral food-supplements; food-supplements based on vitamins, minerals and raw products 
from plants; vitamin preparations; medicine for human purposes; dietetic foods and 
substances adapted for medical purposes. Nutritional supplements; pharmaceutical and dietary 
food supplements; food supplements containing vitamins, minerals and herbs in the form of 
capsules, tablets, sachets, powders and liquids; herbal extracts; meal replacement powders; 
protein supplements; carbohydrate supplements. Anti-bacterial and medicated face, hand and 
skin washes; medicated preparations for the face, hands and skin; abrasive fluids for dental 
use; abrasive materials for dental use (other than floss); abrasive media for dental purposes 
(other than floss); abrasive pads for dental use; abrasive paste for dental use; abrasive powder 
for dental use; abrasive substances for dental use (other than floss); abrasives (dental-); 
adhesion promoters for dental use; adhesive cements for dental use; adhesive compositions 
and preparations for dental use; adhesives for affixing dental prosthesis; adhesives for dental 
use; anti-microbial, antiseptic and medical mouthwash preparations (gargles) for oral hygiene 
purposes; colouring reagents for revealing dental plaque; cotton for dental purposes; dental 
bonding material; dental health gum (medicated); dental rinses, medicated; tablets for dental 
use in indicating tartar on the teeth; all being for human purposes. 
 
Less than two months later, on 23 December 2021, the registrant will also have to be using 
the mark for the following:  

Class 35 
Online retail services and mail order catalogue services connected with toiletries, toiletry kits, 
cosmetics, skincare preparations, pharmaceutical preparations, haircare preparations, food for 
babies, vitamin preparations, food supplements, mineral food-preparations, herbal extracts, 
nutritional supplements, perfumes, clothing, bags, footwear, beauty, fitness, protein 
supplements, carbohydrate supplements, dietary food supplements, meal replacement 
powders, sporting goods and accessories, shaving preparations, after-shave preparations, 
hygiene and personal care product; Retail services services connected with toiletries, toiletry 
kits, cosmetics, skincare preparations, pharmaceutical preparations, haircare preparations, 
food for babies, vitamin preparations, food supplements, mineral food-preparations, herbal 
extracts, nutritional supplements, perfumes, clothing, bags, footwear, beauty, fitness, protein 
supplements, carbohydrate supplements, dietary food supplements, meal replacement 
powders, sporting goods and accessories, shaving preparations, after-shave preparations, 



hygiene and personal care products; advertising; Wholesale services connected with toiletries, 
toiletry kits, cosmetics, skincare preparations, pharmaceutical preparations, haircare 
preparations, food for babies, vitamin preparations, food supplements, mineral food-
preparations, herbal extracts, nutritional supplements, perfumes, clothing, bags, footwear, 
beauty, fitness, protein supplements, carbohydrate supplements, dietary food supplements, 
meal replacement powders, sporting goods and accessories, shaving preparations, after-shave 
preparations, hygiene and personal care products; Organization of trade fairs for commercial 
and advertising purposes connected to toiletries, toiletry kits, cosmetics, skincare 
preparations, pharmaceutical preparations, haircare preparations, food for babies, vitamin 
preparations, food supplements, mineral food-preparations, herbal extracts, nutritional 
supplements, perfumes, clothing, bags, footwear, beauty, fitness, protein supplements, 
carbohydrate supplements, dietary food supplements, meal replacement powders, sporting 
goods and accessories, shaving preparations, after-shave preparations, hygiene and personal 
care products; Information, advice and consultancy relating to all the aforesaid services. 

Class 44 
Skincare grooming services; hygienic and beauty care services; barber services; hairdressing 
services; hair care services; barbershop services; hairdressing services; hair care services; hair 
cutting services; hairdressing salon services; beauty salon services; nail care services. 

After 5 months, on May 12 2022, the following categories are intended to be in use as well: 

Class 9 
CD-ROMs; DVDs and other digital recording media; software; recording disks; compact 
disks; electronic publications; downloadable electronic publications; pre-recorded audio 
cassettes; compacts discs and other similar based electronic audio formats featuring fiction 
books; audio digital tapes; sound recordings; video recordings; recorded films; magnetic 
tapes, recorded tapes; mobile phone applications and software; motion picture films featuring 
comedy, drama, action, adventure and/or animation, and motion picture films for broadcast on 
television featuring comedy, drama, action, adventure and/or animation; pre-recorded vinyl 
records, audio tapes, audio-video tapes, audio video cassettes, audio video discs, and digital 
versatile discs featuring music, comedy, drama, action, adventure, and/or animation; CD 
ROM games; short motion picture film cassettes featuring comedy, drama, action, adventure 
and/or animation to be used with hand-held viewers or projectors;electronic diaries; audio 
tapes sold together with booklets; All the aforesaid relates to beauty, skincare and hair care 
grooming, anti-aging, make-up, fitness, sports, entertainment, diet, culture, health, nutrition, 
style, fashion, wellbeing and beauty care. 

Class 16 
Publications; printed matter; posters; calendars; cards; stationery items; paper goods namely 
books, magazines, newspapers, photography books, self-help books, beauty books, anti-aging 
books, grooming books and magazines, skincare and hair care books and magazines, make-up 
books and magazines, fitness books and magazines, health books and magazines, fashion and 
style books and magazines, cultural books and magazines, diet and nutrition books and 
magazines, wellbeing books and magazines, and sports books and magazines; writing 
instruments; paper; cardboard; printed matter; photographs; postcards; greetings cards; books; 
magazines; bookbinding material; artists' materials; paint brushes; instructional and teaching 
material (except apparatus); plastic material for packaging (not included in other classes); 
printing blocks; printed matter and paper goods, namely, books featuring characters from 
animated, action adventure, comedy and/or drama features, comic books, children's books, 
magazines featuring characters from animated, action adventure, comedy and/or drama 



features, colouring books, children's activity books; writing paper, envelopes, notebooks, 
diaries, note cards, greeting cards, trading cards; lithographs; pens, pencils, cases therefor, 
erasers, crayons, markers, coloured pencils, painting sets, chalk and chalkboards; decals, heat 
transfers; posters; mounted and/or unmounted photographs; book covers, book marks, 
calendars, gift wrapping paper; paper party favors and paper party decorations, namely, paper 
napkins, paper doilies, paper place mats, crepe paper, paper hats, invitations, paper table 
cloths, paper cake decorations; printed transfers for embroidery or fabric appliques; printed 
patterns for costumes, pyjamas, sweatshirts and t-shirts; paper photo frames; all the aforesaid 
being printed matter relating to beauty, skincare and hair care grooming, anti-aging, make-up, 
fitness, sports, entertainment, diet, culture, health, nutrition, style, fashion, wellbeing and 
beauty care. 

Class 41 
Publication services, namely blogs and vlogs; publication services; freelance journalism; 
writing of texts, other than publicity texts; Education services; video education services; 
beauty, anti-aging, nutrition, skincare and hair care grooming education and training services; 
publication of education and training materials; make-up, beauty, health, nutrition, anti-aging, 
fashion, style, skincare and hair care grooming training services; skincare, anti-aging and hair 
care grooming training services; health, nutrition, wellbeing and fitness training services; 
cultural services in the fields of fashion, beauty, anti-aging, skincare and hair care grooming, 
make-up, health, nutrition, fitness and style; organisation and conducting classes, seminars, 
fora, colloquia, workshops, conferences and exhibitions; organising of cultural events in the 
fields of fashion, skincare and hair care grooming, beauty, anti-aging, make-up, health, 
nutrition, fitness and style; exhibition services; publishing of reviews; publications that 
include advice about other's problems; organisation of webinars; internet conferencing 
services; entertainment; sporting and cultural activities; organising of competitions; 
Publication of electronic journals and web logs; education, information and advice on body 
and beauty care; education, information and advice on anti-aging, style, fashion, skincare and 
hair care grooming; education, information and advice on health, wellbeing, nutrition and 
fitness; teaching services on anti-aging, style, fashion, skincare and hair care grooming via 
online and other means; teaching services on health, nutrition, wellbeing and fitness via 
online and other means; teaching services on body and beauty care via online and other 
means; organisation and publishing of educational training texts online; education services in 
the nature of beauty schools; education services in the nature of anti-aging, skincare and hair 
care grooming schools; education services in the nature of health, nutrition, wellbeing and 
fitness schools; practical training demonstrations on beauty care, skincare and hair care 
grooming, anti-aging, fitness, health, nutrition, style, fashion, wellbeing and beauty therapy 
online and by other means; production and publishing of films or video recordings on beauty 
care, fashion, skincare and hair care grooming, anti-aging, health, nutrition, style, wellbeing 
and fitness; forum and messaging web sites; publication of web sites; education, information 
and advice on body fitness and training; education, information and advice on anti-aging, 
skincare and hair care grooming, fashion, fitness, health, nutrition, wellbeing, style, clothing 
and trends in the retail sector; education; modelling services for artists; education services 
relating to modelling; organisation of fashion and beauty shows and parades for entertainment 
purposes; publishing podcasts; publication of texts; film exhibition, production and studio 
services; provision of non-downloadable content; Entertainment and educational services, 
including contests, exhibitions, lecture series and symposiums, providing on-line publications, 
providing on-line non-downloadable publications; providing on-line books and chapters and 
excerpts from books featuring a wide variety of topics by means of a global computer 
network; providing online interactive electronic games; Education; providing of training; 
entertainment; sporting and cultural activities; entertainment services in the nature of a live-



action, comedy, drama and/or animated television programmes; production of live-action 
comedy, drama and/animated television programmes; a live-action, comedy, drama and/or 
animated motion picture theatrical films; production of live-action, comedy, drama and/or 
animated motion picture theatrical films; and theatrical performances both animated and live 
action; education and entertainment services provided via a global computer network; 
electronic games services provided via a global computer network; providing on-line 
publications; on-line publication of electronic books and journals; electronic books; electronic 
journals; information provided by a global computer network in the field of entertainment 
relating to music, movies and television series; Entertainment services; party planning; 
arranging of parties; hosting social entertainment events; production of films; sporting and 
cultural activities; arranging of conferences, seminars and symposiums; information, 
consultancy and advisory services related to the aforesaid services; All the aforesaid relates to 
beauty, skincare and hair care grooming, anti-aging, make-up, fitness, sports, entertainment, 
diet, culture, health, nutrition, style, fashion, wellbeing and beauty care. 

 

Among hundreds of categories, Grooming Galaxy Ltd will (put very shortly) provide: Soaps, 
food-supplements, vitamin preparations, medicine for human purposes, nutritional 
supplements, meal replacement powders, medicated face, hand and skin washes, abrasive 
materials for dental use, dental health gum (medicated), clothing, bags, footwear, fitness, 
sporting goods and accessories, DVDs and other digital recording media, software, motion 
picture films featuring comedy, drama, action, adventure and/or animation, pre-recorded vinyl 
records, audio tapes sold together with booklets, calendars, books, magazines, newspapers, 
writing instruments, bookbinding material, paint brushes, coloring books, erasers, paper party 
favors and paper party decorations, chalk and chalkboards, paper table cloths and printed 
transfers for embroidery or fabric appliqués and printed patterns for costumes, pajamas, 
sweatshirts and t-shirts. 
 
The goods will seemingly be provided through mail order catalogue services and online retail 
services, and the registrant will also provide a range of services: wholesale services connected 
with toiletries, advertising, organization of trade fairs for commercial and advertising 
purposes, information, advice and consultancy, barber services, nail care services, publication 
services, namely blogs and vlogs, freelance journalism, video education services, organization 
and conducting classes, seminars, fora, colloquia, workshops, conferences and exhibitions, 
forum and messaging web sites, education services relating for modeling, production of live-
action, drama and or/animated motion picture theatrical films, party planning and many more. 
 
While I was unable to find any business providing all of the goods that the GROOMING 
GALAXY mark covers, some large businesses such as Walmart, Target, Kroger, Costco and 
Walgreens do cover some of the goods (examples of product categories in Evidence No. 22-
23). I checked the soap category in all five online stores, and the results were all mass 
produced soaps by big brands (like Dove, Olay and Dial) on the first (or all) pages (in 
automatic order and with the “best seller” filter where available) (Evidence No. 24-28). The 
selections of soaps were very similar between the retailers.  
 
None of the above mentioned big retailers provide handmade soaps produced under their own 
brand. I used the search bar on each page and typed in “handmade soap”; Walmart gave 14 
results (from the two brands Saavy Naturals and 719 Walnut Avenue), Target gave 324 
results (filled with mass produced unrelated results and couple of handmade soaps), and 
Kroger, Costco and Walgreens all had zero results (Evidence No 29-34). The Internet 



evidence supports that big retailers like these do not make their own soaps and they hardly 
sell handmade soap at all. 

It is safe to assume that Grooming Galaxy Ltd will sell mass-produced detergent soap, if any 
soaps, based on the following: 1. The big retailers above are similar to the business that 
Grooming Galaxy Ltd. intends to build, and that type of entity does not make and sell 
handmade soap, 2. The registrant will need to start a massive corporation over the next two-
three years, and making soap and getting it safety assessed for sale in Europe is very time 
consuming, 3. The registrant intends to provide baby hand soap. Soap for children under three 
years require even further testing before going on the market and takes even longer time. Real 
handmade soaps have a higher PH than mass-produced detergent soaps. A lower PH is 
recommended for babies, so handmade soaps are not a good choice. 4. The registrant also 
intends to provide antiperspirant soap and antibacterial soaps. They are both made with 
antibacterial chemicals that are not used in handmade soap. 
 
Above it was mentioned that Dove, Olay and Dial showed up a lot in the big retailers online 
stores. While listed under “bar soap,” their soaps are actually called “beauty bars,” because 
they are not in fact actual soap. Dove and Olay call all of their soaps for “beauty bars” 
(Evidence No. 35, 36), while Dial lets you chose between “Antibacterial Deodorant Bar,” “2 
in 1 Beauty Bar” and “Skin Care Bar” (Evidence No. 37.) All of the beauty bars’ main 
ingredient (the first ingredient on the ingredients list, in which the product contains the most 
of) is Sodium Lauroyl Isethionate (Evidence No. 38-41). According to 
chemicaloftheday.squarespace . com Sodium Lauroyl Isethionate is “a surfactant/detergent 
used as a cleansing agent and to impart lather in shampoos, body washes, facial care and 
toothpastes” (Evidence No. 42). The main ingredient in handmade soap however is always 
water or a saponified oil (example: Sodium oleate, saponified olive oil).  
 
There is no saponification process and thus beauty bars are not soap. Grooming Galaxy Ltd. is 
highly unlikely to provide actual soap.  

The GALAXY mark is applied to cover: ”Bar soap; Cakes of soap; Non-medicated skin care 
preparations, namely, solid soaps.” The applicant provides handmade soap, and handmade 
soaps are incompatible with the GROOMING GALAXY entity. 
 
Detergent beauty bars and real soaps are not the same product and they are rarely sold by the 
same entity. The natures of the goods are different, and the goods do not attract the same 
consumers. 
 
 
Similarity of Commercial Impressions and Sources 

It is unlikely that Grooming Galaxy Ltd. will be able to show proof of use across these 
categories within the next two and a half years considering that seemingly no steps have been 
taken to get there except starting a business and obtaining trademarks. Walmart, Costco, 
Target, Walgreens and Kroger are all among the ten biggest retailers in the United States, and 
they still don’t cover all of the categories, especially not the amount of services that 
Grooming Galaxy Ltd. has trademarked. Costco is the youngest of the big five retailers, and it 
was incorporated in 1983, making it 36 years old. The others were incorporated in 1962 
(Walmart), 1902 (Target), 1901 (Walgreens) and 1883 (Kroger). Grooming Galaxy Ltd. has 
total assets of £2 (Evidence No. 10), and intends to build a bigger corporation than these in 
two and a half years. 



For Grooming Galaxy Ltd. to offer all of the categories that the GROOMING GALAXY 
mark covers, it will need to grow extremely fast. That combined with “ooh-ming for 
grooming”-slogans and similar wordplay would make GROOMING GALAXY a very easily 
recognized brand.  
 
Tailored Soap, the applicant’s business and the applicant’s Galaxy Soaps leave a very 
different impression. Tailored Soap provides nature inspired products that are handmade in 
Norway. Through all of our channels you get to know the maker of the products and what 
inspired the creation of them. Tailored Soap as a source feels personal but professional, while 
the GROOMING GALAXY slogans and categories seem louder, more commercial and based 
on quantity. 
 
Additionally the GALAXY mark is already an established and recognizable mark that has 
been in use since April 2014, which makes it even more unlikely to be confused with 
GROOMING GALAXY. The Galaxy soap showed in the applicant’s specimen has been 
featured in a video with more than 10.6 million views spread across YouTube, Instagram and 
Facebook since March 29, 2017 (Evidence No. 43-45), and it has been a bestseller and 
signature soap for Tailored Soap since 2014.  

A Dove, Dial or Olay beauty bar (or similar) sold by a business that sells medicine, software, 
books, motion picture films, salon services, advertising services, modeling services, 
magazines, newspapers, self help books and so many other goods and services will not be 
confused with a product line of well known handmade galaxy soaps by a small business.  

The the commercial impressions will be entirely different for GROOMING GALAXY and 
GALAXY. 
 
 
Summary 
 
GROOMING GALAXY cannot be shortened to GALAXY without violating other marks, and 
it would be illogical to do so. GROOMING GALAXY and GALAXY look and sound 
different.  

GROOMING GALAXY is a fictional place and a business name for a dormant (but 
potentially huge) corporation, while GALAXY is a handmade soap product line. The entities 
do not and are highly unlikely to ever operate in the same trade channels. The two entities do 
not provide the same goods. The same customers do not purchase detergent beauty bars and 
handmade soap bars. The commercial impressions and connotations of the brands are 
substantially different.   

Consumers are highly unlikely to encounter both marks, and they would not confuse them if 
they did. Based on these grounds the Examiner Attorney should withdraw the refusal based 
on likelihood of confusion. 






























































































