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RESPONSE TO OFFICE ACTION 

In an Office Action dated May 10, 2019, the Examining Attorney refused registration 
under Trademark Act Sections 1, 2 and 45 on the grounds that Applicant’s mark is allegedly 
merely an ornamental feature of Applicant’s goods and that the specimen submitted by Applicant 
is not an acceptable display associated with the goods and is mere advertising material.  

To overcome this objection, an applicant may submit evidence that the applied-for mark 
is an indicator of a secondary source for the goods listed in the application.  TMEP § 1202.03(c).  
Evidence that a mark is an indicator of secondary source can include non-ornamental use of the 
mark in commerce on other goods or services.  Id.  Here, Applicant’s mark is used on other 
goods and services, such as condoms and educational and awareness campaign and therefore 
serves as a source identifier. Exhibit A.    

 Furthermore, Applicant’s mark can incidentally serve an ornamental function while 
principally serving a source-identifying function.  In re Dimitri’s, Inc., 9 USPQ2d 1666, 1667 
(TTAB 1988).  “Merely because a symbol may be pleasing to the eye, and is a decorate feature, 
does not necessarily mean that that symbol cannot also serve a trademark purpose.” 1 McCarthy 
on Trademarks and Unfair Competition § 7:24 (4th ed.) (2004).  The automatic preclusion of a 
mark’s registration based on its ornamental or decorate features would produce an “absurd 
result.” Id.  It is common practice for corporations to emblazon the name of a campaign, a source 
indicator, on various clothing items.  For example, the Livestrong Foundation uses the phrase 
LIVESTRONG in connection with clothing.  Exhibit B.  The LIVESTRONG mark, like the 
PROTECT YOUR WANG mark, is displayed in large font on the front of the t-shirt.  As the 
evidence attached at Exhibit A demonstrates, Applicant consistently and uniformly uses its word 
mark across other goods and services.  This illustrates that the mark for which Applicant is 
seeking registration is used to indicate the source of Applicant’s goods.  Consumers seeing 
Applicant’s mark will immediately identify Applicant’s mark as an indicator of source.  Thus, it 
is clear that the primary purpose of Applicant’s mark is to indicate the source of its goods. 

In addition, the Examining Attorney has refused registration because allegedly the 
specimen submitted by Applicant is not an acceptable display associated with the goods and is 
mere advertising material.  Applicant respectfully submits that the specimen submitted by 
Applicant is an acceptable display associated with the goods and is not advertising material.  A 
web page that displays a product can constitute a "display associated with the goods" if it: (1) 
contains a picture or textual description of the identified goods; (2) shows the mark in 
association with the goods; and (3) provides a means for ordering the identified goods.  See, 
TMEP 904.03(i); In re Sones, 590 F.3d 1282, 1288, 93 USPQ2d 1118, 1123 (Fed Cir. 2009); In 
re Azteca Sys., Inc., 102 USPQ2d 1955, 1957-58 (TTAB 2012) ; In re Dell Inc., 71 USPQ2d 
1725, 1727 (TTAB 2004) ; Lands’ End v. Manbeck, 797 F. Supp. 511, 514, 24 USPQ2d 1314, 
1316 (E.D. Va. 1992).  A web page from a third-party website may be acceptable as a display if 
the mark is sufficiently associated with the applicant’s goods. See In re Osterberg, 83 USPQ2d 
at1221, 1223-24.  There must be a means of ordering the goods directly from the applicant’s web 
page, such as an online ordering process.  In re Quantum Foods, Inc., 94 USPQ2d at 1380; In re 
Osterberg, 83 USPQ2d at 1224.  In the present case, the specimen submitted describes the 



NYC/500022.1 

product as a t-shirt, the mark is depicted on the goods; and the specimen contains a link called 
“SHOP NOW,” which redirects consumers to Applicant’s website for purchasing.  In other 
words, the specimen clearly provides a means of ordering the goods from Applicant’s website 
even though the link is located at a third-party webpage. 

Accordingly, Applicant respectfully requests that the Office withdraw the refusal and 
approve the application for publication. 
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EXHIBIT A 
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EXHIBIT B 
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