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REMARKS 

 

I. Response to Applicant’s Mark being Merely Descriptive – Section 2(e) Refusal 

 

 A. Applicant’s Mark is not Merely Descriptive 

Applicant respectfully submits that for the reasons set forth below, Applicant’s mark is 

not merely descriptive. 

The question of whether or not a particular designation is merely descriptive must not be 

determined in the abstract but in relation to the goods or services for which registration is sought, 

the context in which the designation is being used on or in connection with said goods or 

services, and the possible significance that it would have, because of such manner of use, to the 

average purchaser of the goods or services. In re Bright-Crest, Ltd., 204 U.S.P.Q. 591 (TTAB 

1979); Q-Tips Inc. v. Johnson & Johnson, 95 U.S.P.Q. 264 (D.N.J. 1952). 

 

B. Applicant’s Applied for Mark is SL not SLIM LINE 

As a preliminary matter, Applicant would like to clarify that the applied for mark is SL 

only. Applicant is not applying for the word mark SLIM LINE. Applicant is already the owner of 

U.S. Registration No. 2,259,146 for the mark SLIM-LINE, which was registered on the Principle 

Register on July 6, 1999. In this regard, Applicant is only attempting to register the mark SL, and 

is not trying to re-register the terms SLIM LINE.  

 

 C. SL is at Most Suggestive in Relation to the Applicant’s Goods 

In order to be suggestive, a trademark as applied to the goods or services must require 

imagination, thought, or perception to reach a conclusion as to the nature thereof. Whether a 

particular designation is merely descriptive must be determined by considering the meaning it is 

likely to have in the context in which it is used and when encountered by prospective purchasers 

in the marketplace. In re Abcor Development Corp., 200 U.S.P.Q. 215 (CCPA 1978). 

Furthermore, the Board has emphasized that an immediate idea must be forthwith conveyed in 

order for the mark to be descriptive.  R.J. Reynolds Tobacco Company v. Brown & Williamson 

Tobacco Corp., 226 U.S.P.Q. 169, 177 (TTAB 1985). 
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Under the well-accepted test for distinguishing between suggestive and merely 

descriptive marks, the mark must describe Applicant’s goods and services with particularity in 

order to be descriptive. In re House Store Ltd., 221 U.S.P.Q. 92, 93 (TTAB 1983); In re TMS 

Corporation of the Americas, 200 U.S.P.Q. 57, 58 (TTAB 1978). In House Store, the TTAB 

reversed the refusal of the registration of the mark “The House Store” for retail store services in 

the field of furniture and housewares. The TTAB reasoned that the mark was “too broad to 

describe such services with immediacy and particularity and, consequently, should be viewed as 

suggestive rather than impermissibly descriptive.” House Store, 221 U.S.P.Q. at 93. 

As was the situation in the case listed above, the SL wording of Applicant’s mark (even if 

viewed as an acronym for the terms “slim line”) is at most suggestive of a feature or aesthetic 

and/or functional attribute of Applicant’s goods. Along these lines, the SL mark does not 

immediately tell potential purchasers that Applicant’s goods are “filtered shower heads.” Rather, 

such mark may connote an aesthetic feature of Applicant’s goods, i.e., filtered shower heads with 

a slender profile.  In the present instance, products used in connection with the applied for mark 

are filtered shower heads, however, the subject mark could just as easily be used in connection 

with a variety of goods, including cordless beard trimmers as shown in Exhibit A and adult 

diapers as shown in Exhibit B, or really any product that has a slim silhouette. 

Along these lines, Applicant submits that there are already several marks on the Principle 

Register for “SLIM LINE” derivative marks for use in connection with a variety goods. An 

exemplary listing of these marks is highlighted below and attached as Exhibit C. 

 

SLIMLINE Reg. No. 2,069,650 

SLIMLINE Reg. No. 3,724,924 

SLIMLINE Reg. No. 4,298,437 

SLIM LINE Reg. No. 3,992,278 

SLIM LINE Reg. No. 4,858,640 

SLIMLINE Reg. No. 1,805,392 

 

In view of the existing registrations highlighted above and additionally considering 

Applicant’s prior SLIM-LINE registration, it is apparent that to the average consumer, that the 
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neither term “SL” or “SLIM LINE” immediately conveys the proposed function and nature of 

Applicant’s goods, and is at most, only suggestive of the same.  

Indeed, as to “SL” standing alone, Applicant also notes the common use of that 

designation in the automotive field, e.g., the widespread use of the “SL” designation by 

Mercedes-Benz in conjunction with a prescribed class of its vehicles.  For these vehicles, “SL” is 

an acronym for “super light.”  Applicant respectfully submits that it strains credibility to 

conclude that, based on the consideration of the totality of the disparate uses of “slim line” and 

“SL” in the existing marketplace as highlighted above, consumer would only view either of these 

as identifying Applicant’s “filtered shower heads.” 

It is well established that suggestiveness is not a bar to registration on the Principal 

Register. Moreover, even the fact that persons in the trade are capable of analyzing the terms or 

recognizing its suggestion does not render the mark merely descriptive. Audio Fidelity Inc., v. 

London Records Inc., 141 U.S.P.Q 792 (CCPA 1964) (AUDIO FIDELITY not merely 

descriptive of phonographic records). Furthermore, the CCPA has held that a mark may even go 

so far as to possess a “descriptive connotation” that conveys an impression of goods or services. 

“The simple presence of that type of descriptive connotation, like the presence of suggestiveness, 

will not preclude registration where the mark is not merely descriptive of the goods.” Coca Cola 

Company v. Seven-Up Company, 182 U.S.P.Q. 207, 209 (CCPA 1974) (Uncola not merely 

descriptive of non-cola soft drinks); Independent Nail Packaging Co. v. Stronghold Screw 

Products, Inc., 205 F.2d 921, 98 U.S.P.Q. 172 (7th Cir. 1953), Cert. denied, 346 U.S. 886 (1953) 

(STRONGHOLD not merely descriptive of nail products even though suggestive of one attribute 

of nail products). 

In this case, the terms “SLIME LINE” may indeed have some connotation relative to 

Applicant’s goods, or at least to a greater degree than the applied for SL mark, but certainly do 

not merely describe such goods for the reasons highlighted above. As such, Applicant 

respectfully submits that the mark SL is at most arguably suggestive of Applicant’s goods. 

 

D. Any doubt about descriptiveness should be resolved in Applicant’s favor 

In addition, any doubt as to whether the present mark is merely descriptive must be 

resolved in Applicant’s favor according to controlling case law authority.  In re Rank 

Organisation Ltd., 222 U.S.P.Q. 324, 326 (TTAB 1984).  In re Noble Company, 225 U.S.P.Q. 
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749, 750 (TTAB 1980) ([I]f there was any doubt about whether the term ... is merely descriptive 

... that doubt should be resolved in favor of the Applicant); In re Mobile Ray Inc., 224 U.S.P.Q. 

247, 248 (TTAB 1984) (“[W]hen there is doubt in the matter, the doubt should be resolved in 

Applicant’s behalf and the mark should be published for opposition”).  

The same should be true for this application. 

 

II. Conclusion 

In summary, the refusal to register Applicant’s mark under Section 2(e) should be 

withdrawn based upon the fact that Applicant’s mark is not merely descriptive of the goods 

offered by Applicant. To the extent the Examining Attorney has any questions, requires 

additional information, or has any suggestions to expedite the resolution of any outstanding 

matters that may exist, the Examining Attorney is invited to contact Applicant’s counsel. 
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