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I. Applicant’s Mark Is Not Merely Descriptive 

Applicant respectfully submits that for the reasons set forth below, BUTCHER 

BLOCK ACOUSTICS is not merely descriptive. 

The question of whether or not a particular designation is merely descriptive must not 

be determined in the abstract but in relation to the goods or services for which registration is 

sought, the context in which the designation is being used on or in connection with said 

goods or services, and the possible significance that it would have, because of such manner 

of use, to the average purchaser of the goods or services. In re Bright-Crest, Ltd., 204 

U.S.P.Q. 591 (TTAB 1979); Q-Tips Inc. v. Johnson & Johnson, 95 U.S.P.Q. 264 (D.N.J. 

1952). 

 

A. BUTCHER BLOCK ACOUSTICS Is Suggestive In Relation To The Applicant’s 

Goods 

To be clear, Applicant is not selling butcher blocks on which butchers chop meat. 

Rather, Applicant’s goods include audio platforms and brass footers for audio devices. 

Applicant submits that BUTCHER BLOCK ACOUSTICS is not merely descriptive of such 

goods. 

In order to be suggestive, a trademark as applied to the goods or services must require 

imagination, thought, or perception to reach a conclusion as to the nature thereof. Whether a 

particular designation is merely descriptive must be determined by considering the meaning 

it is likely to have in the context in which it is used and when encountered by prospective 

purchasers in the marketplace. In re Abcor Development Corp., 200 U.S.P.Q. 215 (CCPA 

1978). Furthermore, the Board has emphasized that an immediate idea must be forthwith 

conveyed in order for the mark to be descriptive.  R.J. Reynolds Tobacco Company v. Brown 

& Williamson Tobacco Corp., 226 U.S.P.Q. 169, 177 (TTAB 1985). 

Under the well-accepted test for distinguishing between suggestive and merely 

descriptive marks, the mark must describe Applicant’s goods and services with particularity 

in order to be descriptive. In re House Store Ltd., 221 U.S.P.Q. 92, 93 (TTAB 1983); In re 

TMS Corporation of the Americas, 200 U.S.P.Q. 57, 58 (TTAB 1978). In House Store, the 

TTAB reversed the refusal of the registration of the mark “The House Store” for retail store 

services in the field of furniture and housewares. The TTAB reasoned that the mark was “too 
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broad to describe such services with immediacy and particularity and, consequently, should 

be viewed as suggestive rather than impermissibly descriptive.” House Store, 221 U.S.P.Q. at 

93. 

It has also been accepted by the courts that a minor degree of descriptiveness does not 

destroy the suggestive, or trademark, significance of a mark. In fact, a mark must have a 

“shade” of descriptive meaning in order to even be suggestive. Q-Tips, Inc. v. Johnson & 

Johnson, 206 F.2d 144, 146, 98 U.S.P.Q. 86, 87 (3d Cir. 1952), cert. denied, 346 U.S. 867 

(1953). This principal holds true for Applicant’s mark, which may possess a modicum of 

descriptiveness, but which ultimately leads the consumer to its suggestive meaning. 

As was the situation in the case listed above, the BUTCHER BLOCK ACOUSTICS 

wording of Applicant’s mark is suggestive of Applicant’s goods. Along these lines, the 

BUTCHER BLOCK ACOUSTICS mark does not tell potential purchasers what Applicant’s 

goods are at all. Rather, such mark is capable of identifying a wide range of products. For 

instance, the mark may refer to musical instruments (see Appendix). The mark may also be 

used in relation to speaker components (see Appendix). In this regard, BUTCHER BLOCK 

ACOUSTICS is simply too broad and too remote from the goods offered in conjunction with 

the mark to be merely descriptive and is therefore suggestive of such goods and services. See, 

Seaboard Seed Company v. Beemis Company, Inc., 632 F.Supp. 1133, 229 U.S.P.Q. 1007 

(N.D. Ill. 1986) (QUICK GREEN suggestive of grass seed); AMF Inc. v. Sleekcraft Boats, 

599 F.2d 341, 204 U.S.P.Q. 808 (9th Cir. 1979) (Slickcraft suggestive of recreational boats). 

It is well established that suggestiveness is not a bar to registration on the Principal 

Register. Moreover, even the fact that persons in the trade are capable of analyzing the terms 

or recognizing its suggestion does not render the mark merely descriptive. Audio Fidelity 

Inc., v. London Records Inc., 141 U.S.P.Q 792 (CCPA 1964) (AUDIO FIDELITY not 

merely descriptive of phonographic records). Furthermore, the CCPA has held that a mark 

may even go so far as to possess a “descriptive connotation” that conveys an impression of 

goods or services. “The simple presence of that type of descriptive connotation, like the 

presence of suggestiveness, will not preclude registration where the mark is not merely 

descriptive of the goods.” Coca Cola Company v. Seven-Up Company, 182 U.S.P.Q. 207, 

209 (CCPA 1974) (Uncola not merely descriptive of non-cola soft drinks); Independent Nail 

Packaging Co. v. Stronghold Screw Products, Inc., 205 F.2d 921, 98 U.S.P.Q. 172 (7th Cir. 
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1953), Cert. denied, 346 U.S. 886 (1953) (STRONGHOLD not merely descriptive of nail 

products even though suggestive of one attribute of nail products). 

In this case, BUTCHER BLOCK ACOUSTICS may have some connotation relative 

to Applicant’s goods, but certainly does not merely describe such goods. As such, 

BUTCHER BLOCK ACOUSTICS is merely suggestive of Applicant’s goods. 

 

B. Purchasers Will Not Attach A Descriptive Meaning To BUTCHER BLOCK 

ACOUSTICS 

As mentioned above, whether a particular mark or term within a mark is merely 

descriptive must be determined by considering the meaning it is likely to have in the context 

in which it is used and when encountered by prospective purchasers in the marketplace. In re 

Abcor Development Corp., 200 U.S.P.Q. 215 (CCPA 1978). 

This instant matter is similar (with respect to the descriptive issues) to the case of 

Independent Nail and Packaging Co., Inc. v. Stronghold Screw Products, Inc., 205 F.2d 921, 

98 U.S.P.Q. 172 (7th Cir. 1953), Cert. denied, 346 U.S. 886 (1953), wherein the Court held 

that the mark “STRONGHOLD” was not merely descriptive of the Plaintiff’s nail products. 

The Court reasoned as follows: 

 

Although the word “STRONGHOLD” is suggestive of one of the attributes of 

Plaintiff’s nail with the annular thread, it is not descriptive of the nail, let 

alone that type of nail. A person unaware of the particular product or the 

manufacturer, upon seeing of hearing the name “STRONGHOLD,” would 

find it virtually impossible to identify the product to which it might have been 

applied.  Independent Nail & Packing Co., 205 F.2d at 925. 

 

Applicant’s relevant market consists primarily of audio enthusiasts. These purchasers 

will not attach a descriptive meaning to the term BUTCHER BLOCK ACOUSTICS because 

such verbiage is incapable of describing the specific nature of the goods offered in 

connection with such mark. Thus, when determining the issue of descriptiveness with the 

proper standard, it is apparent that the use of the term BUTCHER BLOCK ACOUSTICS is 

not merely descriptive, but is at most suggestive. 
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C. Any Doubt About Descriptiveness Should Be Resolved In Applicant’s Favor 

In addition, any doubt as to whether the present mark is merely descriptive must be 

resolved in Applicant’s favor according to controlling case law authority. In re Rank 

Organisation Ltd., 222 U.S.P.Q. 324, 326 (TTAB 1984). In re Noble Company, 225 U.S.P.Q. 

749, 750 (TTAB 1980) ([I]f there was any doubt about whether the term ... is merely 

descriptive ... that doubt should be resolved in favor of the Applicant); In re Mobile Ray Inc., 

224 U.S.P.Q. 247, 248 (TTAB 1984) (“[W]hen there is doubt in the matter, the doubt should 

be resolved in Applicant’s behalf and the mark should be published for opposition”).  

The same should be true for this application. 

 

 

II. Request For Information 

 In the Office Action, the Examining Attorney requested additional information 

regarding Applicant’s goods and services and wording appearing in the mark. Accordingly, 

Applicant is providing a printout from Applicant’s website for consideration by the 

Examining Attorney. 

 In addition, the Examining Attorney asked Applicant to respond to the following 

questions. Applicant’s answers are being provided in bold italics. 

 

• Do the applicant’s goods resemble a butcher’s block? 

Using the definition provided by the Examining Attorney, a butcher’s block is 

“made of or resembling a board of thick strips of hardwood like that on which 

butchers chop meat.” Applicant goods are not used for chopping meat; rather, 

Applicant’s goods are designed to placement under a wide range of audio 

equipment, and typically have a furniture style urethane finish.  

 

• Are the applicants goods used to absorb or control sound? 

Applicant’s goods are designed to attenuate vibration associated with signals 

typically emitted from high-end audio components. 
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III. Conclusion 

In summary, the refusal to register Applicant’s mark under Section 2(e) should be 

withdrawn based upon the fact that Applicant’s mark is not merely descriptive of the goods 

offered by Applicant. All other outstanding matters with respect to the present application 

have been addressed, and Applicant respectfully submits that the present application is in 

condition to be allowed and passed to publication. Early notice to that effect is respectfully 

requested. To the extent the Examining Attorney has any questions, requires additional 

information, or has any suggestions to expedite the resolution of any outstanding matters that 

may exist, the Examining Attorney is invited to contact Applicant’s counsel. 
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