
 

 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

 

Applicant: 180 Innovations LLC   

Serial No.: 88309321    

Mark:  FEVER ALARM 

Ref. No.:  T280853.US.01~ 500097-00032 

 

Applicant hereby responds to the Office Action issued May 8, 2019, for the above application. 

The Examining Attorney refuses registration of the applied-for mark on the ground the mark is generic.  

In the alternative, the Examining Attorney contends the mark is descriptive and Applicant’s 2(f) claim of 

acquired distinctiveness based on at least five years’ use is insufficient.  Applicant respectfully contends 

that the refusal is inconsistent with the USPTO’s past treatment of identical applications and requests 

that the Examining Attorney withdraw the refusal and accept Applicant’s claim of acquired 

distinctiveness. 

A. The Mark is Not Generic 

 The mark FEVER ALARM is not generic of the applied for goods, namely, “An alert feature sold 

as a component of thermometers for medical purposes.”  A mark is generic only if “its primary 

significance to the relevant public is the class or category of goods or services on or in connection with 

which it is used.”  TMEP § 1209.01(c)(1).   

The critical issue in genericness cases is whether members of the relevant public primarily use or 
understand the term sought to be protected to refer to the genus of goods or services in 
question.  Determining whether a mark is generic therefore involves a two-step inquiry: First, 
what is the genus of goods or services at issue? Second, is the term sought to be registered or 
retained on the register understood by the relevant public primarily to refer to that genus of 
goods or services? 
 

H. Marvin Ginn Corp. v. Intl’l Ass’n of Fire Chiefs, Inc., 782 F.2d 987, 989-90 (Fed. Cir. 1986) (citations 

omitted) (reversing conclusion that FIRE CHIEF is generic for magazines distributed exclusively to fire 

departments).   

“An examining attorney has the burden of proving that a mark is generic by clear evidence.”  

TEMP § 1209(c)(i) (emphasis added).  The “clear evidence” standard is “not a mere preponderance”; it is 

a “heightened burden” that can only be met with “substantial evidence.”  In re Nordic Naturals, Inc., 755 

F.3d 1340, 1342-43 (Fed. Cir. 2009).  Additionally, the breaking point between “descriptive terms and 

generic names is as fuzzy and undefinable as the line between descriptive marks and suggestive marks.”  
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J. Thomas McCarthy, McCarthy on Trademarks and Unfair Competition, § 12:20 (citing In re Merrill 

Lynch, Pierce, Fenner, and Smith, Inc., 828 F.2d 1567, 1569 (Fed. Cir. 1987)).  Any doubts about whether 

a mark is generic must be resolved in favor of the applicant.  In re Bel Paese Sales Co., 1 U.S.P.Q.2d 1233, 

1236 (T.T.A.B. 1986). 

1. Genus of Goods 

“[A] proper genericness inquiry focuses on the description of [goods] set forth in the 

[application].”  Magic Wand, Inc. v RDB, Inc., 940 F.2d 638, 640 (Fed. Circ. 1991); see also TMEP § 

1209.01(c)(i) (“The genus of the goods . . . may be defined by an applicant’s identification of goods.”).  

Here, the primary commonly understood genus of goods covered by Applicant’s mark is, at its root, 

“components of thermometers.”  The Examining Attorney does not appear to disagree with this 

conclusion.  

2. FEVER ALARM is Primarily Understood as Referring to Applicant’s Mark  

The wording FEVER ALARM is primarily understood as referring to Applicant’s mark.  Applicant’s 

identical mark has been registered on the Supplemental Register for 20 years, since 1999 (registration 

no. 2,304,925), and was registered on the Principal Register (reg. no. 3,254,489) for over ten years, from 

2007 to 2018.  In fact, registration no. 3,254,489 achieved incontestability in 2012.  Notably, the mark 

was never refused on genericness grounds.  Moreover, it is clear that the public does not refer to 

“components of thermometers” as FEVER ALARM.  The wording FEVER ALARM could perhaps be 

understood as describing a quality of a component of thermometers; but it is not understood as a 

generic equivalent of “components of thermometers.”  Notably, the USPTO’s ID Manual does not 

contain any generic description for a good known as a “fever alarm,” and a search of the USPTO’s 

records did not reveal a single application or registration (live or dead) featuring the wording “fever 

alarm” in the description of goods and services (See Exhibit A).  Neither of the dictionary definitions 

enclosed with the Office Action indicate that the terms FEVER or ALARM are synonymous with 

“components of thermometers” or of any product.  Nor does the evidence attached to the Office Action 

constitute “substantial evidence” clearly showing that the mark is generic.  As shown in Exhibit B, 

Applicant’s thermometers, many of which are sold under private labels, make up 70% of the market 

share for thermometers.   

The third-party uses identified by the Examining Attorney constitute unauthorized use of 

Applicant’s longstanding trademark.  Applicant is considering enforcement efforts against these users 

and thanks the Examining Attorney for bringing them to Applicant’s attention.  It is well established that 

a trademark “owner is not required to act immediately against every possible infringing use.”  Wallpaper 
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Mfrs., Ltd. v. Crown Wallcovering Corp., 680 F.2d 755, 766 (C.C.P.A. 1982); see also Engineered Mech. 

Servs. v. Applied Mech. Tech., Inc., 584 F. Supp. 1149, 1160 (M.D. La. 1984) (“The owner of a mark is not 

required to constantly monitor every nook and cranny of the entire nation and to fire both barrels of his 

shotgun instantly upon spotting a possible infringer. Lawyers and lawsuits come high and a financial 

decision must be made in every case as to whether the gain of prosecution is worth the candle.”); 

Ashland Licensing & Intellectual Property LLC and Valvoline Licensing and IP LLC v. Sunpoint Int’l Grp. 

USA Corp., No. 92057294, 2019 TTAB LEXIS 119, at *75 (T.T.A.B. Apr. 26, 2019) (recognizing that the law 

does not “require each trademark owner to file a notice of opposition, petition for cancellation, or 

trademark infringement action on first notice and ask questions later”).  Accordingly, a few unauthorized 

third-party infringements of Applicant’s mark should not be fatal to this application.   

 Accordingly, Applicant’s mark is not clearly generic.  Applicant respectfully requests that the 

Examining Attorney withdraw the genericness refusal.   

B. Applicant Has Proven Secondary Meaning 

Applicant’s mark has acquired secondary meaning based on over 20 years of continuous use in 

commerce.  Long-term use is an important factor in determining whether a mark has acquired 

distinctiveness.  For example, in In re Uncle Sam Chem. Co., the Board concluded that the term 

SPRAYZON had acquired distinctiveness for cleaning products based on a declaration attesting to over 

18 years of substantially exclusive and continuous use.  229 U.S.P.Q.233, 235 (T.T.A.B. 1986).  Here, 

Applicant submitted a signed declaration at the time of filing the application confirming its long-term 

use of the mark and attesting to the fact that the mark has become distinctive based on its 

“substantially exclusive and continuous use.”  Thus, the record contains sufficient evidence to grant 

Applicant’s 2(f) claim as is, without additional evidence.   

Moreover, the USPTO previously granted Applicant’s 2(f) claim for an identical mark (Principal 

Register registration no. 3,254,489) based solely on a claim of at least five years’ use.  The USPTO 

accepted this claim over 12 years ago, during which time Applicant has only continued to use and build 

distinctiveness in its mark.  Additionally, the USPTO accepted a declaration of incontestability for 

registration no. 3,254,489.  Applicant understands that this registration lapsed (unintentionally).  But, if 

it were active, this current refusal would actually constitute an impermissible collateral attack on that 

registration.  See In re AM. Sail Training Ass’n, 230 U.S.P.Q. 879 (T.T.A.B. 1986) (concluding that USPTO 

may not require disclaimer of a term that is also an incontestable, registered mark).  This is at least 

persuasive evidence that the mark is capable of and has indeed acquired secondary meaning.  Applicant 
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merely requests that the USPTO treat the current application similarly to Applicant’s prior applications 

for identical marks.   

*   *   *   * 

Based on the foregoing, Applicant respectfully requests that the Examining Attorney accept 

Applicant’s claims of acquired distinctiveness and approve the application for publication.  
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EXHIBIT A 

Screenshot of search of USPTO ID Manual for “fever alarm”: 

 

Screenshot of search of USPTO records for “fever alarm” 

 

Screenshot of search result screen for “fever alarm” 
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EXHIBIT B 

 

 

 


