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Trevor A. Caudle, Esq.  
dba Trevor Caudle Law Practice 

350 Bay Street, #100-363 
San Francisco, California 94133 

415.260.0947 
 
 
 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
 

May 30, 2019 
 
Jonathon Schlegelmilch 
Trademark Examining Attorney 
Law Office 108 
United States Patent and Trademark Office 
 
RE: Serial No.:  88/309,490 
 Mark:   FLEXIBLE 
 Applicant:  Flexible RE Company, LLC 
 Office Action Date: May 3, 2019 
 
 

APPLICANT’S RESPONSE TO OFFICE ACTION 

 The following is the response of Applicant, Flexible RE Company, LLC (“Applicant”), 

by Counsel Trevor A. Caudle, Esq., to the Office Action sent via email on May 3, 2019, by 

Examining Attorney, Jonathon Schlegelmilch. 

The Examining Attorney has initially refused to register the mark “FLEXIBLE” 

(“Applicant’s Mark”), stating two substantive basses for refusal, which are addressed below.  

The Examining Attorney asserts that Applicant’s Mark creates a likelihood of confusion 

with the marks in U.S. Registration Nos. 4185150 (for “FLEXIBLE PLAN INVESTMENTS, 

LTD.”), 4185151 (for “FLEXIBLE PLAN”) and 4618978 (for “FLEXIBLE LENDING 

SOLUTIONS”) (collectively the “Registrant’s Marks”). Applicant notes that the first two 

aforementioned marks are owned by the same investment management firm, and the third is 

owned by a separate company.  Applicant respectfully submits that the Examining Attorney 

reached his conclusion in error. As explained below, when considering the nature of Applicant’s 

Mark, the numerous marks registered in Class 36 that utilize the word “flexible”, the distinct 

services associated with the respective marks, and the sophistication of the customer base that 

purchases services from Applicant and Registrants, there is no likelihood of confusion between 
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them under the standard articulated in Application of E.I. DuPont de Nemours & Co. 476 F. 2d 

1357 (C.C.P.A. 1973) (“DuPont”). 

 The Examining Attorney also asserts that Applicant’s Mark is merely descriptive, and as 

such has refused registration under Section 2(e)(1).  Respectfully, Applicant disagrees with the 

Examining Attorney’s assessment however in the interest of proceeding to publication, Applicant 

has amended its application to the Supplemental Register. 

 In light of the arguments set forth below, Applicant respectfully requests that the 

Examining Attorney withdraw the two referenced basses for refusal and allow the instant 

application to proceed to publication. 

 

LIKELIHOOD OF CONFUSION REFUSAL 

 
1. Introduction 

The Examining Attorney has refused registration of Applicant’s Mark pursuant to 

Trademark Act Section 2(d), 15 U.S.C. § 1052(d), on the grounds that Applicant’s Mark is likely 

to be confused with the following Registrations: 

• Registration No. 4,185,150 (Word Mark for “FLEXIBLE PLAN 

INVESTMENTS, LTD.”) for “Investment advisory services; investment 

management; securities trading and investment services for others; individual 

retirement account services; operation and management of mutual funds and other 

collective investment vehicles.” in International Class 36; 

• Registration No. 4,185,151 (Design Mark including the literal element 

“FLEXIBLE PLAN”) for “Investment advisory services; investment 

management; securities trading and investment services for others; individual 

retirement account services; operation and management of mutual funds and other 

collective investment vehicles.” in International Class 36; and 

• Registration No. 4,618,978 (Word Mark for “FLEXIBLE LENDING 

SOLUTIONS”) for “Commercial lending services.” In Class 36. 

Likelihood of confusion is determined on a case-by-case basis by the Trademark Trial and 

Appeal Board at the United States Patent and Trademark Office ("USPTO") by review of the 

relevant factors set forth in In re E.1. du Pont de Nemours & Co., 476 F.2d 1357, 1361 (C.C.P.A 



 3 

1973). These factors include the comparison of the marks, the similarity or dissimilarity and 

nature of goods and/or services, and the conditions under which sales are made. Id. at 1361. Not 

all of the du Pont factors are relevant to every case, and the significance of a particular factor 

may be different from case to case. See du Pont, 476 F.2d at 1361-62; In re Dixie Rests., Inc., 

105 F.3d 1405, 1406-07 (Fed. Cir. 1997) (noting that "any one of the factors may control a 

particular case"). 

The comparison of the marks is just one factor to be considered in the likelihood of 

confusion analysis.  Because Registrants’ Marks and Applicant’s Mark create different 

commercial impressions, and because the services offered in connection with Registrants’ Marks 

differ significantly from those sold by Applicant, and because Registrants’ goods and 

Applicant’s goods are sold in different channels of commerce to distinct and sophisticated 

customers, Applicant respectfully disagrees with the findings and requests that the Examining 

Attorney reconsider the statutory refusal and allow Applicant’s Mark to proceed to publication. 

 

2. Applicant’s Mark and Registrants’ Marks are Dissimilar 

The likelihood of confusion analysis considers all relevant du Pont factors, however, not 

all factors may be afforded equal weight in a given case. In re Majestic Distilling Co., 315 F.3d 

1311, 1315 (Fed. Cir. 2003); Dixie Restaurants, 105 F.3d atl406-07. In some cases, a 

determination that there is no likelihood of confusion may be appropriate even where the marks 

appear similar if this similarity is outweighed by other factors. TMEP § 1207.01. See also 

Oakville Hills Cellar, Inc. v. Georgallis Holdings, LLC, 826 F.3d 1376, 1381 (Fed. Cir. 2016) 

(emphasizing that the different pronunciation between MAYA and MAYARAI was a dispositive 

factor in finding these marks different for the likelihood of confusion analysis). The USPTO 

bears the burden of demonstrating that a mark should not be registered. In re St. Helena Hosp., 

774 F.3d 747, 750 (Fed. Cir. 20014) (citing 15 U.S.C. § 1052). 

Here, The Examining Attorney observes that Applicant’s Mark and Registrants’ Marks 

all contain the term “FLEXIBLE.” This observation is true. But is not the whole truth. The sight, 

sound and meaning of Applicant’s entire Mark is dissimilar enough from Registrants’ Marks, 

weighing in favor of Applicant.  

Registration 4,185,151 is a logo which contains the literal element “FLEXIBLE PLAN”, 

but the same is part and parcel of a distinctive logo design. Any consumer confronted with that 
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design will see that it is not similar to Applicant’s Mark especially in light of the additional word 

“PLAN”.   

Registration 4,185,150 is for the Word Mark “FLEXIBLE PLAN”, which is a two-word 

Mark rendering it distinct from Applicant’s single Word Mark for merely “FLEXIBLE”.  The 

inclusion of the word “PLAN” suggests to consumers what the word relates to, which leaves a 

different commercial impression in the minds of consumers. 

Registration 4,618,978 is for the Word Mark “FLEXIBLE LENDING SOLUTIONS”, 

which is three distinct words – two more than Applicant’s Mark.  The inclusion of the words 

“LENDING SOLUTIONS” suggests to consumers what those word relate to, which leaves a 

different commercial impression in the minds of consumers. 

 

3.  “Flexible” is used in Numerous Registrations in Class 36. 

Applicant respectfully submits that no likelihood of confusion exists due to the plethora of 

third-party marks in Class 36 containing the word "flexible". While both Applicant's Mark and 

Registrants’ Marks contain the term "FLEXIBLE", relevant consumers would not expect the 

services offered under the respective Marks to emanate from the same source due to the crowded 

field of similar marks containing "flexible", including: 

1. U.S. Registration No. 4,342,655 for “MORE INCOME MORE CHOICE MORE 

FLEXIBILITY” for " Annuity underwriting; Financial investment in the field of 

retirement plans and annuities; Investment advice; Issuance and administration of 

annuities” in Class 36; 

2. U.S. Registration No. 5,555,969 for “IGOBANKING FLEXIBLE DEPOSIT” for 

“Financial services, namely, remote deposit services” in Class 36; 

3. U.S. Registration No. 4,736,886 for “FAST. FLEXIBLE. FLOORPLANNING.” For 

“Financial services in the field of money lending for automobile dealerships” in Class 

36; 

4. U.S. Registration No. 2,330,955 for “FLEXIBLE 97” for "mortgage loan services, 

namely, providing mortgage loans structured to allow for a number of sources from 

which to derive a down payment” in Class 36; 
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5. U.S. Registration No. 2,343,098 for “WE’RE FLEXIBLE” for "BANKING SERVICES; 

INSURANCE AGENCY SERVICES IN THE FIELDS OF LIFE, ACCIDENT, 

HEALTH, PROPERTY, CASUALTY AND AUTOMOBILE” in Class 36; 

6. U.S. Registration No. 4,449,296 for “FLEXIBLE REINVESTMENT PROGRAM” for 

automatic investment of funds for others” in Class 36; 

7. U.S. Registration No. 3,264,319 for “FLEXIBLE FUNDING” for “Financial services, 

namely payroll financing exclusively in the field of temporary staffing agencies” in 

Class 36; 

8. U.S. Registration No. 4,770,346 for “FLEXIBILITY” for “financial services in the 

nature of loans” in Class 36; 

9. U.S. Registration No. 4,613,401 for “FLEXIBLE BETA” for “Financial advice; 

Financial planning; Investment management” in Class 36; 

10. U.S. Registration No. 1,893,322 for “FLEXIBLE EXCHANGE” for “option market 

services; namely, facilitating the trading of option contracts” in Class 36; 

11. U.S. Registration No. 4,724,364 for FLUSHING BANK FLEXIBLE DEPOSIT for 

“Financial services, namely, remote deposit services” in Class 36; 

The registration certificates for these eleven third-party registrations are attached hereto at 

Exhibit A.  Considering the coexistence of a large number of "flexible" marks for services in 

Class 36, the differences between Registrants’ Marks and Applicant’s Mark are noteworthy and 

should not be summarily disregarded. The addition of the terms "PLAN”, “PLAN 

INVESTMENTS LTD.”, and “LENDING SOLUTIONS" to Registrants’ Marks are sufficient to 

eliminate any likelihood of confusion between those marks and Applicant’s Mark.  Not only 

would it be inconsistent to bar registration of Applicant's Mark alongside the Registrants’ Marks 

and the eleven registrations listed above, but it also simply is not proper in view of the difference 

between Applicant's Mark and Registrants’ Marks due to the wide array of "flexible" 

registrations for services in Class 36. 

 

4. The Services Covered by the Applicant’s Mark and Registrant’s Marks are Dissimilar. 

Respectfully, the Examining Attorney erred in concluding that the Registrants’ and 

Applicant's services were sufficiently related to cause a likelihood of confusion among 

consumers.  Although Applicant’s Mark, on the one hand, and Registrants’ Marks, on the other 
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hand, relate to investment generally and at a very high level of abstraction, that similarity alone 

is insufficient to create a likelihood of confusion between the two, given the diversity of the 

actual and specific services provided under each mark. 

Likelihood of confusion exists when the respective products are related in such a way that 

it could result in the mistaken belief that the products originate from the same source. See In re 

Franciscan Vineyards, Inc., 593 Fed. Appx. 997, 999 (Fed. Cir. 2014); Coach Servs. v. Triumph 

Learning LLC, 668 F.3d 1356, 1369 (Fed. Cir. 2012); 7-Eleven, Inc. v. Wechsler, 83 U.S.P.Q.2d 

1715, 1724 (T.T.A.B. 2007); In re Pollio Dairy Prods. Corp., 8 U.S.P.Q.2D 2012, 2015 

(T.T.A.B. 1988). If the contested marks would appear on "substantially identical goods," it 

increases the possibility of likelihood of confusion. Coach Servs., 668 F.3d at 1369; Citigroup 

Inc. v. Capital City Bank Group, Inc., 637 F.3d 1344, 1355 (Fed. Cir. 2011). It is not enough for 

goods to merely exist in the same broad industry, instead they must be marketed in such a way 

that consumers would believe that they originate from the same source or are sponsored by a 

common company. See PC Club v. Primex, Inc., 32 Fed. Appx. 576, 578 (Fed. Cir. 2002). See 

also, Lloyd's Food Products, Inc. v. Eli's Inc., 987 F.2d 766, 769 (Fed. Cir. 1993) (rejecting a per 

se rule that goods used in similar industry are similar or related). The mere fact that goods and 

services are "used together" does not, on its own, demonstrate relatedness. St. Helena Hosp., 774 

F.3d at 753; In re Coors Brewing Co., 343 F.3d 1340, 1345 (Fed. Cir. 2003); Packard Press, Inc. 

v. Hewlett-Packard Co., 227 F.3d 1352, 1358 (Fed. Cir. 2000). 

The Examining Attorney' posits that the Applicant's and Registrants’ goods and/or 

services are related, however, this conclusion is not supported by substantial evidence. See St. 

Helena Hosp., 774 F.3d at 752-54 (emphasizing that evidence of services and goods being used 

together alone does not rise to level of substantial evidence); Shen Mfg. Co., Inc. v. Ritz Hotel, 

Ltd., 393 F.3d 1238, 1244-45 (Fed. Cir. 2004) (determining no substantial evidence to support 

that cooking classes and kitchen textiles were related when one was a service while the other was 

a tangible good and they were not in the same categories of products); On-Line Careline, Inc. v. 

America Online, Inc., 229 F.3d 1080, 1086 (Fed. Cir. 2000) (finding of similarity of services was 

based on substantial evidence when both marks involved use of the internet). In situations in 

which the relatedness of the services is obscure or less evident, the USPTO must provide 

persuasive and substantial evidence to prove that the goods and or services are the same for the 

purpose of demonstrating a likelihood of confusion. St. Helena Hosp., 774 F.3d at 753; Coors 
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Brewing Co., 343 F.3d at 1345. See also Coach Servs., 668 F.3d at 1370 ("likelihood of 

confusion must be based on the goods identified in the application"). For example, the Federal 

Circuit Court of Appeals has determined that a brewing company and restaurant were not 

sufficiently related for likelihood of confusion purposes merely because some restaurants brew 

or serve their own private label beer. Coors Brewing Co., 343 F.3d at 1346. The court there 

explained that it was common for restaurants to sell their own private-brand foods and 

beverages. Id. Consumers, who might encounter similar trademarks on both restaurant services 

and foods, would be able to distinguish the different sources of each. Id. Additionally, in that 

case there was only evidence that some restaurants rather than numerous restaurants sell their 

own private label beer which was reinforced by the small number of dual registrations for 

restaurant services and beer. Id. 

In support of the instant refusal, the Examining Attorney has provided five examples of 

companies that purportedly establish that “the same entity commonly provided these services and 

markets them under the same mark.”  See Office Action.  Crucially, however, these five 

examples in fact do not demonstrate that such is the case and instead actually strengthen 

Applicant’s argument that the services offered by Applicant and companies like Applicant are 

distinct in that Applicant and companies like Applicant do not offer the same or even remotely 

similar services to those offered by Registrants.  An in-depth look at each company identified by 

the Examining Attorney is necessary to demonstrate that in reality companies such as Applicant 

do not offer services similar to those offered by the Registrants, but first, the situation warrants 

taking a closer look at both Registrants’ description of goods and services, as well as their very 

detailed websites which, of course, outlines the services provided by them in connection with 

their Marks. 

The Owner/Registrant of 4,185,150 and 4,185,151 is “Flexible Plan Investments, Ltd.”  

The description of goods and services for both registrations is identical and reads as follows: 

“Investment advisory services; investment management; securities trading and investment 

services for others; individual retirement account services; operation and management of mutual 

funds and other collective investment vehicles.”  Notably, the term “real estate” is completely 

absent from this description.  Furthermore, a review of Flexible Plan Investments, Ltd.’s website 

(www.flexibleplan.com) does not include the term “real estate”.  See Exhibit B attached hereto. 

Flexible Plan Investments, Ltd. is a traditional investment portfolio management firm in the 
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sense that their focus is advising clients on their investments in traditional financial investment 

vehicles such as mutual funds, securities, and other investments that exist within the stock 

market.  See Exhibit B attached hereto.  Again, and most notably, Flexible Plan Investments, 

Ltd. does not directly or indirectly invest in real estate, nor does it advise clients as to potential or 

actual real estate investment or ownership.  And, conversely, Applicant does not advise its 

clients with respect to traditional securities investment portfolios.  As such, Applicant’s services 

and Registrants’ (Flexible Plan Investments, Ltd.) services are not competitive and, as evidenced 

by the discussion below regarding those companies identified by the Examining Attorney, they 

are also not related. 

The Owner/Registrant of 4,618,978 for “FLEXIBLE LENDING SOLUTIONS” is 

Flexible Lending Solutions LLC.  This company’s website is no longer active and they appear to 

be out of business.  Their Florida LLC is listed as “InActive”.  As such, this Registration should 

not be enforced against Applicant even if some of Applicant’s services (loans) are deemed to be 

related.  See Exhibit B. Applicant is considering a cancellation action as to the referenced Mark. 

Turning now to the companies that the Examining Attorney has identified as evidence 

that the services offered by Applicant are related to those offered by Registrants, Applicant 

respectfully submits the following: 

The Examining Attorney has identified “Allied Property Group” 

(http://alliedpropertygroup.net/financial-services/) as an example of a company that offers the 

services offered by Registrants as well as those offered by Applicant.  Respectfully, the 

Examining Attorney is not correct.  Allied Property Group is a property management company 

only.  While they deal with accounting and financial reporting for generally larger real estate 

(apartment building, condominiums, etc.) they do not have anything to do with stocks, bonds, 

mutual funds, nor do they lend money to customers nor do they partner with clients to purchase 

real property.  While Applicant does offer real property management services to its customers, 

just like Allied Property Group, like Allied Property Group, Applicant does not offer any 

services related to traditional investment products.  Various screenshots taken from the Allied 

Property Group website are attached hereto as Exhibit C. 

The Examining Attorney has identified RBFCU 

(https://www.rbfcu.org/investments/investment-strategies) as an example of a company that 

offers the services offered by Registrants as well as those offered by Applicant.  Respectfully, 
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the Examining Attorney is not correct. RBFCU is a bank.  They do not offer property 

management services, they do not invest in real property directly, they do not advise clients as to 

the selection of real property and, unlike Registrant, they do not provide traditional investment 

advice when it comes to stocks, bonds, mutual funds and the like.  The only relationship that 

RBFCU has to real estate is that they offer mortgages to their retail banking customers – that is 

all.  Notably, while Applicant may invest with its clients in a given piece of real estate, Applicant 

does not offer traditional retail mortgages to its clients. Also, RBFCU does not market, sell, or 

manage traditional financial investment products such as stocks, bonds, securities, and the like.  

Various screenshots taken from the RBFCU’s website are attached hereto as Exhibit D. 

The Examining Attorney has identified “Encore” 

(http://www.encoreinvestmentrealestate.com/advantages/) as an example of a company that 

offers the services offered by Registrants as well as Applicant.  Respectfully, the Examining 

Attorney is not correct. Encore is a real estate brokerage and not a direct or indirect investor in 

real estate.  Encore will assist customers as an agent or brokerage in locating real property and 

negotiating a deal for the purchase or lease of same.  This is significantly different from 

Applicant’s services where Applicant does not serve as a traditional agent or broker and instead 

focuses on identifying and, in some instances, partnering with the client to actually purchase and 

operate a particular piece of real property.  Notably, Encore does not offer property management 

services, does not lend funds to clients, does not partner with clients and, most importantly, does 

not have anything to do with traditional financial investment products such as stocks, bonds, 

mutual funds, etcetera.  Various screenshots taken from the Encore’s website are attached hereto 

as Exhibit E. 

The Examining Attorney has identified “NAI” 

(http://www.realvest.com/services/investment-services)  as an example of a company that offers 

the services offered by Registrants as well as Applicant.  Respectfully, the Examining Attorney 

is not correct.  NAI is a real estate brokerage and not a direct or indirect investor in real estate.  

NAI will assist customers as an agent or brokerage in locating real property and negotiating a 

deal for the purchase or lease of same.  This is significantly different from Applicant’s services 

where Applicant does not serve as a traditional agent or broker and instead focuses on 

identifying and, in some instances, partnering with the client to actually purchase and operate a 

particular piece of real property.  Notably, NAI does not offer property management services, 
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does not lend funds to clients, does not partner with clients and, most importantly, does not have 

anything to do with traditional financial investment products such as stocks, bonds, mutual 

funds, etcetera.  Various screenshots taken from the NAI’s website are attached hereto as 

Exhibit F. 

The Examining Attorney has identified “Block 

(http://www.blockllc.com/investment/default.aspx) as an example of a company that offers the 

services offered by Registrants as well as Applicant.  Respectfully, the Examining Attorney is 

not correct.  In fact, Block is the closest approximation to Applicant’s services.  Like the 

preceding examples, Block focuses on a specific set of real estate-related services only.  In this 

case, they assist clients with acquiring real estate by identifying properties and assisting in the 

acquisition of same – just like Applicant.  Block does not offer, promote, sell, or manage 

traditional financial investment products such as stock, bonds, mutual funds or any other 

securities.  Its sole focus is real estate.  And, like Applicant, Block does not offer traditional 

retail mortgages or other lending to consumers.  Various screenshots taken from the Block’s 

website are attached hereto as Exhibit G. 

Examining Attorney has cited to the above five companies in support of the premise that 

the services offered by these companies are related.  In actual fact, these five companies establish 

that, like Applicant, the same companies do not offer services related to both real estate and 

traditional investment products such as stocks, bonds, mutual funds, etcetera, and therefore such 

services are in fact not related. 

 

5. The Services Covered by Applicant’s Mark and Registrants’ Marks are Aimed at 

Dissimilar, Sophisticated Consumers. 

Additionally, the Examining Attorney did not compare the Applicant and Registrants’ 

consumers in his analysis. The fourth DuPont factor examines the conditions under which, and to 

whom, sales are made. See DuPont, 467 F.2d at 1361; Palm Bay Imps., Inc. v. Veuve Clicquot 

Ponsardin Maison Fondee En 1772, 396 F.3d 1369, 1376 (Fed. Cir. 2005). Consequently, 

purchaser sophistication may diminish the likelihood of confusion whereas with impulsive 

buying, the risk of confusion is increased because purchasers of these products apply a lesser 

standard of purchasing care. See Palm Bay Imps., Inc., 396 F.3d at 1376; Recot, Inc. v. Becton, 

214 F.3d 1322, 1329 (Fed. Cir. 2000). If the products are low-priced, this may support a finding 
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of likelihood of confusion because it is more likely they will be purchased on impulse. Recot 

Inc., 214 F.3d at 1329. 

Registrant focuses Registrant’s Marks primarily at a narrow class of sophisticated 

clientele interested in investment advice related to stocks, bonds, mutual funds and other 

traditional stock market-based products.  Registrant’s registrations nor their website make a 

single mention of the term “real estate” as they do not offer any advice relating to investing in 

real estate.  Registrant’s customers will be deliberative and familiar with various providers of 

financial portfolio management in the marketplace. 

Similarly, Applicant’s customers are also sophisticated. Applicant’s customers are not 

general investors, rather they are a very specific set of consumers – real estate investors.  A 

consumer who comes into contact with the FLEXIBLE PLAN INVESTMENTS LTD. brand of 

financial portfolio management is not going to then view Applicant’s website for FLEXIBLE 

and conflate the sources of those very dissimilar and unrelated services – the respective 

consumers know better. 

Accordingly, there is no likelihood of confusion as to the source of the services from the 

perspective of Applicant and Registrants’ actual customers, and therefore this du Pont factor 

should weigh in favor of Applicant. 

 

6. Registrants’ Marks are not Famous. 

The Examining Attorney did not consider whether Registrants’ Marks are famous, however, 

it is unlikely that they meet the high bar for actual fame in light of relevant precedents. 

University of Texas v. KST Elec. 550 F. Supp. 2d 657 (W.D. Tex. 2008) (finding Texas 

Longhorn mark not famous in a dilution action). When a mark is not famous, and uses a common 

English word, the mark will receive less protection from subsequent registrations arguably close 

to the language of mark. Sure-Fit Products Co. v. Saltzon Drapery Co. 254 F. 2d 158, 159 

(C.C.P.A. 1958) (holding that “Rite-Fit” mark may be registered even when “Sure-Fit” existed as 

a prior registration since (1) “Sure-Fit” was not famous; and (2) “Fit” is a word commonly used 

in the English language).  Flexible is commonly known in the English.  Given that Registrants’ 

Marks are not famous, and that Flexible is a common English word, such should weigh in favor 

of Applicant. 
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MERELY DESCRIPTIVE REFUSAL 

The Examining Attorney also asserts that Applicant’s Mark is merely descriptive, and as 

such has refused registration under Section 2(e)(1).  Respectfully, Applicant disagrees with the 

Examining Attorney’s assessment however in the interest of proceeding to publication, Applicant 

has amended its application to the Supplemental Register. 

 

CONCLUSION 

In conclusion, because Applicant’s Mark and Registrants’ Marks (1) have different 

commercial impressions; (2) are used in connection with the sale of services that bear no real 

relationship to one another to sophisticated customers, Applicant’s Mark should proceed to 

publication.  Applicant’s Mark is not likely to cause confusion with Registrants’ Marks, 

especially in light of the revised and narrowed nature of Applicant’s description of goods and 

services, which now accurately reflect the services offered.   Furthermore, Applicant respectfully 

disagrees that Applicant’s Mark is descriptive for the reasons outlined herein and, accordingly, 

Applicant requests that the Examining Attorney reconsider the statutory refusal and allow 

Applicant’s Mark to proceed to publication. 

        

Respectfully Submitted,  

 
       Trevor A. Caudle, Esq. 

       Attorney for Applicant  
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Exhibit A 







Reg. No. 5,555,969 

Registered Sep. 04, 2018 

Int. Cl.: 36

Service Mark

Principal Register 

Flushing Bank  (NEW YORK chartered bank )
220 Rxr Plaza
Uniondale, NEW YORK 11556

CLASS 36: Financial services, namely, remote deposit services

FIRST USE 7-10-2014; IN COMMERCE 7-10-2014

THE MARK CONSISTS OF STANDARD CHARACTERS WITHOUT CLAIM TO ANY
PARTICULAR FONT STYLE, SIZE OR COLOR

OWNER OF U.S. REG. NO. 3321369, 3321366, 3419009

No claim is made to the exclusive right to use the following apart from the mark as shown:
"FLEXIBLE DEPOSIT"

SER. NO. 86-258,797, FILED 04-22-2014



REQUIREMENTS TO MAINTAIN YOUR FEDERAL TRADEMARK REGISTRATION

WARNING: YOUR REGISTRATION WILL BE CANCELLED IF YOU DO NOT FILE THE
DOCUMENTS BELOW DURING THE SPECIFIED TIME PERIODS.

Requirements in the First Ten  Years*
What and When to File:

First Filing Deadline:  You must file a Declaration of Use (or Excusable Nonuse) between the 5th and 6th

years after the registration date.  See 15 U.S.C. §§1058, 1141k.  If the declaration is accepted, the

registration will continue in force for the remainder of the ten-year period, calculated from the registration

date, unless cancelled by an order of the Commissioner for Trademarks or a federal court.

Second Filing Deadline:  You must file a Declaration of Use (or Excusable Nonuse) and an Application

for Renewal between the 9th and 10th years after the registration date.* See 15 U.S.C. §1059.

Requirements in Successive Ten-Year Periods*
What and When to File:

You must file a Declaration of Use (or Excusable Nonuse)  and  an  Application for Renewal
between every 9th and 10th-year period, calculated from the registration date.*

Grace Period Filings*

The above documents will be accepted as timely if filed within six months after the deadlines listed above with
the payment of an additional fee.

*ATTENTION MADRID PROTOCOL REGISTRANTS:  The holder of an international registration with an
extension of protection to the United States under the Madrid Protocol must timely file the Declarations of Use
(or Excusable Nonuse) referenced above directly with the United States Patent and Trademark Office (USPTO).
The time periods for filing are based on the U.S. registration date (not the international registration date).  The
deadlines and grace periods for the Declarations of Use (or Excusable Nonuse) are identical to those for
nationally issued registrations.  See 15 U.S.C. §§1058, 1141k.  However, owners of international registrations
do not file renewal applications at the USPTO. Instead, the holder must file a renewal of the underlying
international registration at the International Bureau of the  World Intellectual Property Organization, under
Article 7 of the Madrid Protocol, before the expiration of each ten-year term of protection, calculated from the
date of the international registration.  See 15 U.S.C. §1141j.  For more information and renewal forms for the
international registration, see http://www.wipo.int/madrid/en/.

NOTE:  Fees and requirements for maintaining registrations are subject to change.  Please check the
USPTO website for further information.  With the exception of renewal applications for registered
extensions of protection, you can file the registration maintenance documents referenced above online at h
ttp://www.uspto.gov.

NOTE:  A courtesy e-mail reminder of USPTO maintenance filing deadlines will be sent to trademark
owners/holders who authorize e-mail communication and maintain a current e-mail address with the
USPTO. To ensure that e-mail is authorized and your address is current, please use the Trademark
Electronic  Application System (TEAS) Correspondence  Address and Change of Owner  Address Forms
available at http://www.uspto.gov.
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