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Applicant’s Response to Office Action 
 

The following is the response of the Applicant, Dolmar Innova, SL, by Counsel to the 

Office Action dated March 21, 2019 (“Current Office Action”) by Examining Andrea B. 

Cornwell. 

 

I. IDENTIFICATION OF GOODS AND SERVICES AMENDMENT 

Applicant hereby amends the identification of goods and services, as follows: 

Class 1:  Chemicals for use in the wine-making industry and the food industry; chemical 

substances for preserving foodstuffs 

   

II. LIKELIHOOD OF CONFUSION REFUSAL 

The Examining Attorney has refused registration of DOLMAR (Ser. No. 88250403) 

(hereinafter “Applicant Mark”) pursuant to Trademark Act Section 2(d), 15 U.S.C. §1052(d), on 

the grounds that the mark is likely to be confused with the mark DOLMAR in design (Reg. No. 

4706077) (hereinafter “Registrant Mark”).  

The Examining Attorney states that “the applicant’s and registrant’s marks are essentially 

identical in sound, appearance, connotation, and commercial impression, and because the goods 

are related . . . the marks are found to be confusingly similar.” See Current Office Action. 

To support the conclusion that the goods are related, the Examining Attorney submitted 

Internet evidence, consisting of website excerpts from SHRIEVE, SHELL and EXXON-MOBIL, 
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as means to establish that “the same entity commonly manufactures the relevant goods and 

markets the goods under the same mark.” See Id. 

To overcome the likelihood of confusion refusal, Applicant submits a consent agreement 

that applies to Applicant and the owner of the Registrant Mark.  A consent agreement between 

parties is strong persuasive evidence against a likelihood of confusion.  TMEP § 

1207.01(d)(viii).  In the In re E. I. du Pont de Nemours & Co. decision, the Court of Customs 

and Patent Appeals stated: 

“[W]hen those most familiar with use in the marketplace and most 
interested in precluding confusion enter agreements designed to 
avoid it, the scales of evidence are clearly tilted. It is at least 
difficult to maintain a subjective view that confusion will occur 
when those directly concerned say it won’t. A mere assumption 
that confusion is likely will rarely prevail against uncontroverted 
evidence from those on the firing line that it is not.” 

 
476 F.2d 1357, 1363, 177 USPQ 563, 586 (CCPA 1973). 
 

Examining attorneys should give substantial weight to a proper consent agreement. When 

an applicant and registrant have entered into a credible consent agreement and, on balance, the 

other factors do not dictate a finding of likelihood of confusion, an examining attorney should 

not interpose his or her own judgment that confusion is likely.  TMEP § 1207.01(d)(viii). 

Here, Applicant submits as evidence a consent agreement that applies to Applicant and 

Makita Engineering Germany GmbH, who is the current owner and successor in ownership of 

Registrant Mark.  Applicant also submits as evidence a letter of content, where Applicant 

consented to DOLMAR GmbH obtaining registration for the Registrant Mark.  See Exhibit A. 

Applicant entered into a consent agreement with DOLMAR GmbH, who is the former 

owner of the Registrant Mark, to address any possible collision (i.e., likelihood of confusion) 

between the Registrant Mark and the mark DOLMAR (Reg. No.  4287312). See Exhibit B.   

Applicant is the owner of the mark DOLMAR (Reg. No.  4287312). See Exhibit D.  

Under the agreement, the parties expressly agreed in Paragraph 7 that the agreement 

would include marks specifically named and future marks acquired by either party, where 

Paragraph 7 states the following: 

“This agreement is valid in Europe and in all countries in which 
the parties older trademarks and /or distinctive marks have or will 
acquire in the future.” 
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See para 7 of Exhibit B.  As a result, the agreement covers the Applicant Mark, which is 

essentially the same as the mark DOLMAR (Reg. No. 428312). 

This agreement also applies to the parties’ successor in ownership of their respective 

marks as stated below: 

This agreement possesses validity for successors in title of both 
sides, especially successors in title with regard to the ownership of 
the marks.  The parties vouch for that also affiliated companies, 
who have registered or use identical for the same goods as well as 
their successors in title, more particularly successors in title and 
licensees with regard to the ownership of the marks, will adhere to 
the obligation arising from this agreement. 

 

See para 11 of Exhibit B.   

DOLMAR GmbH transferred ownership of the Registrant Mark to Makita Engineering 

Germany GmbH.  See Exhibit C.  Thus, the agreement applies to Makita Engineering Germany 

GmbH, who is the current owner and successor in ownership of Registrant Mark. 

Under the agreement, the parties expressly agreed to restrict their fields of use from 

Paragraph 1 to Paragraph 6 by agreeing not use its mark for specific classes, which are claimed 

for the valid trademarks of the other party in commercial transactions, for advertising purposes 

and on the internet. 

The parties also agreed to make efforts to prevent confusion and cooperate and take steps 

to avoid any confusion that may arise in the future.  This point is illustrated by the parties 

restricting their field of use and the parties’ purpose of entering into the agreement “to settle the 

possible collision arising” from using their marks. See page 1 of Exhibit B. 

In addition to the agreement, the marks have been used for a period of time without 

evidence of actual confusion.  The Registrant Mark registered on March 24, 2015.  The 

Applicant Mark is essentially the same as the mark DOLMAR (Reg. No.  4287312), which 

registered on February 12, 2013.   As a result, the Registrant Mark and the Applicant Mark have 

been in use without actual confusion for at least 3 years.  
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CONCLUSION 

Considered alongside the identification amendment, the agreement demonstrates that 

there is no likelihood of confusion between the Applicant Mark and the Registrant Mark.   

Applicant respectfully requests that the Examining Attorney withdrawal the statutory 2(d) 

refusal and allow registration of the Applicant Mark.   Applicant has responded to all issues 

raised in the Office Action.  If any further information or response is required, please contact 

Applicant’s attorney.  The attorney may be reached by telephone at (646) 653-0230. 

 

Respectfully submitted, 

 
Xavier Hailey 
Attorney for Applicant 
Reg. No. 68427 
 
 
 
Exhibits: 
 
Exhibit A:  Letter of Consent 

 
Exhibit B: Consent Agreement between Dolmar Innova, SL and DOLMAR GmbH 

 
 

Exhibit C: 
 

Trademark Assignment between DOLMAR GmbH and Makita Engineering Germany 
GmbH for DOLMAR in design (Reg. No. 4706077) 
 

Exhibit D: Registration Certificate No.  4287312 
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