
 

 

 
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

 
In re Application of:  ) 
  ) 
Teachers Insurance and Annuity Association ) 
of America  ) Attorney:  Laura Golden 
   ) 
Serial No. 88/208,417  ) Law Office:  103 
   ) 
Filed:   November 28, 2018  ) 
   ) 
Mark:  TIAA RETIREWELL  ) 
    ) 
 

RESPONSE TO OFFICE ACTION 
Commissioner for Trademarks 
P.O. Box 1451 
Alexandria, Virginia  22313-1451 
 

In response to the Office Action dated March 11, 2019, Applicant respectfully requests 

that the Examining Attorney consider the following arguments. 

A. NO LIKELIHOOD OF CONFUSION 

 The Examining Attorney contends that Applicant’s mark, TIAA RETIREWELL, is likely 

to cause confusion with two earlier-registered marks:  US Registration No. 4354760 for the mark 

LIVEWELL. RETIRE WELL covering “underwriting, issuance and administration of annuities; 

establishing mutual funds for others, mutual fund brokerage, and mutual fund distribution” in 

Class 36; and US Registration No. 5353801 for the mark RETIREWELL (Stylized) covering 

“credit union services” in Class 36.  The Examining Attorney refused Applicant’s mark because 

of the perceived similarity of the marks and the relatedness of the goods.  

 A likelihood of confusion inquiry is made on a case-by-case basis using the du Pont 

factors.  See In re E.I. du Pont de Nemours & Co., 177 USPQ 563, 476 F.2d 1357 (CCPA 1973).  

While not every factor is necessarily relevant or of equal weight, the Trademark Office must 
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consider pertinent evidence regarding any factor entered into the record.  Id. at 568–69.  The 

most compelling factors, namely, similarity of the marks and relatedness of the goods as 

described in the application and registration, may be outweighed by other factors, especially 

where there is “another established fact probative of the effect of use.”  See TMEP 1207.01.  

Applicant submits that weighing the du Pont factors, the most compelling factors in this case are 

the fame of the TIAA mark and the weakness of the common elements, as outlined below.  

Applicant submits that based upon the totality of the evidence in the record, there will be no 

likelihood of confusion as to the source of the services by consumers. 

A. Dissimilarity of the Marks in their Entireties 

 The Examining Attorney contends that LIVEWELL. RETIRE WELL and 

RETIREWELL are confusingly similar to TIAA RETIREWELL in appearance and commercial 

impression, and that adding a house mark to an otherwise confusingly similar mark will not 

obviate a likelihood of confusion.  Applicant respectfully disagrees. Under TMEP §1207.01(b), 

citing In re Nat’l Data Corp., 753 F.2d 1056, the “likelihood of confusion cannot be predicated 

on dissection of a mark, that is, on only part of a mark,” but “more or less weight [can] be given 

to a particular feature of a mark.”  The Examining Attorney is not viewing the marks in their 

entireties, but rather is focusing merely on the similar components.  

B. Dissimilarity of the Marks in Sound and Appearance 

 The Applicant’s mark, TIAA RETIREWELL, and the cited marks, LIVEWELL. 

RETIRE WELL and the stylized RETIREWELL mark, are not similar in sound or appearance.  

The Examining Attorney asserts in the  Office Action, “[m]arks may be confusingly similar in 

appearance where similar terms or phrases or similar parts of terms or phrases appear in the 

compared marks and create a similar overall commercial impression.”  However, the provided 
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TMEP and case law citations refer to marks such as COMMCASH and COMMUNICASH and 

MILTRON and MILLTRONICS.  Neither of these cases is on point with TIAA RETIREWELL 

compared with LIVEWELL. RETIRE WELL or  RETIREWELL, because the similar portions 

are in the second portion of the mark at issue, not the first. 

 In addition, the cited TMEP Section §1207.01(b)(iii), “Comparing Marks That Contain 

Additional Matter,” supports the argument that a different first word may suffice to distinguish 

marks that contain a commonly-used phrase (in this case, RETIREWELL).  “Additions or 

deletions to marks may be sufficient to avoid a likelihood of confusion if: (1) the marks in their 

entireties convey significantly different commercial impressions; or (2) the matter common to 

the marks is not likely to be perceived by purchasers as distinguishing source because it is 

merely descriptive or diluted. See e.g., Citigroup Inc. v. Capital City Bank Group, Inc., 637 F.3d 

1344, 1356, 98 USPQ2d 1253, 1261 (Fed. Cir. 2011) (affirming TTAB’s holding that 

contemporaneous use of applicant’s CAPITAL CITY BANK marks for banking and financial 

services, and opposer’s CITIBANK marks for banking and financial services, is not likely to 

cause confusion, based, in part, on findings that the phrase "City Bank" is frequently used in the 

banking industry and that "CAPITAL" is the dominant element of applicant’s marks, which 

gives the marks a geographic connotation as well as a look and sound distinct from opposer’s 

marks).”  In this case, TIAA is the dominant element of the Applicant’s mark, and both 

LIVEWELL and RETIREWELL are more suggestive of the offered services.  Furthermore, the 

sentence structure as a tagline in the appearance of LIVEWELL. RETIRE WELL gives a 

different commercial impression than the straightforward  TIAA RETIREWELL mark. In 

addition, the stylization of the RETIREWELL mark and the inclusion of “TIAA” set the marks 

apart from each other. 
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C. Common Elements in Marks are Weak 

 If the common elements of two marks are “weak,” it is “unlikely consumers will be 

confused unless the overall combinations have other commonality.”  TMEP § 1207.01(b)(viii) 

(citing In re Bed & Breakfast Registry, 791 F.2d 157 (Fed. Cir. 1986)). 

 The common elements between Applicant’s mark and the cited registrations are the 

words RETIRE and WELL.  However, because the common elements of Applicant’s mark and 

the registered mark are suggestive of the services, consumers are unlikely to be confused by the 

commonality, and they will look to other portions of the mark to differentiate.  See TMEP § 

1207.01(b)(viii) (citing In re Bed & Breakfast Registry, 791 F.2d 157 (Fed. Cir. 1986)).  Here, 

consumers will look to TIAA, LIVEWELL, and the stylization of RETIREWELL to serve as 

distinguishing features to determine the sources of the services.  

D. Co-existence of Multiple RETIRE WELL Marks for Related Services 

 Further support that TIAA RETIREWELL can be another entrant to the RETIRE WELL 

market can be found in the fact that multiple registrations including RETIRE WELL exist, and 

multiple applications including RETIRE WELL were allowed to proceed.  Printouts of the 

following referenced marks are attached as Exhibit A. 

The Insurance Shop, Inc., owns Reg. No. 4990205 for PLAN WELL RETIRE WELL 

MAXIMIZING SOCIAL SECURITY INCOME in connection with “financial planning 

consultation; financial planning for retirement; financial retirement plan consulting services; 

insurance brokerage services; insurance consultancy; providing information and advice in the 

field of finance, financial investments, financial valuations, and the financial aspects of 

retirement” in Class 36. 
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Lincoln Investment Planning, LLC, owns Reg. No. 2278351 for WE HELP PEOPLE 

RETIRE WELL in connection with “financial and investment services for retirement and 

retirement planning, namely, investment and mutual fund brokerage services, investment 

advisory services, mutual fund investment, financial planning and investment consultation” in 

Class 36. 

In addition, the Trademark Office found no similar registered or pending mark (including 

WE HELP PEOPLE RETIRE WELL) to bar registration of Serial No. 77101957 for the mark 

RETIRE WELL FOUNDATION (an application filed in 2007 by Franklin Resources, Inc., in 

connection with “financial administration of retirement plans; financial analysis and 

consultation; financial consultation; financial information provided by electronic means; 

financial planning; investment advisory services; investment management; mutual fund 

distribution; mutual fund investment; providing stock/securities market information”).  The 

RETIRE WELL FOUNDATION application never proceeded to registration because the 

applicant failed to respond to the Trademark Office’s office action requiring a disclaimer of the 

exclusive right to use RETIRE or FOUNDATION apart from RETIRE WELL FOUNDATION, 

but the examining attorney found no similar or pending mark to bar registration. 

  Similarly, Ready Retirement, Inc., filed Serial No. 86373268 for RETIREWELL in 2014 

in connection with “insurance services, namely, viatical settlement services, life settlement 

services for insurance policyholders, and senior settlement services for insurance policyholders” 

also in Class 36.  That mark never registered because the applicant failed to file a statement of 

use or an extension request after the notice of allowance issued, but the examining attorney 

found no similar or pending mark to bar registration.  Significantly, the examining attorney did 
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not deem LIVEWELL. RETIRE WELL to be a bar to registration of RETIREWELL, which 

included neither stylization nor a house mark to preface RETIREWELL. 

The existence of various marks including RETIRE WELL suggests that TIAA 

RETIREWELL could coexist with the other RETIRE WELL marks without causing confusion.   

It is particularly significant that the LIVEWELL. RETIRE WELL registration cited by 

the Examining Attorney as a bar to registration of TIAA RETIREWELL did not present an 

impediment to the registration of the RETIREWELL (stylized) mark cited by the Examining 

Attorney as a bar to registration of TIAA RETIREWELL. 

E. Dominance of First Words  

 Consumers tend to focus on the first word in a mark as being the dominant feature.  In 

Palm Bay Imports, Inc. v. Veuve Clicquot Ponsardin Maison Fondee En 1772, 396 F.3d 1369, 

1372 (Fed.Cir. 2005), the first word in the trademark consituted the “dominant feature in the 

commercial impression.”  Here, Applicant’s first component is TIAA.  Conversely, the cited 

marks’ first components, respectively, are LIVEWELL and RETIREWELL.  As per the Federal 

Circuit, consumers look to the first components of a mark to distinguish them from other marks. 

F. Adding a House Mark 

 The Examining Attorney contends that “adding a house mark to an otherwise confusingly 

similar mark will not obviate a likelihood of confusion.”  However, “will not” is conclusive and 

not always supported.  In In Re Deutsche Telekom Ag, 2007 WL 760519 (TTAB Mar. 7, 2007), 

the court examined whether adding the house mark “T-Mobile” suffices to avoid a likelihood of 

confusion.  The court stated: 

 We agree with applicant that the basic issue presented in this case is whether 
applicant's coupling of the term “news express” with its house mark T-Mobile 
suffices to avoid likelihood of confusion between the applicant's T-Mobile news 
express mark and registrant's mark NEWSEXPRESS. We find that it does. 
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 As argued by the Trademark Examining Attorney, there are decisions 
holding that the addition of a house mark to one of two otherwise similar marks 
may not be of itself sufficient to avoid a likelihood of confusion in trade. On the 
other hand, it misstates the rule of these cases to conclude that the house mark 
can be disregarded in the likelihood of confusion analysis. Rather, “… each case 
requires consideration of the effect of the entire mark including any term in addition 
to that which closely resembles the [cited] mark.” See Rockwood Chocolate Co., 
Inc. v. Hoffman Candy Company, 152 USPQ 599 (CCPA 1967). 

 
Id. at *4 (emphasis added).  Although a house mark in some instances may not obviate the 

likelihood of confusion, other factors should be considered in addition to the house mark in order 

to determine whether there is a likelihood of confusion.  Here, because the house mark TIAA, 

like T-Mobile, is very well known to consumers, the house mark cannot be disregarded and 

should be deemed sufficient to obviate any likelihood of confusion. 

G. Dissimilarity When Adding an Arguably Famous Mark 

 Under TMEP § 1207.01(d)(ix), “[w]hen present, the fame of a mark is ‘a dominant factor 

in the likelihood of confusion analysis . . . independent of the consideration of the relatedness of 

the goods.’” See  Recot , 214 F.3d at 1328, 54 USPQ2d at 1898; L’Oreal S.A. v. Marcon, 102 

USPQ2d 1434, 1438 (TTAB 2012).   

 Fame of a mark can be considered if there is relevant evidence of record. TMEP § 

1207(d)(ix).  The evidence can include the quantity of sales, the amount of advertising, and 

commercial awareness.  The famous mark TIAA represents a company that has five million 

individual customers at more than 15,000 institutions, with $970 billion in assets under 

management, as of December 31, 2018.  See Q4 2018 Facts and Stats.  (See printout attached as 

Exhibit B.)  Furthermore, TIAA has been ranked Best Overall Large Fund Company by the 

Thomson Reuters Lipper Fund Awards for six consecutive years, from 2013-2018.  See Q4 2018 

Facts and Stats.  (See printout attached as Exhibit B.)  Applicant submits printouts of eight of its 
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36 total federal trademark registrations that contain the house mark TIAA to show the variety of 

the financial and educational services covered by the famous TIAA mark (see Exhibit C).  In 

addition, Registration No. 1605921 for TIAA indicates a first use date of the year 1918, showing 

more than 100 years of exclusive and continuous use.  Based on the foregoing, TIAA can be 

deemed a famous mark. 

 The inclusion of the famous mark TIAA as the dominant first portion of the mark sets it 

apart from the others and clearly identifies for consumers that the source of the goods is TIAA.  

If the concern is to avoid the services “be[ing] attributed to the same source,” as asserted by the 

Examining Attorney, then Applicant’s mark should be approved for publication.  In this case, 

inclusion of the Applicant’s famous trademark with the highly suggestive RETIREWELL 

portion of the mark ensures a lack of confusion. 

H. Care Taken By Purchasers 

It is well settled that when a product or service is particularly expensive, complicated, or 

important to the consumer, the likelihood of confusion is diminished because of the extra care 

consumers take to make such purchases.  According to TMEP Section 1207.01(d)(vii), 

“circumstances suggesting care in purchasing may tend to minimize the likelihood of 

confusion.”  See, e.g., Primrose Ret. Cmtys., LLC v. Edward Rose Senior Living, LLC, 122 

USPQ2d 1030, 1039 (TTAB 2016) (finding that, "even in the case of the 

least sophisticated purchaser, a decision as important as choosing a senior living community will 

be made with some thought and research, even when made hastily"); In re Homeland Vinyl 

Prods., Inc., 81 USPQ2d 1378, 1380, 1383 (TTAB 2006). 

In this case, Applicant provides services related to the consumer’s retirement funding.  

Consumers carefully review and study retirement options.  Furthermore, the purchasing 
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consumer receives frequent communications from the provider of his or her retirement account, 

further solidifying the source of the services in the consumer’s mind.  As such, consumers 

choosing Applicant’s retirement products and services are not likely to be confused by the only 

common element between the marks, RETIRE WELL.  Instead, they will focus on the fame and 

goodwill of the TIAA mark to give them confidence that the services are being provided by a 

trusted source. 

B. CONCLUSION 

Because of the differences in the marks and the fame of the TIAA mark, Applicant has 

provided evidence to show that there is no likelihood that the subject mark will cause confusion 

with the cited registrations.  As such, Applicant respectfully requests that the Examining 

Attorney withdraw the refusal for likelihood of confusion and approve Application U.S. Serial 

No. 88/208,417 for publication. 

 

Respectfully submitted, 
 
/JDS/ 
 
Jeremy D. Spier 
Attorney of Record, GA Bar Member 
Eversheds Sutherland (US) LLP 
999 Peachtree Street 
Atlanta, Georgia  30309-3996 
(404) 853-8192 
404-853-8806 (fax) 
ES Docket:  80350-1035 
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Exhibit A – Referenced Marks 
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Exhibit B – TIAA Q4 Facts and Stats 
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Exhibit C – TIAA Sample Registrations 
 


































