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HIGHLAND (Ser. No. 88/079597) -- Response to First Office Action 

In the office action dated November 9, 2018 regarding Application Serial No. Ser. No. 88/079597 

(the “Application”) for the mark “HIGHLAND” (“Applicant’s Mark”), the Examining Attorney refused 

registration of the mark under Section 2(d) of the Trademark Act, 15 U.S.C. § 1052(d), asserting 

that Applicant’s Mark creates a likelihood of confusion with Registration No. 4372494 for the mark 

HIGHLAND and Registration No. 3077793 for the mark HIGHLANDER (the “Cited Marks”).  3M 

Company (“Applicant”) addresses these matters in turn below. For Examining Attorney’s 

information, Applicant’s attorney of record recently filed an Associate Power of Attorney, 

appointing the undersigned as an “Other Appointed Attorney” under TMEP 605.03; as such, we 

understand that the filing of this response will not affect the attorney of record or correspondent 

information for the Application. 

DISCUSSION 

1. Prosecution History.  As a preliminary matter, as stated in the Application, 

Applicant notes that it had a prior registration for the HIGHLAND mark (Reg. No. 4067297) 

covering the same goods in the same class as the current Application (the “Prior Registration”).  

See Exhibit A.  Applicant inadvertently allowed the Prior Registration to lapse, and it was cancelled 

on July 13, 2018.  Applicant’s Prior Registration was filed on June 17, 2011, after the cited 

HIGHLANDER application was filed (October 21, 2004), and before the cited HIGHLAND 

application was filed (December 20, 2012).  Notably, the preexisting HIGHLANDER registration 

was not cited against Applicant’s Mark in the PTO’s review of the application leading to the Prior 

Registration. In addition, neither the preexisting HIGHLANDER mark nor Applicant’s Prior 

Registration were cited against the later-filed HIGHLAND application (Reg. No. 4372494).  As 

such, two prior examining attorneys found Applicant’s Mark unlikely to cause confusion with the 

Cited Marks.  In addition, the coexistence of these three marks on the register for 5 years indicates 
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that consumers can readily distinguish between the marks, and confusion between the marks is 

not likely. 

2. Registration No. 4372494 for the mark HIGHLAND.  The Examining Attorney has 

refused registration of Applicant’s Mark, asserting that Applicant’s Mark creates a likelihood of 

confusion with Registration No. 4372494 for the mark HIGHLAND for “Faucets, shower heads, 

hand showers, shower head sprayers, hand-held showers and slide bars therefor” in Class 11 (the 

“’494 Registration”).  Applicant respectfully submits that its registration and use of the HIGHLAND 

mark will not create a likelihood of confusion with the ‘494 Registration because the goods covered 

by the Application are significantly distinct from those covered by the ‘494 Registration, and do not 

tend to emanate from a common source. 

a. The Goods Are Distinct.  The goods covered by the Application and the 

‘494 Registration, respectively, are quite different.  The goods covered by the ‘494 Registration 

are “faucets, shower heads, hand showers, shower head sprayers, hand-held showers and slide 

bars therefor” – essentially plumbing fixtures.  The goods covered by the Application are “air filters 

for furnaces and air conditioners” – lightweight, removable parts that are installed in furnaces and 

air conditioning units, commonly made of spun fiberglass, paper or cloth enclosed in a cardboard 

frame.  Exhibit B.   These goods are distinct from Applicant’s goods and unrelated on their face.  

Further, the TTAB has found plumbing supplies to be unrelated to air conditioning, ventilating and 

lighting equipment.   Bristol Products, Inc. v. Bristol Fiberlite Industries, 209 U.S.P.Q. 867 (TTAB 

1980) (rejecting an opposition to BRISTOLITE mark (Reg. No. 1138957) for “air conditioning, 

ventilating and lighting equipment-namely, smoke hatches, skylights and ventilators” based on 

registration of identical BRISTOLITE mark (Reg. No. 966851) for “plumbing supplies and 

associated hardware-namely, plastic sink strainers, plastic tub strainers, plastic shower strainers, 

two-piece seal plugs with rubber stopper and polystyrene gasket, flanged tail pieces, continuous 

wastes with slip-nuts and gaskets, sink packs with basket strainers, lavatory packs with traps, 

seal plugs, rubber stopper and gasket, food disposer waste packs with baffle t and tail piece, tub 
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packs with traps and strainer adaptor and shower packs.”).  Registration certificates attached 

hereto as Exhibit C.  If plumbing supplies are sufficiently unrelated to air conditioning equipment 

such that confusion is unlikely, they are even less related to replacement air conditioning filters. 

As such, confusion between Applicant’s Mark and the ‘494 Registration is not likely. 

b. The Parties’ Goods Do Not Tend to Emanate From a Common Source. The 

Examining Attorney has offered several items in support of the position that “the same entity 

commonly manufactures the relevant goods and markets the goods under the same mark, and 

the relevant goods are sold through the same trade channels and used by the same classes of 

consumers in the same fields of use.”  As a preliminary matter, Applicant notes that 3 of the 4 

examples submitted by the Examining Attorney show use of marks in connection with plumbing 

fixtures and standalone air purifying machines.1  “Air filters for furnaces and air conditioners” are 

not the equivalent of standalone air purifiers.  To the contrary, as noted above, “air filters for 

furnaces and air conditioners” are lightweight, removable parts, installed in furnaces and air 

conditioning units, commonly made of spun fiberglass, paper or cloth enclosed in a cardboard 

frame. See Exhibit B, above. “Furnaces and air conditioners,” in turn, are large appliances that 

are installed in or near homes and other buildings to produce and circulate warm, or cool, air 

respectively.  Exhibit D. Thus, the goods covered by the Application are removable parts used in 

large heating and cooling appliances.  In contrast, as can be seen from the Examining Attorney’s 

evidence, standalone air purifiers are small electric appliances used in homes and buildings with 

the sole purpose of purifying or cleaning the air.  These are not the same goods as Applicant’s 

                                                 
1 The Examining Attorney’s evidence with respect to Brondell shows the sale of standalone air purifiers 
and replacement filters therefor, as well as Brondell-branded shower heads.  However, the evidence does 
not show that Brondell is a source of “air filters for furnaces and air conditioners.”  Similarly, the 
Examining Attorney’s evidence with respect to Heaven Fresh shows the sale of standalone air purifiers, 
as well as a shower head.  However, again, this does not show that Heaven Fresh is a source of 
Applicant’s “air filters for furnaces and air conditioners.”  Finally, the Examining Attorney’s evidence with 
respect to Sharper Image shows the sale of a “closet ionic air purifier” that hangs in a closet to purify the 
air, and a “pressure boosting shower head.”  But, again, this does not show that Sharper Image is a 
source of “air filters for furnaces and air conditioners.”  
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goods, and showing that standalone air purifiers are offered for sale by a few parties who also 

sell plumbing fixtures does not show that plumbing fixtures are related to replacement air filters. 

In addition, the fourth item submitted by the Examining Attorney in support of the 

position that the goods at hand tend to emanate from a common source shows that Panasonic 

offers both air filters and home shower/water heater combinations.  The evidence does not 

indicate the purpose of the “air filter” shown. Air filters are used in products as varied as 

automobiles, lawn mowers and vacuum cleaners.  Exhibit E.  The Panasonic air filter shown could 

be for any such goods.  In addition, the evidence relating to Panasonic’s home shower/water 

heater products is from their Malaysian website, and as such does not show that Panasonic is a 

source of such products in the United States.  Moreover, Panasonic is a huge international 

company with thousands of products, including items as diverse as cameras, automotive audio 

systems, tooth brushes and oral care products, among many, many others.  See Exhibit F.  

Clearly, many of the goods offered by Panasonic are entirely unrelated.  Thus, showing that 

Panasonic is a source of both air filters and products featuring shower heads does not indicate 

that those products are in any way related. 

In sum, the Examining Attorney has offered no evidence that plumbing fixtures and 

air filters for furnaces and air continuing units tend to emanate from a common source.  To the 

contrary, as has been held by the TTAB, these types goods are unrelated, and confusion between 

Applicant’s Mark and the ‘494 Registration is unlikely. 

3. Registration No. 3077793 for the mark HIGHLANDER.  The Examining Attorney 

has also refused registration of Applicant’s Mark due to a perceived likelihood of confusion with 

Registration No. 3077793 for the mark HIGHLANDER for “wood or coal burning furnaces and 

stoves” in Class 11 (the “’793 Registration”).  Applicant respectfully submits that its registration 

and use of the HIGHLAND mark will not create a likelihood of confusion with the ‘793 Registration 
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because the marks are distinct, and because the goods covered by the Application are 

significantly different from those covered by the ‘793 Registration, and do not tend to emanate 

from a common source. 

a. The Marks Are Distinct.  Applicant notes that while the Examining Attorney 

has concluded that Applicant’s HIGHLAND Mark and the cited HIGHLANDER mark are “highly 

similar,” the marks are not identical, and in fact are sufficiently different that confusion is not likely.  

Registrant’s mark is HIGHLANDER while Applicant’s Mark is HIGHLAND.  As evidence that 

consumers can readily distinguish between such marks, applicant notes that multiple different 

parties have coexisting registrations for HIGHLAND and HIGHLANDER for closely related goods. 

For example: 

 HIGHLAND and Design is registered for a wide variety of bags and luggage 

including backpacks, duffle bags and luggage in Class 18 (Reg. No. 5223747), while 

HIGHLANDER is registered for the identical goods in the same class (Reg. No. 4478517);  

 HIGHLAND is registered for vinyl siding in Class 19 (Reg. No. 4385012), 

while HIGHLANDER is registered for non-metal shingles in the same class (Reg. No. 5502583); 

and  

 HIGHLAND is registered for “truck grab handles; loading ramps for 

vehicles; vehicle accessories for carrying and securing cargo, namely, cargo bars, load bars, 

clamshell cargo carriers, vehicle roof bars, basket carriers, and bicycle carriers” in Class 12 (Reg. 

No. 2653721), while HIGHLANDER is registered for “automobiles and structural parts thereof,” in 

the same class (Reg. No. 2249838).   

In addition, there are numerous other examples on the register indicating that the addition 

of “ER” to the end of a mark is often sufficient to distinguish the marks and prevent a likelihood of 

confusion.  For example: 
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 ISLAND (Reg. No. 3910089) and ISLANDER (Reg. No. 3997478) are 

registered for the identical goods (beer); 

 OUTLAND (Reg. No. 3589628) is registered for a wide variety of 

automotive accessories including seats, roof racks, and bumpers, in addition to “structural 

accessories for land vehicles” in class 12 while OUTLANDER (Reg. No. 2729375) is registered 

for “automobiles and structural parts thereof” in the same class; and 

 OVERLAND (Reg. No. 2118759) is registered for retail store services 

featuring clothing in class 42, while OVERLANDER is registered for shirts and hats in Class 25 

(Reg. No. 5671576). 

Registration certificates for the above referenced registrations are attached hereto as 

Exhibit G. 

These co-existing registrations indicate that the public perceives HIGHLAND and 

HIGHLANDER as distinct marks, and that the addition or deletion of “ER” from the end of a mark 

is sufficient to prevent a likelihood of confusion.  In addition, as set forth in the TMEP, as the 

marks at issue here are distinct, the relationship between the goods and/or services covered by 

the Application and the ‘793 Registration must be closer to support a finding of likelihood of 

confusion.  TMEP § 1207.01(a).   

b. The Goods Are Distinct.  To the contrary, the goods covered by the 

Application and the ‘793 Registration, respectively, are quite different.  The goods covered by the 

‘793 Registration are “wood or coal burning furnaces and stoves.”  The goods covered by the 

Application are “air filters for furnaces and air conditioners” – as noted, lightweight, removable 

parts that are installed in furnaces and air conditioning units.    

As evidence of the relatedness of these goods, the Examining Attorney presents several 

articles in support of the position that “air filters are used in the home to remove or eliminate toxic 
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particles or pollutants produced by wood/coal burning furnaces or stoves to improve indoor air.”  

While this may be true, air filters also remove or eliminate pollutants caused by many other 

sources, such as dust, cooking fumes, pet dander and other allergens.  However, replacement 

air filters are clearly not related to pets, for example, even if they can aid in reducing the air 

pollution pets create in your home.  Similarly, air filters are not related to wood or coal burning 

furnaces and stoves, simply because they can remove from the air the smoke particles created 

thereby. 

Moreover, the goods covered by the ‘793 Registration (wood or coal burning furnaces and 

stoves) are not items which are bought on impulse.  Wood burning stoves and wood burning 

furnaces, for example, typically cost between several hundred and several thousand dollars.  See 

Exhibit H.  These items are installed into homes and intended to last for many years.  Consumers 

are likely to use a significant amount of care in purchasing these goods.  In fact, the Board and 

other courts have agreed in several cases, finding confusion unlikely due in part to the purchasing 

care likely to be made for such goods. See e.g. Fisher Stoves, Inc. v. All Nighter Stove Works, 

Inc., 205 USPQ 1009, 1016 (D.N.H. 1979), aff’d 626 F.2d 193, 206 USPQ 961 (1st Cir. 1980) 

(District Court, considering wood-burning stoves in the $335 to $595 price range, noted that “a 

party involved in such a purchase would carefully examine the stove.”); Mueller Furnace Co. v. 

United Conditioning Corp., 106 USPQ 112, 115 (CCPA 1955) (noting that air conditioners, heaters 

and furnaces “are relatively expensive and undoubtedly their purchase would be made only after 

a careful investigation.”); In Re Buckner Enterprises Corp., 6 U.S.P.Q.2d 1316 (TTAB 1987) 

(noting that solid fuel burning stoves and furnaces “are not items which are bought on impulse. 

Some care and consideration is given in the purchase of these types of goods.”);  Williams Oil-O-

Matic Heating Corporation v. Edward P. Bliss Jr., 5 U.S.P.Q. 108 (Com'r Pat. & Trademarks 

1930), (“The character of the goods sold by the respective parties [coal burning furnaces and 

liquid fuel burning devices]  is such that they would be purchased only after considerable thought 
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and investigation by persons who would not readily be misled or confused as to origin or the 

character of the respective goods.”).  As such, consumers are unlikely to be confused between 

Applicant’s Mark and the cited HIGHLANDER mark. 

c. The Parties’ Goods Do Not Tend to Emanate From a Common Source. In addition, 

further weighing against a likelihood of confusion, the parties’ goods do not tend to emanate from 

a common source.  As noted above, Applicant’s “air filters for furnaces and air conditioners” are 

lightweight, removable parts, made of spun fiberglass, paper or cloth enclosed in a cardboard 

frame. See Exhibit B, above.  In contrast, wood or coal burning furnaces and stoves are large 

appliances used in homes and buildings to heat the air.  These are very different goods and not 

typically produced by the same companies.  See for example, the attached evidence from the 

Lowe’s and Home Depot websites showing that there are no common suppliers of air filters, on 

the one hand, and wood burning stoves and furnaces, on the other.  Exhibit I.   

In sum, the Examining Attorney has offered no evidence that wood or coal burning 

furnaces and stoves are related to air filters for furnaces and air continuing units or that these 

goods tend to emanate from a common source.  To the contrary, these are very different goods 

and, given the distinctions between the marks, consumers are unlikely to be confused between 

Applicant’s Mark and the ‘793 Registration. 

CONCLUSION 

Applicant’s mark, under the Prior Registration, coexisted with both of the Cited Marks for several 

years without issue.  Applicant’s goods are distinct from those covered by the Cited Marks, and 

do not typically emanate from a common source.  In addition, with respect to the ‘793 Registration, 

Applicant’s Mark is distinct from the cited mark, and the goods covered by the cited mark are likely 

to be purchased with care.  As such, Applicant respectfully submits that there is no likelihood of 

confusion between Applicant’s Mark and the Cited Marks.  Accordingly, Applicant requests that 
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the § 2(d) refusal be withdrawn, and the Application be allowed to proceed to publication. If there 

are any remaining issues that can be addressed by telephone, the Examining Attorney is invited 

to contact the undersigned. 
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EXHIBIT G



Reg. No. 5,223,747 

Registered Jun. 13, 2017 

Int. Cl.: 18, 28

Trademark

Principal Register 

JNS INVESTMENTS, LLC (CALIFORNIA LIMITED LIABILITY COMPANY)
8630 ROCHESTER AVE.
RANCHO CUCAMONGA, CA 91730

CLASS 18: All-purpose athletic bags; All-purpose carrying bags; Athletic bags; Back packs;
Backpacks; Backpacks, book bags, sports bags, bum bags, wallets and handbags; Barrel bags;
Book bags; Briefcases; Carrying cases; Carrying cases for documents; Cosmetic carrying
cases sold empty; Duffel bags; Duffel bags for travel; Duffle bags; Garment bags for travel;
Gym bags; Hard-sided and soft-sided carry-on bags and gym bags; Luggage; Luggage and
trunks; School book bags; Small backpacks; Sport bags; Sports bags; Suitcases; Tote bags;
Travel bags; Traveling bags; Travelling bags; Wallets

FIRST USE 4-00-2016; IN COMMERCE 4-00-2016

CLASS 28: Golf bags; Golf bags with or without wheels

FIRST USE 4-00-2016; IN COMMERCE 4-00-2016

The mark consists of a stylized design of a mountain, above the wording "HIGHLAND".

OWNER OF U.S. REG. NO. 3964368, 4143106

SER. NO. 86-665,726, FILED 06-17-2015
DARRYL M SPRUILL, EXAMINING ATTORNEY







Reg. No. 5,502,583 

Registered Jun. 26, 2018 

Int. Cl.: 19

Trademark

Principal Register 

Herbert Malarkey Roofing Company  (OREGON CORPORATION)
3131 N. Columbia Boulevard
Portland, OREGON 97217

CLASS 19: Non-metal shingles

FIRST USE 00-00-2014, The mark was first used anywhere in a different form other than that
sought to be registered at least as early as 00/00/1997; IN COMMERCE 00-00-2014, The
mark was first used in commerce in a different form other than that sought to be registered at
least as early as 00/00/1997

THE MARK CONSISTS OF STANDARD CHARACTERS WITHOUT CLAIM TO ANY
PARTICULAR FONT STYLE, SIZE OR COLOR

OWNER OF U.S. REG. NO. 4357818

SER. NO. 87-690,283, FILED 11-18-2017

















Reg. No. 5,671,576 

Registered Feb. 05, 2019 

Int. Cl.: 25

Trademark

Principal Register 

Hiline Productions LLC  (MONTANA LIMITED LIABILITY COMPANY)
7700 Springhill Road
Belgrade, MONTANA 59714

CLASS 25: Shirts and hats

FIRST USE 10-9-2018; IN COMMERCE 10-9-2018

THE MARK CONSISTS OF STANDARD CHARACTERS WITHOUT CLAIM TO ANY
PARTICULAR FONT STYLE, SIZE OR COLOR

SER. NO. 87-979,050, FILED 03-30-2017
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The below additional manufacturers are not visible in the screenshot of the https://www.homedepot.com/s/
air%2520filter?NCNI-5 web page shown above.
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