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SERIAL NUMBER 85851818

LAW OFFICE
ASSIGNED

LAW OFFICE 111

MARK SECTION

MARK http://tess2.uspto.gov/ImageAgent/ImageAgentProxy?getImage=85851818

LITERAL ELEMENT GATEWAY HEALTH

STANDARD CHARACTERS YES

USPTO-GENERATED IMAGE YES

MARK STATEMENT The mark consists of standard characters, without claim to any particular font style, size or color.

ARGUMENT(S)

Applicant notes the Examining Attorney has indicated that, despite the Examining Attorney’s refusal to register, the Applicant is

permitted to submit arguments in support of registration.  Applicant respectfully requests reconsideration of the Examining Attorney’s refusal

to register on the basis of an allegedly improper specimen for the reasons stated below.
            Applicant’s specimen is “substantially exact” in its depiction of the mark as used in     commerce.     

            The Examining Attorney has refused registration on the grounds that the submitted specimen does not agree with the applied-for mark

due to the use of the word “plan” on the specimen.   Because the word “plan” is generic for Applicant’s services, Applicant respectfully

contends that the specimen meets the requirements of 37 C.F.R. § 2.51(a) and the drawing need not be amended.

            A.        The additional word cited by the Examining Attorney from the specimen is generic for the services provided by
Applicant, and need not be included in the mark.

            Generic terms are “terms that the relevant purchasing public understands primarily as the common or class name for the goods or

services.” In re Dial-A-Mattress Operating Corp., 57 U.S.P.Q. 2d 1807, 1811 (Fed. Cir. 2001).  It is a well-established principle of trademark

law that generic terms cannot serve as source-indicators, and, accordingly, are ineligible for registration with the United States Patent and

Trademark Office.  TMEP § 1209.01(c).

            In the present case, the Examining Attorney argues that the use of “plan” on Applicant’s specimen changes the commercial

impression of the applied-for mark such that the specimen should be rejected.  However, “plan” is merely the generic word for the service

offered by health care service providers, including managed health care service providers.  As the U.S. National Library of Medicine at the

National Institutes of Health explains:

Managed care plans are a type of health insurance.  They have contracts with heath care providers and medical facilities to
provide care for members at reduced costs.  These providers make up the plan’s network.  How much of your care the plan
will pay for depends on the network’s rules.



Plans that restrict your choices usually cost you less.  If you want a flexible plan, it will probably cost more.  There are three
types of managed care plans…

Exhibit A (emphasis added); see also Exhibit B (internet printouts showing generic use of “plan” in context of managed care services).   In

other words, the word “plan” does not impart any trademark significance.   It is simply the generic word for Applicant’s services.    It does not

modify the commercial impression of the mark or provide any additional information that warrants its inclusion in the mark.  In fact, because

it is generic, it should not be included in Applicant’s mark, and, if included, would need to be disclaimed.   See TMEP § 1209.01(c).

            B.        The presence of a generic word on Applicant’s specimen does not render the specimen less than “substantially exact.”

            The Trademark Trial and Appeal Board has considered the extent to which the presence of additional wording on a specimen renders

the specimen something less than “substantially exact.”   In In re Raychem Corp., 12 U.S.P.Q. 2d 1399 (TTAB 1989), the TTAB considered

whether the Applicant’s mark “TINEL-LOCK” failed to agree with the mark used on the specimen, “TR06AI-TINEL-LOCK-RING.”   The

examining attorney required applicant to provide new specimens because she contended that “the application [wa]s seeking to register only

part of the designation used as a mark on the specimen label.”   Id. at 1399.  In reversing the examining attorney’s refusal to register on the

grounds of improper specimen, the TTAB agreed with the applicant that “’TR06AI’ [wa]s merely a part designation number and ‘RING’

[wa]s the name of the goods, and that these elements shown on the specimens d[id] not form part of its mark.”   Id.  The TTAB explained

further:

[T]he generic term “RING,” although connected to the model number and the source-identifying term, “TINEL-LOCK,” by a
hyphen, nonetheless plays no integral role in forming the portion of applicant’s mark which distinguishes applicant’s goods
from those of others.  Applicant therefore need not include either the part number or the generic term in the drawing, because
neither is essential to the commercial impression created by the mark as shown in the specimens.

Id.  As the TTAB notes, “[o]rdinarily, even if it is used with a trademark, the generic name of a product need not be included as part of the

words applicant seeks to register unless it forms a part of a unitary mark.”   Id. 

            The Federal Circuit has also found that the addition of words without trademark significance on a specimen does not warrant rejection

of the specimen.  The Institut National des Appelations d’Origine v. Vintners Int’l Co ., 22 U.S.P.Q. 2d 1190, 1197 (Fed. Cir. 1992).  In

Institut National, the opposer challenged registration of the mark “CHABLIS WITH A TWIST” on the grounds that the mark suffered from

trademark mutilation.  Id. at 1192.  Specifically, because the label under which the product was sold contained the wording “CALIFORNIA

CHABLIS WITH A TWIST,” the opposer argued that the true mark included the word “CALIFORNIA” as shown on the specimen and,

accordingly, the applied-for mark should not be registered.  Id.  The TTAB found that the mark was registrable, without substitute specimens,

because “the merely descriptive word ‘California’ [wa]s not an integral part of [applicant’s] mark.”   Id. at 1194.  In affirming the TTAB’s

decision in favor of the applicant, the Federal Circuit found that “California is a geographically descriptive word wholly devoid of trademark

significance because it cannot distinguish [applicant’s] product from others.”   Id. at 1197.  As a result, the Federal Circuit “conclude[d] that

there [wa]s no genuine dispute as to whether there has been any ‘mutilation.’”   Id.   

            Much like the applicants in Raychem and Institut National, Applicant has provided a specimen which includes, in addition to the

applied-for mark, a word wholly devoid of trademark significance, namely, the generic term for Applicant’s services.   As shown in the

attached Exhibits, “plan” has a well-established meaning in the context of managed health care services:   it is the name of the service

provided.  Accordingly, as the TTAB found in Raychem and the Federal Circuit found in Institut National, the addition of this generic term



on the submitted specimen should not render it inadequate or the mark unregistrable in its present form.   

            Moreover, in the present case, the Examining Attorney has not argued that the inclusion of “plan” on Applicant’s specimen creates a

unitary mark.  To the contrary, the Examining Attorney has requested, and Applicant has agreed to, a disclaimer of a portion of Applicant’s

mark, namely “HEALTH.”   This tends to show that the Examining Attorney does not consider the mark to be unitary.  See Dena Corp. v.

Belvedere Int’l, Inc ., 21 U.S.P.Q. 2d 1047, 1051 (Fed. Cir. 1991) (finding that no disclaimer can be required of an element of a unitary mark

because a unitary mark is, by definition, an inseparable whole, for which there can be no unregistrable component to disclaim).  Under the

reasoning of Raychem, then, Applicant need not provide a specimen devoid of the word “plan,” because the generic word is not “essential to

the commercial impression created by the mark as shown in the specimens.”   Raychem, 12 U.S.P.Q. 2d at 1399.

Based on the above, the Applicant respectfully requests that the Examining Attorney reconsider her refusal and allow the application to

proceed to registration.  Applicant believes that it has responded to all issues raised by the Examining Attorney.  If any unresolved issues

remain, or if the Examining Attorney requires anything further, she is invited to contact the undersigned attorney at (412) 394-7767.
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DESCRIPTION OF EVIDENCE
FILE

Exhibits "A" and "B" to Applicant's arguments in response to the refusal of registration.

ADDITIONAL STATEMENTS SECTION

DISCLAIMER No claim is made to the exclusive right to use HEALTH apart from the mark as shown.

SIGNATURE SECTION

RESPONSE SIGNATURE /Paul D. Bangor, Jr./

SIGNATORY'S NAME Paul D. Bangor, Jr.

SIGNATORY'S POSITION Attorney of record, PA bar member

SIGNATORY'S PHONE
NUMBER

4123947767

DATE SIGNED 12/02/2013

AUTHORIZED SIGNATORY YES

FILING INFORMATION SECTION

SUBMIT DATE Mon Dec 02 14:16:34 EST 2013

TEAS STAMP

USPTO/ROA-XX.XXX.XXX.XX-2
0131202141634096913-85851
818-5007efc22eb42b84a1f9c
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Response to Office Action
To the Commissioner for Trademarks:

Application serial no. 85851818 GATEWAY HEALTH(Standard Characters, see
http://tess2.uspto.gov/ImageAgent/ImageAgentProxy?getImage=85851818) has been amended as follows:

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

Applicant notes the Examining Attorney has indicated that, despite the Examining Attorney’s refusal to register, the Applicant is

permitted to submit arguments in support of registration.  Applicant respectfully requests reconsideration of the Examining Attorney’s refusal to

register on the basis of an allegedly improper specimen for the reasons stated below.
            Applicant’s specimen is “substantially exact” in its depiction of the mark as used in     commerce.     

            The Examining Attorney has refused registration on the grounds that the submitted specimen does not agree with the applied-for mark

due to the use of the word “plan” on the specimen.   Because the word “plan” is generic for Applicant’s services, Applicant respectfully

contends that the specimen meets the requirements of 37 C.F.R. § 2.51(a) and the drawing need not be amended.

            A.        The additional word cited by the Examining Attorney from the specimen is generic for the services provided by Applicant,
and need not be included in the mark.

            Generic terms are “terms that the relevant purchasing public understands primarily as the common or class name for the goods or



services.” In re Dial-A-Mattress Operating Corp., 57 U.S.P.Q. 2d 1807, 1811 (Fed. Cir. 2001).  It is a well-established principle of trademark

law that generic terms cannot serve as source-indicators, and, accordingly, are ineligible for registration with the United States Patent and

Trademark Office.  TMEP § 1209.01(c).

            In the present case, the Examining Attorney argues that the use of “plan” on Applicant’s specimen changes the commercial impression

of the applied-for mark such that the specimen should be rejected.  However, “plan” is merely the generic word for the service offered by health

care service providers, including managed health care service providers.  As the U.S. National Library of Medicine at the National Institutes of

Health explains:

Managed care plans are a type of health insurance.  They have contracts with heath care providers and medical facilities to
provide care for members at reduced costs.  These providers make up the plan’s network.  How much of your care the plan will
pay for depends on the network’s rules.

Plans that restrict your choices usually cost you less.  If you want a flexible plan, it will probably cost more.  There are three types
of managed care plans…

Exhibit A (emphasis added); see also Exhibit B (internet printouts showing generic use of “plan” in context of managed care services).   In other

words, the word “plan” does not impart any trademark significance.   It is simply the generic word for Applicant’s services.    It does not modify

the commercial impression of the mark or provide any additional information that warrants its inclusion in the mark.  In fact, because it is

generic, it should not be included in Applicant’s mark, and, if included, would need to be disclaimed.   See TMEP § 1209.01(c).

            B.        The presence of a generic word on Applicant’s specimen does not render the specimen less than “substantially exact.”

            The Trademark Trial and Appeal Board has considered the extent to which the presence of additional wording on a specimen renders the

specimen something less than “substantially exact.”   In In re Raychem Corp., 12 U.S.P.Q. 2d 1399 (TTAB 1989), the TTAB considered

whether the Applicant’s mark “TINEL-LOCK” failed to agree with the mark used on the specimen, “TR06AI-TINEL-LOCK-RING.”   The

examining attorney required applicant to provide new specimens because she contended that “the application [wa]s seeking to register only part

of the designation used as a mark on the specimen label.”   Id. at 1399.  In reversing the examining attorney’s refusal to register on the grounds

of improper specimen, the TTAB agreed with the applicant that “’TR06AI’ [wa]s merely a part designation number and ‘RING’ [wa]s the

name of the goods, and that these elements shown on the specimens d[id] not form part of its mark.”   Id.  The TTAB explained further:

[T]he generic term “RING,” although connected to the model number and the source-identifying term, “TINEL-LOCK,” by a
hyphen, nonetheless plays no integral role in forming the portion of applicant’s mark which distinguishes applicant’s goods
from those of others.  Applicant therefore need not include either the part number or the generic term in the drawing, because
neither is essential to the commercial impression created by the mark as shown in the specimens.

Id.  As the TTAB notes, “[o]rdinarily, even if it is used with a trademark, the generic name of a product need not be included as part of the

words applicant seeks to register unless it forms a part of a unitary mark.”   Id. 

            The Federal Circuit has also found that the addition of words without trademark significance on a specimen does not warrant rejection of

the specimen.  The Institut National des Appelations d’Origine v. Vintners Int’l Co ., 22 U.S.P.Q. 2d 1190, 1197 (Fed. Cir. 1992).  In Institut

National, the opposer challenged registration of the mark “CHABLIS WITH A TWIST” on the grounds that the mark suffered from trademark

mutilation.  Id. at 1192.  Specifically, because the label under which the product was sold contained the wording “CALIFORNIA CHABLIS

WITH A TWIST,” the opposer argued that the true mark included the word “CALIFORNIA” as shown on the specimen and, accordingly, the

applied-for mark should not be registered.  Id.  The TTAB found that the mark was registrable, without substitute specimens, because “the



merely descriptive word ‘California’ [wa]s not an integral part of [applicant’s] mark.”   Id. at 1194.  In affirming the TTAB’s decision in favor

of the applicant, the Federal Circuit found that “California is a geographically descriptive word wholly devoid of trademark significance because

it cannot distinguish [applicant’s] product from others.”   Id. at 1197.  As a result, the Federal Circuit “conclude[d] that there [wa]s no genuine

dispute as to whether there has been any ‘mutilation.’”   Id.   

            Much like the applicants in Raychem and Institut National, Applicant has provided a specimen which includes, in addition to the applied-

for mark, a word wholly devoid of trademark significance, namely, the generic term for Applicant’s services.   As shown in the attached

Exhibits, “plan” has a well-established meaning in the context of managed health care services:   it is the name of the service provided. 

Accordingly, as the TTAB found in Raychem and the Federal Circuit found in Institut National, the addition of this generic term on the

submitted specimen should not render it inadequate or the mark unregistrable in its present form.   

            Moreover, in the present case, the Examining Attorney has not argued that the inclusion of “plan” on Applicant’s specimen creates a

unitary mark.  To the contrary, the Examining Attorney has requested, and Applicant has agreed to, a disclaimer of a portion of Applicant’s

mark, namely “HEALTH.”   This tends to show that the Examining Attorney does not consider the mark to be unitary.  See Dena Corp. v.

Belvedere Int’l, Inc ., 21 U.S.P.Q. 2d 1047, 1051 (Fed. Cir. 1991) (finding that no disclaimer can be required of an element of a unitary mark

because a unitary mark is, by definition, an inseparable whole, for which there can be no unregistrable component to disclaim).  Under the

reasoning of Raychem, then, Applicant need not provide a specimen devoid of the word “plan,” because the generic word is not “essential to

the commercial impression created by the mark as shown in the specimens.”   Raychem, 12 U.S.P.Q. 2d at 1399.

Based on the above, the Applicant respectfully requests that the Examining Attorney reconsider her refusal and allow the application to proceed

to registration.  Applicant believes that it has responded to all issues raised by the Examining Attorney.  If any unresolved issues remain, or if the

Examining Attorney requires anything further, she is invited to contact the undersigned attorney at (412) 394-7767.

EVIDENCE
Evidence in the nature of Exhibits "A" and "B" to Applicant's arguments in response to the refusal of registration. has been attached.
Original PDF file:
evi_3810714635-140148307_._response_to_office_action_for_GATEWAY_HEALTH_mark__01505001_.PDF
Converted PDF file(s) ( 20 pages)
Evidence-1
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Evidence-19
Evidence-20

ADDITIONAL STATEMENTS 
Disclaimer
No claim is made to the exclusive right to use HEALTH apart from the mark as shown.

SIGNATURE(S)
Response Signature
Signature: /Paul D. Bangor, Jr./     Date: 12/02/2013
Signatory's Name: Paul D. Bangor, Jr.
Signatory's Position: Attorney of record, PA bar member

Signatory's Phone Number: 4123947767

The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the highest court of a U.S. state, which
includes the District of Columbia, Puerto Rico, and other federal territories and possessions; and he/she is currently the applicant's attorney or an
associate thereof; and to the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian attorney/agent not
currently associated with his/her company/firm previously represented the applicant in this matter: (1) the applicant has filed or is concurrently
filing a signed revocation of or substitute power of attorney with the USPTO; (2) the USPTO has granted the request of the prior representative to
withdraw; (3) the applicant has filed a power of attorney appointing him/her in this matter; or (4) the applicant's appointed U.S. attorney or
Canadian attorney/agent has filed a power of attorney appointing him/her as an associate attorney in this matter.

        
Serial Number: 85851818
Internet Transmission Date: Mon Dec 02 14:16:34 EST 2013
TEAS Stamp: USPTO/ROA-XX.XXX.XXX.XX-2013120214163409
6913-85851818-5007efc22eb42b84a1f9ceafad
88c0da144dfe754870d7cfbdf731b9bca74bf88d
-N/A-N/A-20131202140148307407

../ROA0020.JPG
../ROA0021.JPG









































