
The Examiner’s Third-Party Registrations Have Little Probative Value 
 
The Trademark Examining Attorney has submitted printouts of 12 third-party registrations 
which, she argues, support her contention that applicant’s and registrant’s products are 
related.  It is well-settled that third-party registrations have little probative value because they 
are not evidence that the marks are in use on a commercial scale or that the public has become 
familiar with them. See Smith Bros. Mfg. Co. v. Stone Mfg. Co., 476 F.2d 1004, 177 USPQ 462, 
463 (CCPA 1973) (the purchasing public is not aware of registrations reposing in the U.S. Patent 
and Trademark Office).  
 
Moreover, the fact that the Examining Attorney was able to find only 12 such third-party 
registrations indicates that such products normally are not offered by companies under a single 
mark. 
 
Indeed, third-party registrations offered by the Examiner are not sufficiently convincing of the 
relatedness of the products. In particular, there are too few showing the relatedness of any 
specific product in the application with any specific product in the cited registration. 
Accordingly, the examining attorney has not made out a prima facie showing in this 
regard.  See, e.g., Smith Bros. Mfg. Co. v. Stone Mfg. Co., 476 F.2d 1004, 177 USPQ 462, 463 
(CCPA 1973) ("in the absence of any evidence showing the extent of use of any of such marks or 
whether any of them are now in use, they [the third-party registrations] provide no basis for 
saying that the marks so registered have had, or may have, any effect at all on the public mind 
so as to have a bearing on likelihood of confusion"). See also CNL Tampa International Hotel 

Partnership, LP v. Palazzolo, Opposition No. 91163724 (T.T.A.B. March 7, 2007) (holding that 
third-party registrations are insufficient to prove that goods or services are legally related, 
where opposer relied on 102 third-party registrations to argue that its "restaurant services" 
were related to applicant's "shirts"). 
 
Additionally, it should be noted that all of the third-party registrations relied-upon by the 
Examiner cover a wide range of goods, and therefore have little if any probative value.  For 
example, the Examiner relies in part on the registered trademark for “PUDCOCO”, which covers 
corsets, acupuncture equipment, baby bottles and artificial teeth—goods which are clearly 
unrelated due to the obvious differences in purpose, function and intended user.  The Examiner 
also relies in part on the registration for “CARER HEALTHCARE INCONTINENCE PREGNANCY”, 
which covers such diverse products as sanitary napkins, pacifiers for babies, and cosmetic 
ultrasound machines for performing aesthetic skin treatment procedures.  Indeed, Mucky 

Duck itself appeared to dismiss the value of two third-party registrations "issued to Saks & 
Company and to Knott's Berry Farm, owners of a large department store and an amusement or 
theme center, respectively, where a wide variety of goods and services are sold." In re Mucky 

Duck Mustard Co., Inc., 6 U.S.P.Q.2d 1467, 1470 n.6 (T.T.A.B. 1988). The Board has since given 
little or no weight to third-party registrations for house marks or registrations that cover a wide 
range of goods.  See In re Gebhard, Serial No. 78950320 (T.T.A.B. March 26, 2009) ("We have 
given no weight to those third-party registrations for marks which are in the nature of house 
marks, designer marks and merchandising marks, as it is well-recognized that such marks may 



be used for a wide variety of items, and therefore they are of little value in showing that the 
goods for which they are registered are all related."); In re Tomberlin Prod. Group, LLC, Serial 
No. 78734308 (T.T.A.B. November 30, 2007) ("we do not give further consideration to those 
registrations submitted by the examining attorney that include a 'laundry list' of goods and 
services"); In re The Orvis Co., Inc., Serial No. 78276739 (T.T.A.B. October 22, 2007) ("we find 
that the vast majority of [the examining attorney's third-party] registrations are analogous to 
house marks because the identifications of goods encompass a broad range of clothing, 
accessory and sporting goods products. Therefore, the inclusion of fishing vests, swimwear 
and/or leotards in the identifications of goods is not particularly significant."); In re Invivo Corp., 
Serial No. 78670679 (T.T.A.B. September 5, 2007) ("Generally, registrations of house marks are 
given little probative value in terms of showing that the various goods listed therein are related 
because they cover such a disparate range of goods."); 7-Eleven Inc. v. HEB Grocery Co. LP, 83 
U.S.P.Q.2d 1257, 1262 (T.T.A.B. 2007) (the "registrations cover a broad array of goods, many of 
which are wholly unrelated, and, therefore, no conclusion can be drawn as to the relationship 
between the goods in issue in this case.") 
 

The Fact that Both Applicant and Registrant Offer “Medical Supplies” 
Is Not Sufficient to Establish Relatedness 

 
Moreover, to the extent Applicant and Registrant both offer “medical supplies” (as the 
Examiner puts it in her Office Action), that is also not enough by itself to establish that the 
goods are related. Indeed, “a finding that the goods are similar is not based on whether a 
general term or overarching relationship can be found to encompass them both.” Edwards 

Lifesciences Corp. v. VigiLanz Corp., 94 USPQ2d 1399, 1410 (TTAB 2010) (citing Harvey Hubbell 

Inc. v. Tokyo Seimitsu Co., Ltd., 188 USPQ 517, 520 (TTAB 1975)); In re W.W. Henry Co., 82 
USPQ2d 1213, 1215 (TTAB 2007) (“to demonstrate that goods are related, it is not sufficient 
that a particular term may be found which may broadly describe the goods”); see also, Bose 

Corp. v. QSC Audio Products Inc., 293 F.3d 1367, 63 USPQ2d 1303, 1310 (Fed. Cir. 2002) (stating, 
in dicta, that “a broad general market category is not a generally reliable test of relatedness of 
products”).  
 
For example, the Federal Circuit reversed the TTAB’s finding that gloves are related to barbeque 
mitts:  
 

The mere fact that “mitt” is defined as a type of glove has no relevance to whether a 
consumer would believe that the two products emanate from the same source ... First, 
Shen’s product is not a mitt, it is a barbeque mitt. It is designed to protect the hand 
from heat while cooking. While it covers the hand like a glove, it is better understood as 
a tool than as an article of clothing. The unrelatedness of RHL’s and Shen’s products is 
highlighted by comparing a similar set of goods: hard hats used by construction workers 
and fedoras. While both are hats that are used to cover the head, they have different 
purposes. The first is used for protection, just as a barbeque mitt is, while the second 
functions to keep the head warm in addition to adding an air of style, just as ready made 
or tailored gloves do. The mere fact that both barbeque mitts and gloves are worn on 



the hands simply does not support a finding that consumers would associate these 
products with a common source.  
 

Shen Mfg. Co. v. Ritz Hotel Ltd., 73 USPQ2d 1350, 1357 (Fed. Cir. 2004); see also In re Mars, Inc., 
741 F.2d 395, 222 USPQ 938 (Fed. Cir. 1984) (reversing refusal to register CANYON for candy 
bars based on registration of CANYON for fresh citrus fruits, namely, oranges, lemons and 
grapefruit); Curtice-Burns, Inc. v. Northwest Sanitation Products, Inc., 185 USPQ 61, 62-63 (TTAB 
1975), aff’d, 530 F.2d 1396 (CCPA 1976) (“while respondent’s toilet bowl cleaner is sold through 
the same trade channels as the canned vegetables, fruits and soft drinks of petitioner, the two 
products are non-competitive, differ significantly in utility, and have nothing in common with 
respect to their essential characteristics, uses or sales appeal”).  
 
This case is analogous, in that while Applicant and Registrant both offer different types of 
“medical supplies”, they perform different functions.  The Applicant’s medical gloves are 
disposable gloves used during medical examinations and procedures to help prevent cross-
contamination between caregivers and patients.  The Registrant’s incontinence bed pads, on 
the other hand, are more akin to a mattress protectors designed to protect the mattress from 
liquids.  While both products could be considered to be “medical supplies,” they have different 
purposes, Applicant’s to prevent cross-contamination between caregivers and patients, and 
Registrant’s to protect mattresses from liquids. The mere fact that both medical gloves and 
incontinence bed pads can be considered “medical supplies” does not support a finding that 
consumers would associate them with a common source. Edwards Lifesciences, 94 USPQ2d at 
1410  (finding that computer system which monitors adverse drug events and heart monitors 
have only “superficial similarities” and would not be confused); In re W.W. Henry, 82 USPQ2d at 
1214 (finding no relationship between cement patches for repairing wall and floor surfaces and 
chemical filler for cosmetic repair of polyolefin surfaces).  
 

The Common Element is Weak in the Relevant Industry 
 
Furthermore, applicant notes that the term "INSPIRE" is weak in the medical products 
industry.  In fact, the PTO has allowed the registration of the following marks, all of which 
contain "INSPIRE", and all of which are associated with medical-related products in Class 010: 
 

• INSPIRE, Reg. No. 4978142; 
• INSPIRE, Reg. No. 4173573; 
• INSPIRE, Reg. No. 4009765; 
• INSPIRE, Reg. No. 3567008; 
• INSPIRE, Reg. No. 3151256; 
• INSPIRE, Serial No. 87796143 (Notice of Allowance issued); 
• INSPIRE UPPER AIRWAY STIMULATION, Reg. No. 5400549; 
• INSPIRE THE SENSES, Reg. No. 5593160; 
• ENCOR ENSPIRE, Reg. No. 4168792; 
• INSPIRE ICE, Reg. No. 4194674; 
• NXSTAGE INVENT. IMPROVE. INSPIRE., Reg. No. 4129269; 



• INVENT. IMPROVE. INSPIRE., Reg. No. 4129268; 
• INSPIRX, Reg. No 4242485; 
• INSPIRE THE NEXT, Reg. No. 3880089; and  
• ATTIRE THAT INSPIRES, Serial. No. 87890979 (Notice of Allowance issued). 

 
The above-listed fifteen (15) trademarks, all of which cover medical-related products in Class 
010, are owned by thirteen (13) different entities.  See attached copies of the trademark 
registration certificates. The fact that the PTO has allowed at least thirteen (13) different 
entities to register the "INSPIRE" name in connection with medical-related products (none of 
which have encountered any oppositions) serves to suggest that the term "INSPIRE" is weak in 
the medical products industry, and therefore deserves a very narrow scope of protection.  If the 
PTO has allowed different parties to register six different marks for the exact same name 
“INSPIRE” for various medical-related products (see the listed marks above in bold), then surely 
this Applicant should likewise be allowed to register its mark for "INSPIRE” as well.  Clearly, the 
PTO is of the view that differences in the goods provided under the "INSPIRE" name in the 
medical products industry serve to obviate any potential confusion among consumers.  
 
Indeed, the TMEP specifically states: "If the common element of two marks is 'weak' in that it 
is generic, descriptive, or highly suggestive of the named goods or services, consumers 
typically will be able to avoid confusion unless the overall combinations have other 
commonality."  TMEP §1207.01(b)(viii).  In this, case, the common element is weak (the term 
"INSPIRE" is commonly used in connection with medical-related products, as evidenced by the 
15 trademarks listed above, which are owned by 13 different entities), and there is no other 
commonality. Accordingly, consumers should be able to avoid confusion. 
 
Based on the foregoing, confusion is not likely, and the 2(d) refusal should be withdrawn.  
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Reg. No. 5,400,549 
Registered Feb. 13, 2018 
Int. Cl.: 10
Trademark
Principal Register 

Inspire Medical Systems, Inc. (DELAWARE CORPORATION)
9700 63rd Avenue North, Suite 200
Maple Grove, MINNESOTA 55369

CLASS 10: An upper airway electrical stimulation apparatus for the treatment of sleep apnea,
namely, an implantable nerve or muscle stimulator for health and medical purposes

FIRST USE 10-00-2011; IN COMMERCE 10-00-2011

The colors navy blue and green are claimed as a feature of the mark.

The mark consists of the word "INSPIRE" in navy blue having an arrow with a split shaft
pointing downward between the letters "N" and "S" in green that is centered above the words
"UPPER AIRWAY STIMULATION" in navy blue.

OWNER OF U.S. REG. NO. 4009765

No claim is made to the exclusive right to use the following apart from the mark as shown:
"UPPER AIRWAY STIMULATION"

SER. NO. 87-518,487, FILED 07-06-2017



Reg. No. 5,593,160 
Registered Oct. 30, 2018 
Int. Cl.: 8, 10, 16, 20, 21,
28
Trademark
Principal Register 

HAMCO, INC.  (LOUISIANA CORPORATION)
916 South Burnside Avenue
Gonzales, LOUISIANA 70737

CLASS 8: Children's and infants' feeding and eating utensils, namely, forks and spoons for
children; Baby manicure scissors

FIRST USE 12-1-2006; IN COMMERCE 12-1-2006

CLASS 10: Teethers for babies; Teething rings, Nasal aspirators; Syringe actuated baby
bottles; Baby nursers; Baby feeding devices, namely, cups, dishes, and mesh feeders adapted
for feeding babies

FIRST USE 12-1-2006; IN COMMERCE 12-1-2006

CLASS 16: Disposable pads for changing diapers; Plastic disposable diaper bags; Photo
albums; Children's activity books

FIRST USE 12-1-2006; IN COMMERCE 12-1-2006

CLASS 20: Doorway bouncer seats

FIRST USE 12-1-2006; IN COMMERCE 12-1-2006

CLASS 21: Soap dispenser bottle; Bottle nipple cleaning brush; Plates, bowls, cups, mugs for
children; Baby food storage containers for household use; Vinyl baby bath tubs; Children's
and infants' feeding bowls

FIRST USE 12-1-2006; IN COMMERCE 12-1-2006

CLASS 28: Plush toys; Plush toy animals; Soft sculpture toys; Baby and children's multiple
activity toys; Toys, namely, plush toys, stuffed toys, and musical stuffed toys; Infants' toys;
Stuffed toy animals; Bath toys and bath tub toys, namely, water toys that float, bob, squirt,
create playful or musical sounds, indicate water temperature, toys that are configured to serve
as bath tub, sink and shower sprayers and spout guards, toys that adhere to a tub to educate a
child, and toys that serve as visors for the purpose of keeping water and suds out of children's
eyes; Toys and playthings for infants and toddlers, namely, baby multiple activity toys,
children's ring toys, plush toys and soft sculpture plush toys used to pacify, soothe, and calm;
Manipulative puzzles; Play ring toys for infants; Baby Rattles; Pull toys; Push toys; Crib toys;
Toy buckets; Bath toys; Toy balls; Baby toy keys; Musical toys; Floor playmats to facilitate
child development

FIRST USE 12-1-2006; IN COMMERCE 12-1-2006

THE MARK CONSISTS OF STANDARD CHARACTERS WITHOUT CLAIM TO ANY



PARTICULAR FONT STYLE, SIZE OR COLOR

SER. NO. 87-565,690, FILED 08-11-2017
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