IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Trademark: OPTIMA

Applicant: OPTIMA-Maschinenfabrik Dr. Blihler GmbH & Co. KG
U.S. Serial No.: 87/671,325

Filed: November 3, 2017

Examining Attorney: Eugenia K. Martin, Law Office 114

AMENDMENTS TO THE APPLICATION

Elsewnhere in this Response, Applicant has amended its identification of services in order

to improve clarity and specificity. The amended identification of services is as follows:

Class 35: Advertising, marketing and sales promotion; organizational inventory
management; all aforementioned services related to machines, equipment and
components thereof for packaging, metering, filling, sealing, labelling, freeze-drying,
sterilizing and decontaminating, and related to machines, equipment and components
thereof for producing medical, medico-technical, pharmaceutical and diagnostic products;
trading, also via the Internet, namely, operating a marketplace where others may
negotiate transactions for used, overhauled and refurbished packaging, metering, filling,
sealing, labelling, freeze-drying, sterilizing and decontaminating machines, equipment
and components for producing medical, medico-technical, pharmaceutical and diagnostic
products; all aforementioned services not for use in measuring technology.

Class 37: Construction, installation, repair, reconstruction, overhauling, servicing and
maintenance of machines, equipment and components, namely packaging, metering,
filling, sealing, labelling, freeze-drying, sterilizing and decontaminating machines,
equipment and components and machines, equipment and components for producing
medical, medico-technical, pharmaceutical and diagnostic products; all aforementioned
services not for use in measuring technology.

Class 41: Instruction and further training namely, the planning, arranging and conducting
of seminars, workshops, educational symposiums, and educational conferences on the
subject of safety, operation, repair of packaging, metering, filling, sealing, labelling,
freeze-drying, sterilizing and decontaminating, machines, equipment and components and
machines, equipment and components for producing medical, medico-technical,
pharmaceutical and diagnostic products; all aforementioned services not for use in
measuring technology.



Class 42: IT services, in particular development, programming and implementation of
software, development of computer hardware; IT services, in particular research and
development and implementation of computers and computer systems, namely,
monitoring of computer systems by remote access; providing technical information on
packaging, metering, filling, sealing, labelling, freeze-drying, sterilizing and
decontaminating machines, equipment and components and machines, equipment and
components for producing medical, medico-technical, pharmaceutical and diagnostic
products; technical consulting on packaging, metering, filling, sealing, labelling, freeze-
drying, sterilizing and decontaminating machines, equipment and components and
machines, equipment and components for producing medical, medico-technical,
pharmaceutical and diagnostic products; technical monitoring and inspection services,
namely, monitoring and inspection of packaging, metering, filling, sealing, labelling,
freeze-drying, sterilizing and decontaminating machines, equipment and components and
machines, equipment and components for producing medical, medico-technical,
pharmaceutical and diagnostic products; monitoring and optimizing of industrial
procedures, namely, procedures relating to packaging, metering, filling, sealing, labelling,
freeze-drying, sterilizing and decontaminating machines, equipment and components and
machines, equipment and components for producing medical, medico-technical,
pharmaceutical and diagnostic products; all aforementioned services not for use in
measuring technology.

ARGUMENTS IN RESPONSE TO FEBRUARY 17, 2018, OFFICE ACTION

In the Office Action dated February 17, 2018, the Examining Attorney refused

registration for Applicant’s OPTIMA mark under Trademark Act Section 2(d), 15 U.S.C. §

1052(d), on the grounds that there is a likelihood of confusion between Applicant’s mark and

several prior registrations for marks also using the term “OPTIMA” listed below:

OPTIMA SOLUTIONS, Reg. No. 2,783,055, for use with “Technical consultation
services for manufacturing operations of others, namely, providing technical consultation
services in relation to chemical management; and chemicals management services,
namely, monitoring, using and evaluating chemicals for manufacturing operations of
others;”

IOPTIMA, No. 3,308,123, for use with “analyzing market information relating to
physicians and pharmaceutical representatives to optimize sales of pharmaceuticals,
unrelated to the creation and analysis of brand identities and brand positioning;”

ENEA OPTIMA, Reg. No. 3,550,490, for use with “Scientific and technological services
in the fields of telecommunications, information technology and computer programming,
and research and design relating thereto; industrial analysis and research in the fields of
telecommunications, information technology and computer programming; design,



development, installation, maintenance and updating of computer software; design and
development of computer hardware and computer operating systems; design and
development of computer hardware and software for database management, namely,
computer hardware and software for embedded, high-speed and real-time applications for
database management; recovery of computer data; computer programming; consultancy
in the field of computer hardware and software; computer network, hardware and
software systems design, computer systems analysis; conversion of data or documents
from physical to electronic media; non-physical data conversion of computer programs
and data;”

OPTIMA & Design, Reg. No. 4,263,096, for use with “Installation and maintenance of
computer systems” and “Design, development, installation and maintenance of computer
software; design and development of computer systems; providing information about the
design and development of computer hardware and software;”

OPTIMA THE RIG COOLING SPECIALISTS, Reg. No. 4,995,626, for use with
“Appliances for water distribution, namely, machines in the nature of electric pumps for
using water for safety purposes and delivering water for safety purposes, excluding water
filters; mechanical high pressure jet water apparatus, namely, pumps and nozzles;
mechanical dispensing devices, namely, pumps and nozzles for use with jet water
apparatus; water collecting apparatus, namely, electric pumps, excluding water filters;
water discharging apparatus, namely, pumps and nozzles for safety use, excluding water
filters; water distributing apparatus, namely, machines in the nature of electric pumps for
safety purposes excluding water filters; water distribution machines in the nature of
electric pumps for safety, excluding water filters; water processing machines in the nature
of water treatment equipment, namely, pumps for safety purposes; water pumps for
vehicles, excluding water filters; water supply machines, namely, electric pumps for use
in oil wells, gas wells, oil platforms and gas platforms, excluding water filters; electric
pumps for delivering predetermined quantities of water for use in safety; electric pumps
for dispensing substances from containers, namely, pumps used in emergency situations
to dispose of oil and gas; hydraulic pumps for use under water; ejectors, namely, electric,
hydraulic or pneumatic pumps for safety, engine driven water pumps for use in oil and
gas platforms, electric, hydraulic or pneumatic fluid pumps for safety purposes; machines
for making pumps; marine pumps, namely, bilge pumps, sludge pumps, salt water pumps;
electric motors for use with pumps; combustion engine fuel nozzles; rotary nozzles for
use with high pressure water dispensing machines; spray nozzles being parts of machines;
parts and fittings for the aforesaid goods,” “Apparatus and instruments, namely, irrigation
spray pumps and nozzles for the distribution and supply of water, excluding water filters;
air cooling apparatus; apparatus, namely, cold water sprayers for the cooling of objects,
namely, oil platforms and gas platforms using cold water, excluding water filters; cooling
apparatus for oil platforms and gas platforms; cooling elements, namely, electric fans,
evaporators and faucet sprayers; cooling installations for water, excluding water filters;
electric cooling apparatus, namely, air conditioners; installations for cooling oil platforms
and gas platforms; water cooling apparatus, namely, towers, excluding water filters;
water showering devices, namely, shower head sprayers, shower control valves and
nozzles; watering apparatus and installations, namely, faucet sprinklers and nozzles



excluding water filters; water supply apparatus, namely, flexible pipes being parts of
plumbing installations, rigid pipes being parts of plumbing installations and coupling
joints excluding water filters; water supply installations, namely, pipes to cool heat-
producing components being parts of safety apparatus, excluding water filters; parts and
fittings for the aforesaid goods,” “Provision of engineering services for the offshore and
onshore oil and gas industry; onshore and offshore process design, namely, design of
safety equipment; design relating to deluge systems for oil and gas flaring applications
including FPSQO's (floating production storage and offloading vessels), platforms,
jackups, semi-submersibles, drilling rigs and land rigs within the oil and gas industries;
design and development of water dispensing apparatus and installations, excluding water
filters; design and development of cooling apparatus and installations; design and
development of fire control apparatus and installations; engineering design and
consultancy; engineering research; engineering surveying; engineering testing of oil
platforms and gas platforms; preparation and provision of engineering drawings and
reports; product design services of oil platforms and gas platforms; research services
relating to the oil and gas industry; information, advisory and consultancy services
relating to the aforesaid services” and “Technical advice relating to fire prevention;”

OPTIMA THE RIG COOLING SPECIALISTS & Design, Reg. No. 4,995,627, for use
with “Appliances for water distribution, namely, machines in the nature of electric pumps
for using water for safety purposes and delivering water for safety purposes, excluding
water filters; mechanical high pressure jet water apparatus, namely, pumps and nozzles;
mechanical dispensing devices, namely, pumps and nozzles for use with jet water
apparatus; water collecting apparatus, namely, electric pumps, excluding water filters;
water discharging apparatus, namely, pumps and nozzles for safety use, excluding water
filters; water distributing apparatus, namely, machines in the nature of electric pumps for
safety purposes excluding water filters; water distribution machines in the nature of
electric pumps for safety, excluding water filters; water processing machines in the nature
of water treatment equipment, namely, pumps for safety purposes; water pumps for
vehicles, excluding water filters; water supply machines, namely, electric pumps for use
in oil wells, gas wells, oil platforms and gas platforms, excluding water filters; electric
pumps for delivering predetermined quantities of water for use in safety; electric pumps
for dispensing substances from containers, namely, pumps used in emergency situations
to dispose of oil and gas; hydraulic pumps for use under water; ejectors, namely, electric,
hydraulic or pneumatic pumps for safety, engine driven water pumps for use in oil and
gas platforms, electric, hydraulic or pneumatic fluid pumps for safety purposes; machines
for making pumps; marine pumps, namely, bilge pumps, sludge pumps, salt water pumps;
electric motors for use with pumps; combustion engine fuel nozzles; rotary nozzles for
use with high pressure water dispensing machines; spray nozzles being parts of machines;
parts and fittings for the aforesaid goods,” “Apparatus and instruments, namely, irrigation
spray pumps and nozzles for the distribution and supply of water, excluding water filters;
air cooling apparatus; apparatus, namely, cold water sprayers for the cooling of objects,
namely, oil platforms and gas platforms using cold water, excluding water filters; cooling
apparatus for oil platforms and gas platforms; cooling elements, namely, electric fans,
evaporators and faucet sprayers; cooling installations for water, excluding water filters;
electric cooling apparatus, namely, air conditioners; installations for cooling oil platforms



and gas platforms; water cooling apparatus, namely, towers, excluding water filters;
water showering devices, namely, shower head sprayers, shower control valves and
nozzles; watering apparatus and installations, namely, faucet sprinklers and nozzles
excluding water filters; water supply apparatus, namely, flexible pipes being parts of
plumbing installations, rigid pipes being parts of plumbing installations and coupling
joints excluding water filters; water supply installations, namely, pipes to cool heat-
producing components being parts of safety apparatus, excluding water filters; parts and
fittings for the aforesaid goods,” “Provision of engineering services for the offshore and
onshore oil and gas industry; onshore and offshore process design, namely, design of
safety equipment; design relating to deluge systems for oil and gas flaring applications
including FPSO's (floating production storage and offloading vessels), platforms,
jackups, semi-submersibles, drilling rigs and land rigs within the oil and gas industries;
design and development of water dispensing apparatus and installations, excluding water
filters; design and development of cooling apparatus and installations; design and
development of fire control apparatus and installations; engineering design and
consultancy; engineering research; engineering surveying; engineering testing of oil
platforms and gas platforms; preparation and provision of engineering drawings and
reports; product design services of oil platforms and gas platforms; research services
relating to the oil and gas industry; information, advisory and consultancy services
relating to the aforesaid services” and “Technical advice relating to fire prevention;”

OPTIMA, Reg. No. 4,110,008, for use with “business services, namely, sales promotion
and inventory management services in the field of bearings, seals, bearing housings and
bearing accessories by planning, implementing and coordinating the business process
from manufacturing through shipping, thereby reducing lead times in shipping products
to others;”

OPTIMA, Reg. No. 5,263,225 for us with “Cabinets for liquid and gas fuel dispensers,
namely, dispenser cabinets for automatic temperature compensation so that the
appropriate amount of liquid or gas fuel is metered, not used for underwater and offshore
oil rigs;” “Wholesale reseller services, namely, distributorship services in the field of
cabinets for liquid and gas fuel dispensers, not used for underwater and offshore oil rigs;
providing a website featuring consumer product information in the field of cabinets for
liquid and gas fuel dispensers, not used for underwater and offshore oil rigs,”
“Installation, maintenance, and repair of cabinets for liquid and gas fuel dispensers, not
used for underwater and offshore oil rigs; technical support services, namely, technical
advice related to the installation and repair of cabinets for liquid and gas fuel dispensers,
not used for underwater and offshore oil rigs,” and “Computer services, namely, hosting
and maintaining an online website for others featuring information relating to cabinets for
liquid and gas fuel dispensers, and for the purpose of providing a repository of technical
information and manuals for customers, not used for underwater and offshore oil rigs;”

PHARMOPTIMA, No. 5,358,005, for use with “pharmaceutical research and
development;” and



e PHARMOPTIMA and design, Reg. No. 5,342,732, for use with “pharmaceutical research
and development;”

Applicant respectfully disagrees with the Examining Attorney’s refusal. As an initial matter, the
registration for IOPTIMA was cancelled on May 11, 2018 and therefore cannot be a basis for
refusal.

Applicant asserts that when its mark and the remaining cited registrations are considered
in light of the Du Pont factors, confusion is unlikely between Applicant’s mark and the cited
registrations because (1) Applicant’s services are different from the Registrants’ goods and
services, and the respective marks travel in different channels of trade; (2) the goods and services
are expensive and the relevant purchasers are sophisticated buyers; (3) the commercial
impression of the marks are different; and (4) Applicant’s OPTIMA mark can coexist on the
Trademark Register just as the cited registrations have also coexisted.

I. There Is No Likelihood of Confusion between the OPTIMA Mark and the Cited
Registrations

With respect to the remaining registrations, a multi-factor test is used to assess whether a
likelihood of confusion exists between marks. In re E. I. du Pont de Nemours & Co., 476 F.2d
1357, 1361, 177 U.S.P.Q. 563, 567 (C.C.P.A. 1973) (determining likelihood of confusion by
thirteen factors, including: similarity of the marks, similarity and nature of the goods or services,
similarity of trade channels, whether relevant purchasers are impulsive or sophisticated, the
number and nature of similar marks on similar goods and services, and any other probative
facts). Some of the factors may not be relevant in a particular case. In re Majestic Distilling Co.,
315 F.3d 1311, 1315, 65 U.S.P.Q.2d 1201, 1204 (Fed. Cir. 2003). Additionally, a single DuPont
factor should not outweigh all the rest. Kellogg Co. v. Pack ‘Em Enters. Inc., 951 F.2d 330, 333,

21 U.S.P.Q.2d 1142, 1145 (Fed. Cir. 1991).



A. Confusion with OPTIMA SOLUTIONS (Reg. No. 2,783,055) Is Unlikely

The OPTIMA SOLUTIONS registration’s services are limited to “chemical
management,” which the registration further elaborates as “monitoring, using and evaluating
chemicals for manufacturing operations of others.” The registrant’s latest specimen of use, from
2013, shows the “chemical management” services applied in the context of automobile
manufacturing, particularly painting. See specimen of use for U.S. Reg. No. 2,783,055
(submitted March 11, 2013), Exhibit A. This registration’s services differ from Applicant’s
services, which are limited for use in connection with machines for producing medical or
pharmaceutical goods or for packaging goods. The services in these registrations are neither
identical nor interchangeable with Applicant’s services, and the fact that both Applicant’s and
registrant’s services may have some common nexus with either machine processes or
manufacturing assembly lines does not make them related per se—particularly in the context of
both Applicant’s and the registrant’s other limitations in their respective identifications of
services. See M2 Software, Inc. v. M2 Commc’ns, Inc., 450 F.3d 1378, 1383, 78 USPQ2d 1944,
1947-48 (Fed. Cir. 2006) (noting that relatedness between software-related goods may not be
presumed merely because the goods are delivered in the same media format and that, instead, a
subject-matter-based mode of analysis is appropriate; finding that the marks were used in
different channels of trade and with respect to different purchasers); see also, e.g., MTD
Products, Inc. v. Universal Tire Corp., 193 U.S.P.Q. 56, 59-60 (TTAB 1976) (confusion unlikely
between COLUMBIA for automobile tires and COLUMBIA for wheeled products bearing
rubber tires including bicycles, tricycles, road-hauling tractors, motorized all-terrain vehicles,
motorcycles, agricultural tractors, motorized snow throwers, motorized riding mowers, and

motorized walking mowers, and motorized walking motors). Therefore confusion is unlikely.



Further, the marks are dissimilar. Under the likelihood of confusion analysis, the
Examining Attorney must examine the marks in their entirety. Colgate-Palmolive Co. v. Carter-
Wallace, Inc., 432 F.2d 1400 (CCPA 1970). When viewed in their entirety, the marks are not
similar. The registrant’s mark contains the “SOLUTIONS” suffix. The addition of the term
“SOLUTIONS” suggests to consumers that the registrant provides services related to liquid
chemicals (i.e. “solutions™). See Ty, Inc. v. The Jones Group, Inc., 237 F.3d 891, 898 (7th Cir.
2001) (“if one word or feature of a composite mark is the salient mark, it may be given greater
weight than the surrounding elements.”). Here, the SOLUTIONS portion of the mark is absent
in Applicant’s mark and thus confusion is unlikely. Industrial Adhesive Co. v. Borden, Inc., 218
U.S.P.Q. 945 (TTAB 1983) (WONDER BOND PLUS not likely to be confused with BOND-
PLUS for adhesive and glue-products). Given the differences in the services and the differences
in the marks, confusion is unlikely.

B. Confusion with ENEA OPTIMA (Reg. No. 3,550,490) Is Unlikely

Confusion with the ENEA OPTIMA registration is unlikely for several reasons. First, the
services are dissimilar. Here, the registrant provides computer and telecommunications related
services. The registrant does not provide services in the pharmaceutical packaging and
manufacturing field. Applicant asserts that its services are differentiable from the services in the
cited registration because they are largely limited to services in relation to machines, equipment,
and components for the purposes of (a) packaging, metering, filling, sealing, labelling, freeze-
drying, sterilizing, and decontaminating, and (b) producing medical, medico-technical,
pharmaceutical and diagnostic products. Applicant’s services and the cited registration’s services
are distinguishable because the respective identifications clearly indicate that the parties’ goods

and services are applied in different contexts and for different purposes.



These services are also contained to a specific channel of trade: Applicant and its
subsidiaries “design and build packaging equipment for pharmaceutical, consumer, nonwovens
[i.e., diapers, cotton swabs, tissues, etc.] and life science products — from single standard
machines to complete complex turnkey systems.” Homepage, Optima (accessed Aug. 15, 2018),

https://www.optima-packaging.com/en-us, Exhibit B. These machines are used to fill and

package pharmaceutical products; package other consumer retail products like food, chemicals,
cosmetics, diapers, and more; or otherwise prepare materials for packaging and shipment through
processes like freeze-drying, sterilizing, weighing, and labeling. See generally id. Applicant’s
mark is not used on the goods that are packaged or produced by these machines. See, e.g.,

Machine Solutions: Packaging Machines, Optima (accessed Aug. 15, 2018) https://www.optima-

packaging.com/en-us/machine-solutions/packaging-machines (explaining the industries in which

Applicant’s machine are used and showing various machine models tailored for those purposes),
Exhibit C. Therefore, Applicant’s mark is confined to a specific channel of trade: the
manufacturers, packagers, and shippers who purchase machines such as those produced and
serviced by Applicant.

Further, the marks are dissimilar. See, e.g., Colgate-Palmolive Co., 432 F.2d 1400.
When viewed in their entirety, the marks are not similar. The registrant’s mark contains the
“ENEA” prefix. This prefix is the dominant portion of the registrant’s mark as it is the first term
encountered by consumers. See Ty, Inc., 237 F.3d at 898 (“if one word or feature of a composite
mark is the salient mark, it may be given greater weight than the surrounding elements.”). Here,
the ENEA portion of the mark is absent in Applicant’s mark and thus confusion is unlikely.
Industrial Adhesive Co., 218 U.S.P.Q. 945 (WONDER BOND PLUS not likely to be confused

with BOND-PLUS for adhesive and glue-products).


https://www.optima-packaging.com/en-us
https://www.optima-packaging.com/en-us/machine-solutions/packaging-machines
https://www.optima-packaging.com/en-us/machine-solutions/packaging-machines

Finally, the sophistication of Applicant’s purchasers and the price of Applicant’s services
obviates confusion. Where services are expensive and consumers carefully consider a purchase,
confusion is not likely. See Magnaflux Corp. v. Sonoflux Corp., 109 U.S.P.Q. 313 (CCPA 1956)
(“confusion is less likely where goods are expensive and are purchased after careful
consideration than where they are inexpensive and are purchased casually”). Applicant’s
services are expensive installation, repair and training services for niche pharmaceutical and
diagnostic equipment and are purchased after careful consideration. Similarly, registrant’s
services telecommunications services are not purchased by the casual consumer. Purchasers
carefully consider the purchase prior to buying these types of services. Thus confusion is
unlikely.

C. Confusion with OPTIMA & Design (Reg. No. 4,263,096) Is Unlikely

Confusion with the OPTIMA & Design registration is unlikely for several reasons. First,
the services are dissimilar. Here, the registrant provides computer related services. The
registrant does not provide services in Applicant’s pharmaceutical packaging and manufacturing
field. Applicant asserts that its services are differentiable from the services in the cited
registration because they are largely limited to services in relation to machines, equipment, and
components for the purposes of (a) packaging, metering, filling, sealing, labelling, freeze-drying,
sterilizing, and decontaminating, and (b) producing medical, medico-technical, pharmaceutical
and diagnostic products. Applicant’s services and the cited registration’s services are
distinguishable because the respective identifications clearly indicate that the parties’ services
are applied in different contexts and for different purposes.

Further, the marks are dissimilar. Under the likelihood of confusion analysis, the

Examining Attorney must examine the marks in their entirety. Colgate-Palmolive Co., 432 F.2d

10



1400. When viewed in their entirety, the marks are not similar. The registrant’s mark contains a
circular design element which is not present in Applicant’s mark. See Ty, Inc., 237 F.3d at 898
(“if one word or feature of a composite mark is the salient mark, it may be given greater weight
than the surrounding elements.”).

Finally, the sophistication of Applicant’s purchasers and the price of Applicant’s services
obviates confusion. Where services are expensive and consumers carefully consider a purchase,
confusion is not likely. See Magnaflux Corp., 109 U.S.P.Q. 313 (“confusion is less likely where
goods are expensive and are purchased after careful consideration than where they are
inexpensive and are purchased casually”). Applicant’s services are expensive installation, repair
and training services for niche pharmaceutical equipment and are purchased after careful
consideration. Similarly, registrant’s services telecommunications services are not purchased by
the casual consumer. The relevant purchasers of Applicant’s services and the registrant’s
services are clearly capable of distinguishing between the respective marks. See Raytheon Co. v.
Litton Business Systems, Inc. 169 U.S.P.Q. 438 (TTAB 1971) (highly experienced and informed
business personnel not likely to confuse ROYTRON data processing tape punches and
RAYTHEON data processing equipment). See also, Electronic Design & Sales, Inc. v.
Electronic Data Systems, Corp., 954 F.2d 713, 717, 21 U.S.P.Q.2d 1388, 1391 (Fed. Cir. 1992)
(reversing the Board’s finding of likelihood of confusion between opposer’s registered mark
EDS for computer programming services and Applicant’s mark E.D.S. for power supplies and
battery chargers); Triumph Machines Company v. Kentmaster Manufacturing Company, Inc., 1
U.S.P.Q.2d 1826, 1829 (TTAB 1987) (finding no likelihood of confusion between HYDRO-

CLIPPER for power operated cattle de-horning shears and HYDRO-CLIPPER (and design) for

11



power mower attachments). Purchasers carefully consider the purchase prior to buying these
types of services. Thus confusion is unlikely.
D. Confusion with OPTIMA THE RIG COOLING SPECIALISTS (Reg. No.
4,995,626) and OPTIMA THE RIG COOLING SPECIALISTS & Design (Reg.
No. 4,995,627) Is Unlikely
Here, the registrant’s goods and services are focused in the oil and gas industry or for use
with water distribution, and thus do not present a likelihood of confusion with Applicant’s
services. Even these registrations’ unlimited descriptions of “engineering design and

LN

consultancy,” “engineering research,” “engineering surveying,” and “preparation and provision
of engineering drawings and reports,” are distinguishable from and do not encompass
Applicant’s services, such as technical support and maintenance for its machines.

As discussed above, the goods and services in these registrations are neither identical nor
interchangeable with Applicant’s services, and the mere fact that both Applicant’s and
Registrants’ services may have some common nexus with either machine processes or
manufacturing assembly lines does not make them related per se—particularly in the context of
both Applicant’s and these registrants’ other limitations in their respective identifications of
services. See M2 Software, Inc., 450 F.3d at 1383, 78 USPQ2d at 1947-48 (Fed. Cir. 2006)
(noting that relatedness between software-related goods may not be presumed merely because
the goods are delivered in the same media format and that, instead, a subject-matter-based mode
of analysis is appropriate; finding that the marks were used in different channels of trade and
with respect to different purchasers); see also, e.g., MTD Products, Inc., 193 U.S.P.Q. at 59-60

(confusion unlikely between COLUMBIA for automobile tires and COLUMBIA for wheeled

products bearing rubber tires including bicycles, tricycles, road-hauling tractors, motorized all-
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terrain vehicles, motorcycles, agricultural tractors, motorized snow throwers, motorized riding
mowers, and motorized walking mowers, and motorized walking motors).

Further, the commercial impression of the marks are different. The addition of the terms
“RIG COOLING SPECIALISTS” and the design element in the second cited registration lessen
any likelihood of confusion. See Ty, Inc., 237 F.3d at 898 (“if one word or feature of a
composite mark is the salient mark, it may be given greater weight than the surrounding
elements.”). Here, the “RIG COOLING SPECIALISTS” portion of the mark changes the
commercial impression of the mark and provides consumers with additional information
regarding the goods and services, thus lessening any potential confusion. Industrial Adhesive
Co., 218 U.S.P.Q. 945 (WONDER BOND PLUS not likely to be confused with BOND-PLUS
for adhesive and glue-products).

Finally, the sophistication of the purchasers and the price of the goods and services
obviates confusion. Where services are expensive and consumers carefully consider a purchase,
confusion is not likely. See Magnaflux Corp., 109 U.S.P.Q. 313 (“confusion is less likely where
goods are expensive and are purchased after careful consideration than where they are
inexpensive and are purchased casually”). As discussed above, Applicant’s services are
expensive installation, repair and training services for niche pharmaceutical equipment and are
purchased after careful consideration. Similarly, registrant’s oil and gas focused goods and
services are not purchased by the casual consumer. The relevant purchasers of Applicant’s
services and the registrant’s services are capable of distinguishing between the respective marks.
See Raytheon Co., 169 U.S.P.Q. 438 (highly experienced and informed business personnel not
likely to confuse ROYTRON data processing tape punches and RAYTHEON data processing

equipment). See also, Electronic Design & Sales, Inc., 954 F.2d at 717, 21 U.S.P.Q.2d at 1391

13



(reversing the Board’s finding of likelihood of confusion between opposer’s registered mark
EDS for computer programming services and Applicant’s mark E.D.S. for power supplies and
battery chargers).

Indeed, the TTAB and Federal Circuit have consistently held that when the relevant
consumers are specialized professionals, such as the manufacturers and packagers that purchase
Applicant’s machines and then seek Applicant’s services, these consumers are less likely to be
confused even in the face of similarities between the marks. See Dynamics Research Corp. v.
Langenau Mfg. Co., 704 F.2d 1575, 1576, 217 U.S.P.Q. 649, 650 (Fed. Cir. 1983) (finding no
likelihood of confusion where the goods are sold to different, discriminating customers, namely
that large corporate purchasing agents are not likely to confuse DRC sheet metal fabric and DRC
encorders and back gauges for press brakes). Purchasers carefully consider the purchase prior to
buying these types of services. Thus confusion is unlikely.

E. Confusion with OPTIMA (Reg. No. 4,110,008) Is Unlikely

Here, confusion is unlikely because the services are provided in distinct fields. The
OPTIMA registration’s services are limited to “the field of bearings, seals, bearing housings, and
bearing accessories.” Applicant’s services, while they are for use with machines that may contain
bearings, are not directed toward bearings as a distinct good. Further, the “seals” mentioned in
this registration’s services are likely seals specifically for bearings. See, e.g., EP Editorial Staff,
“Selecting the Correct Bearing Seal,” Efficient Plant Magazine (February 25, 2014), available at

https://www.efficientplantmag.com/2014/02/selecting-the-correct-bearing-seal/ (“[ T]he primary

functions of a bearing seal are to keep lubricant in the bearing and bearing chamber contaminants
out.”), Exhibit D. Applicant’s “sealing” services are in the context of sealing packages or

containers, as can be inferred from the other actions listed in the identification: “packaging,
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metering, filling, sealing, labelling, freeze-drying, sterilizing, and decontaminating.” See also

Machine Solutions: Packaging Machines, Optima (accessed Aug. 15, 2018) https://www.optima-

packaging.com/en-us/machine-solutions/packaging-machines (“The range of packaging

equipment and machines from Optima includes automation for cartoning, bagging, sealing,
wrapping, weighing and vacuum processes.”), Exhibit C. Astra Pharm. Prod., Inc. v. Beckman
Instruments, Inc., 718 F.2d 1201, 220 U.S.P.Q. 786, 790 (1st Cir. 1983) (in analyzing likelihood
of confusion of two ASTRA marks used with, respectively, an anesthetic drug and a blood
analyzer machine, “there is always less likelihood of confusion were goods are expensive and
purchased after careful consideration”).

In addition, these types of services are purchased by sophisticated purchasers. As
discussed above, when the relevant consumers are specialized professionals, such as the
manufacturers and packagers that purchase Applicant’s and registrant’s services, these
consumers are less likely to be confused even in the face of similarities between the marks. See
Dynamics Research Corp., 704 F.2d at 1576, 217 U.S.P.Q. at 650 (finding no likelihood of
confusion where the goods are sold to different, discriminating customers, namely that large
corporate purchasing agents are not likely to confuse DRC sheet metal fabric and DRC encorders
and back gauges for press brakes). Because the types of services are distinct, and because the
purchasers are sophisticated, confusion is unlikely.

F. Confusion with OPTIMA (Reg. No. 5,263,225) Is Unlikely

Here, confusion is unlikely due to the differences in goods and services. This registration’s
services used in connection with “cabinets for liquid and gas fuel dispensers,” that is, the housing
for fuel pumps at gas stations. See, e.g., CNG KRAUS OPTIMA™ SERIES, Kraus Global

(accessed Aug. 15, 2018) http://krausglobal.com/products/cng/dispensers/optima/introduction/,
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Exhibit E. Such cabinets, and gas station structures more generally, are not similar to or related to
the machines that are the subject of Applicant’s services, nor are those machines used to create
such cabinets. As registrant acknowledged in during the prosecution of the registration, registrant’s
goods and services are related to fuel pumps for the alternative fuels industry. See Response to
Office Action, U.S. Trademark Reg. No. 5,263,225 (submitted Dec. 18, 2015), Exhibit F. They
do not relate to Applicant’s services. Therefore, consumers are unlikely to assume that Applicant
is also the source behind this registrant’s cabinets and related services.

Further, given that the purchasers of both Applicant’s and registrant’s goods and service
are sophisticated companies, confusion is also unlikely. Registrant acknowledged in the
prosecution of its application that its services are expensive and purchased after careful
consideration. See id. Similarly, Applicant’s customers purchase the machines because of their
high volume capability and their efficiency and reliability. The machines can cost thousands of
dollars, and the services Applicant provides in relation to these machines are likewise not
nominal purchases. Applicant’s machines and their attendant services are not purchased by
individuals on a whim; rather, they are purchased pursuant to a business’s need for commercial-
level manufacturing and packaging processes. See, e.g., Magnaflux Corp., 231 F.2d 669, 109
U.S.P.Q. 313 (“confusion is less likely where goods are expensive and purchased after careful
consideration than were they are purchased casually™).

G.  Confusion with PHARMOPTIMA (Reg. No. 5,358,005), and
PHARMOPTIMA & Design (Reg. No. 5,342,732) Is Unlikely

There is no likelihood of confusion between Applicant’s mark and the cited
PHARMOPTIMA marks for several reasons. First, the marks differ in overall sound,
appearance, and commercial impression. Under the likelihood of confusion analysis, the

Examining Attorney must examine the marks in their entirety. Colgate-Palmolive Co., 432 F.2d
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1400. When viewed in their entirety, the marks are not similar. Both of registrant’s marks
contains the “PHARMA” prefix and the design mark contains a distinctive “eye” element. The
PHARMA prefix is the dominant portion of the registrant’s mark as it is the first term
encountered by consumers. See Ty, Inc., 237 F.3d at 898 (“if one word or feature of a composite
mark is the salient mark, it may be given greater weight than the surrounding elements.”). Here,
the PHARMA portion of the mark is the key portion of the mark viewed by consumers and thus
confusion is unlikely. Industrial Adhesive Co., 218 U.S.P.Q. 945 (WONDER BOND PLUS not
likely to be confused with BOND-PLUS for adhesive and glue-products).

Second, these cited marks travel in channels of trade different from Applicant’s mark
because the respective services are in different levels of a supply chain: Applicant’s services are
at work in the manufacturing, packaging, and wholesale shipment stage, but these registrations’
services are limited to the research and development stage at the beginning of a product’s life.

Customers for pharmaceutical research and development are likely scientists, researchers,
and the drug companies who make the high-level decisions to sell and market the
pharmaceuticals; customers for analysis of market information can be the drug companies
wishing to improve their sales, salespersons, or marketing firms. In contrast, Applicant’s services
are used by on-the-ground manufacturers and packagers operating the machines that physically
create or package a product. These customers are concerned with the process and efficiency of
packaging or manufacturing a good, not necessarily its development or its eventual sales
numbers. The marks thus travel in different channels of trade and are seen by different types of
customers with different purposes in mind, making confusion unlikely. See In Re Shipp, 4
U.S.P.Q.2d 1174, 1176 (TTAB 1987) (no confusion between PURITAN for laundry and dry-

cleaning services, PURITAN for commercial dry cleaning machine filters, or PURITAN for
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cleaning preparations, because the goods and services were not likely to come to the attention of
the same kinds of purchasers).

To the extent that Applicant’s customers and these registrants’ customers may be the
same business establishment (e.g., a pharmaceutical company overseeing all stages of a
product’s life, from research to manufacturing to sales), the differences between the respective
services and the channels of trade in which the services are obtained would obviate any
possibility of confusion, and the consumer would not assume that the respective services
originate from the same source. See Shen Mfg. Co., Inc. v. Ritz Hotel, Ltd., 393 F.3d 1238 (Fed.
Cir. 2004) (stating that if the goods in question are not related or marketed in such a way that
they would be encountered by the same persons in situations that would create the incorrect
assumption that they originate from the same source, then, even if the marks are identical,
confusion is not likely).

I1. Because Multiple Marks Using the Term “OPTIMA” Already Coexist on the
Register, Applicant’s Mark Can Likewise Coexist

Confusion between Applicant’s mark and the cited registrations is unlikely because
Applicant’s OPTIMA mark would be able coexist with the other marks using “OPTIMA” just as
several of the cited registrations already coexist. The sixth DuPont factor concerns “[t]he number
and nature of similar marks in use on similar goods.” In re Application of E. I. DuPont de
Nemours & Co., 476 F.2d at 1361. Notably, the cited registrations have been allowed to coexist,
in some cases despite covering goods and/or services more closely related to each other than they
are to Applicant’s services. This is persuasive evidence that the Register reflects the reality of the
marketplace, where consumers have learned how to differentiate similar marks. Palm Bay Imps.,
Inc. v. Veuve Clicquot Ponsardin Maison Fondee En 1772, 396 F.3d 1369, 1373, 73 USPQ2d

1689, 1691 (Fed. Cir. 2005) (finding that evidence of third parties using a similar mark on
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similar goods and services can demonstrate that consumers exposed to such a “plethora” of
similar marks have learned how to distinguish the marks based on small details).

The OPTIMA & Design registration (Reg. No. 4,263,096) has coexisted with the prior
ENEA OPTIMA registration (Reg. No. 3,550,490), despite the fact that both registrations cover
use with essentially identical services (namely, design and development of computer software
and computer operating systems), and that the later registration for OPTIMA & Design contains
a literal element already wholly contained in ENEA OPTIMA. Applicant’s mark OPTIMA, also
covering development of computer software, hardware, and systems, can and should likewise
coexist.

In addition, the PHARMOPTIMA registrations (Reg. Nos. 5,358,005 and 5,342,732)
covering pharmaceutical research and development were allowed to coexist with the prior
IOPTIMA registration (Reg. No. 3,308,123) covering services related to marketing and sales of
pharmaceuticals, despite the fact that the marks could be encountered by the same customers
(drug companies concerned with development and sales of pharmaceuticals). Applicant’s
services related to machines that produces or packages pharmaceutical products can likewise
coexist with these marks, since Applicant’s mark itself covers yet another, different level of the
pharmaceuticals supply chain, which is currently unoccupied by the cited registrations.

More broadly, the other cited registrations coexist on the Register because they cover
different goods in different channels of trade, such that consumers are unlikely to assume that the
disparate goods and services come from the same source. As evidenced by these many coexisting
uses of “OPTIMA” by many different uses across a wide spectrum of goods and services, the
term is not so strong or distinguishable that consumers will assume the term is associated with

only one source. As explained above, Applicant’s goods and services are sufficiently
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distinguishable from these cited registrations, and sophisticated consumers of the respective
goods and services, with money and specific needs on the line, know how to differentiate
between marks.

The coexistence on the Register of the various registrants” OPTIMA marks, despite some
covering similar or related services, is persuasive evidence that Applicant’s mark would likewise
be able to coexist with Registrants” marks. This widespread use and registration of marks that
incorporate OPTIMA by multiple parties show that consumers have had ample opportunity to
learn how to distinguish similar marks based on context—such as differentiable services or
entirely different channels of trade—to determine the source of the services. Therefore,
Applicant’s OPTIMA mark can and should coexist on the Register alongside the cited

registrations.
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CONCLUSION

In view of the foregoing, Applicant’s OPTIMA mark is distinguishable from the cited
registrations. Therefore, confusion is unlikely. Applicant respectfully requests that the refusal to
register under Section 2(d) of the Lanham Act be withdrawn and the amended identification of
services be accepted. In view of the above arguments, Applicant believes that its application is

in condition for allowance, and requests that the application be approved for publication.

Respectfully Submitted,

Dated: August 17, 2018 /Nicole M. Murray/

Nicole M. Murray

United States Attorney for Applicant
Quarles & Brady LLP

300 North LaSalle Street Suite 4000
Chicago, Illinois 60654

(312) 715-5277

QB\145047.00027\53660734.2
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EXHIBIT A









EXHIBIT B



8/15/2018 nimbus screenshot app
screenshot-www.optima-packaging.com-2018.08.15-15-13-07

https.//www.optima-packaging.com/en-us#shows
15.08.2018

chrome-extension://bpconcjcammlapcogcnnelfmaeghhagj/edit.html 1/3



8/15/2018 nimbus screenshot app

chrome-extension://bpconcjcammlapcogcnnelfmaeghhagj/edit.html 2/3



8/15/2018 nimbus screenshot app

chrome-extension://bpconcjcammlapcogcnnelfmaeghhagj/edit.html 3/3
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8/15/2018 nimbus screenshot app
screenshot-www.optima-packaging.com-2018.08.15-15-14-41

https://www.optima-packaging.com/en-us/machine-solutions/packaging-machines
15.08.2018

chrome-extension://bpconcjcammlapcogcnnelfmaeghhagj/edit.html 1/5



8/15/2018 nimbus screenshot app

chrome-extension://bpconcjcammlapcogcnnelfmaeghhagj/edit.html 2/5



8/15/2018 nimbus screenshot app

chrome-extension://bpconcjcammlapcogcnnelfmaeghhagj/edit.html 3/5



8/15/2018 nimbus screenshot app

chrome-extension://bpconcjcammlapcogcnnelfmaeghhagj/edit.html 4/5



8/15/2018 nimbus screenshot app

chrome-extension://bpconcjcammlapcogcnnelfmaeghhagj/edit.html 5/5



EXHIBIT D



8/15/2018 nimbus screenshot app

screenshot-www.efficientplantmag.com-2018.08.15-15-17-45
https://www.efficientplantmag.com/2014/02/selecting-the-correct-bearing-seal/
15.08.2018

chrome-extension://bpconcjcammlapcogcnnelfmaeghhagj/edit.html 1/5



8/15/2018 nimbus screenshot app

chrome-extension://bpconcjcammlapcogcnnelfmaeghhagj/edit.html 2/5



8/15/2018 nimbus screenshot app

chrome-extension://bpconcjcammlapcogcnnelfmaeghhagj/edit.html 3/5



8/15/2018 nimbus screenshot app

chrome-extension://bpconcjcammlapcogcnnelfmaeghhagj/edit.html 4/5



8/15/2018 nimbus screenshot app

chrome-extension://bpconcjcammlapcogcnnelfmaeghhagj/edit.html 5/5



EXHIBIT E



8/15/2018 nimbus screenshot app

screenshot-krausglobal.com-2018.08.15-15-19-48
http://krausglobal.com/products/cng/dispensers/optima/introduction/
15.08.2018

chrome-extension://bpconcjcammlapcogcnnelfmaeghhagj/edit.html 1/2
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Under the Paperwork Reduction Act of 1995 no persons are required to respond to a collection of information unless it displays avalid OMB control number.
PTO Form 19 /:

OMB No. 0651-0050 (Ex

Responseto Office Action

Thetable below presentsthe data as entered.

SERIAL

NUMBER 86557974
LAW OFFICE
ASSIGNED LAW OFFICE 116

MARK SECTION
MARK http://tmng-al .uspto.gov/resting2/api/img/86557974/large
LITERAL ELEMENT | OPTIMA

STANDARD
CHARACTERS VIES

USPTO-GENERATED
IMAGE V=S

MARK STATEMENT | The mark consists of standard characters, without claim to any particular font style, size or color.

ARGUMENT(S)

EVIDENCE SECTION

EVIDENCE FILE NAME(S)

FILS RUELTAL (=21 evi 10848137240-20151218150124336919 . nt in Response to Likelihood of Confusion Refusal for OPTIMA.pdf

CONVERTED
PDF FILE(S) \TICRS\EXPORT 16\IMAGEOQUT 16\865\579\86557974\xmI 5\ROA 0002.JPG
(6 pages)

\TICRS\EXPORT16\|MAGEOUT 16\865\579\86557974\xmIS\ROA 0003.JPG

\TICRS\EXPORT16\|MAGEOUT 16\865\579\86557974\xmIS\ROA 0004.JPG

\TICRS\EXPORT16\|MAGEOUT 16\865\579\86557974\xmIS\ROA 0005.JPG

\TICRS\EXPORT16\|MAGEOUT 16\865\579\86557974\xmIS\ROA 0006.JPG

\TICRS\EXPORT 16\|MAGEOUT 16\865\579\86557974\xmI 5\ROA 0007.JPG

FILSR'G'NAL PDF | evi 10848137240-20151218150124336919 . Exhibit A.pdf

CONVERTED
PDF FILE(S) \TICRS\EEXPORT16\MAGEOUT16\865\579\86557974\xmI 5\ROA 0008.JPG
(1 page)

FILSR'G'NAL PDF | evi 10848137240-20151218150124336919 . Exhibit B.pdf

CONVERTED
PDF FILE(S) \TICRS\EXPORT16\|MAGEOUT 16\865\579\86557974\xmIS\ROA 0009.JPG

(1 page)

FIL‘EDR'G'NAL PDF | evi 10848137240-20151218150124336919 . Exhibit C.pdf

CONVERTED


../evi_10848137240-20151218150124336919_._nt_in_Response_to_Likelihood_of_Confusion_Refusal_for_OPTIMA.pdf
../ROA0002.JPG
../ROA0003.JPG
../ROA0004.JPG
../ROA0005.JPG
../ROA0006.JPG
../ROA0007.JPG
../evi_10848137240-20151218150124336919_._Exhibit_A.pdf
../ROA0008.JPG
../evi_10848137240-20151218150124336919_._Exhibit_B.pdf
../ROA0009.JPG
../evi_10848137240-20151218150124336919_._Exhibit_C.pdf

PDF FILE(S) \TICRS\EXPORT16\|MAGEOUT 16\865\579\86557974\xmIS\ROA 0010.JPG
(1 page)

DESCRIPTION OF
EVIDENCE FILE

GOODS AND/OR SERVICES SECTION (009)(class deleted)
GOODS AND/OR SERVICES SECTION (011)(class added)Original Class (009)

INTERNATIONAL
CLASS 011

A PDF containing Applicant's arguments against the likelihood-of-confusion finding and three supporting exhibits.

DESCRIPTION

cabinets for liquid and gas fuel dispensers, namely, dispenser cabinets for automatic temperature compensation so that the appropriate amount
of liquid or gas fuel is metered

FILING BASIS Section 1(b)
FILING BASIS Section 44(d)
FOREIGN
APPLICATION 1713786
NUMBER
FOREIGN
APPLICATION Canada
COUNTRY
FOREIGN
FILING DATE Qebs 2000
INTENT TO At thistime, the applicant intends to rely on Section 44(e) as a basis for registration. If ultimately the applicant does not

PERFECT 44(d) | rely on Section 44(e) as a basis for registration, avalid claim of priority may be retained.
GOODSAND/OR SERVICES SECTION (037)(current)

INTERNATIONAL
CLASS ey

DESCRIPTION

service, installation, repair, maintenance, and support services for cabinets for liquid and gas fuel dispensers; manufacturing and distribution of
cabinets for liquid and gas fuel dispensers; wholesale services of cabinets for liquid and gas fuel dispensers; operation and maintenance of an
internet website containing information relating to cabinets for liquid and gas fuel dispensers

FILING BASIS Section 1(b)
FILING BASIS Section 44(d)
GOODS AND/OR SERVICES SECTION (037)(proposed)

INTERNATIONAL
CLASS ey

TRACKED TEXT DESCRIPTION

FINAL DESCRIPTION

installation, maintenance, and repair of cabinets for liquid and gas fuel dispensers; technical support services, namely, technical advice related
to the installation and repair of cabinets for liquid and gas fuel dispensers

FILING BASIS Section 1(b)
FILING BASIS Section 44(d)
FOREIGN

APPLICATION 1713786


../ROA0010.JPG

NUMBER

FOREIGN
APPLICATION Canada
COUNTRY
FOREIGN
FILING DATE 02/04/2015
INTENT TO At thistime, the applicant intends to rely on Section 44(€) as abasis for registration. If ultimately the applicant does not

PERFECT 44(d) | rely on Section 44(€) as a basis for registration, avalid claim of priority may be retained.
GOODSAND/OR SERVICES SECTION (035)(class added)

INTERNATIONAL
CLASS 035

DESCRIPTION

Wholesale reseller services featuring cabinets for liquid and gas fuel dispensers; providing awebsite featuring consumer product information
in the field of cabinetsfor liquid and gas fuel dispensers

FILING BASIS Section 1(b)
FILING BASIS Section 44(d)
FOREIGN
APPLICATION 1713786
NUMBER
FOREIGN
APPLICATION Canada
COUNTRY
FOREIGN
FILING DATE 02/04/2015
INTENT TO At thistime, the applicant intends to rely on Section 44(€) as a basis for registration. If ultimately the applicant does not

PERFECT 44(d) | rely on Section 44(€) as a basis for registration, avalid claim of priority may be retained.
GOODSAND/OR SERVICES SECTION (039)(class added)

INTERNATIONAL
CLASS =

DESCRIPTION

Distribution services, namely, delivery of cabinets for liquid and gas fuel dispensers

FILING BASIS Section 1(b)
FILING BASIS Section 44(d)
FOREIGN
APPLICATION 1713786
NUMBER
FOREIGN
APPLICATION Canada
COUNTRY
FOREIGN
FILING DATE 02/04/2015
INTENT TO At thistime, the applicant intends to rely on Section 44(€) as a basis for registration. If ultimately the applicant does not

PERFECT 44(d) | rely on Section 44(€) as a basis for registration, avalid claim of priority may be retained.
GOODSAND/OR SERVICES SECTION (040)(class added)

INTERNATIONAL
CLASS 040

DESCRIPTION

Manufacture of cabinets for liquid and gas fuel dispensersto order and/or specification of others



FILING BASIS Section 1(b)

FILING BASIS Section 44(d)
FOREIGN
APPLICATION 1713786
NUMBER
FOREIGN
APPLICATION Canada
COUNTRY
FOREIGN
FILING DATE 02/04/2015
INTENT TO At thistime, the applicant intends to rely on Section 44(€) as a basis for registration. If ultimately the applicant does not

PERFECT 44(d) | rely on Section 44(€) as a basis for registration, avalid claim of priority may be retained.
GOODS AND/OR SERVICES SECTION (042)(class added)

INTERNATIONAL
CLASS 042

DESCRIPTION

Computer services, namely, hosting and maintaining an online website for others featuring information relating to cabinets for liquid and gas
fuel dispensers, and for the purpose of providing arepository of technical information and manuals for customers

FILING BASIS Section 1(b)
FILING BASIS Section 44(d)
FOREIGN
APPLICATION 1713786
NUMBER
FOREIGN
APPLICATION Canada
COUNTRY
FOREIGN
FILING DATE geles 2005
INTENT TO At thistime, the applicant intends to rely on Section 44(e) as a basis for registration. If ultimately the applicant does not

PERFECT 44(d) | rely on Section 44(e) as a basis for registration, avalid claim of priority may be retained.
ADDITIONAL STATEMENTSSECTION

Applicant notes that the foreign application relied upon has not yet issued as a foreign registration. Accordingly,
Applicant requests that the U.S. application be suspended as necessary until a copy of the foreign registration is
available.

MISCELLANEOUS
STATEMENT
PAYMENT SECTION

NUMBER OF 4
CLASSES

APPLICATION FOR
REGISTRATION PER | 275
CLASS

TOTAL FEESDUE 1100

SIGNATURE SECTION

DECLARATION a1

TR /Adam Sikich/

SIGNATORY'S s

NAME Adam Sikich

SIGNATORY'S g

e T Attorney of Record, Washington, DC Bar Member

SIGNATORY'S
PHONE NUMBER | (202) 298-6322



DATE SIGNED 12/18/2015

RESPONSE -
SCNATURE /Adam Sikich/

SIGNATORY'S T

e Adam Sikich

SIGNATORY'S .

e Attorney of Record, Washington, DC Bar Member
SIGNATORY'S

PHONE NUMBER (202) 298-6322

DATE SIGNED 12/18/2015

AUTHORIZED

SIGNATORY VIES

FILING INFORMATION SECTION

SUBMIT DATE Fri Dec 18 15:51:58 EST 2015

USPTO/ROA-XXX XX XXX.XXX-
20151218155158806155-8655
7974-55044a04dcad450ce324
9532e25daed68b7ab1617a4b8
91f23e92f4effb87fb9c-CC-2
638-20151218150124336919

TEASSTAMP

Under the Paperwork Reduction Act of 1995 no persons are required to respond to a collection of information unlessit displays avalid OMB control number.

Response to Office Action
Tothe Commissioner for Trademarks:

Application serial no. 86557974 OPTIMA (Standard Characters, see http://tmng-al .uspto.gov/resting2/api/img/86557974/large) has been amended
asfollows:

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

EVIDENCE

Evidencein the nature of A PDF containing Applicant's arguments against the likelihood-of-confusion finding and three supporting exhibits. has
been attached.

Original PDF file:

evi 10848137240-20151218150124336919 . nt in Response to Likelihood of Confusion Refusal for OPTIMA.pdf
Converted PDF file(s) ( 6 pages)

Evidence-1

Evidence-2

Evidence-3

Evidence-4

Evidence-5

Evidence-6

Original PDF file:

evi_10848137240-20151218150124336919 . Exhibit A.pdf

Converted PDF file(s) ( 1 page)

Evidence-1



../evi_10848137240-20151218150124336919_._nt_in_Response_to_Likelihood_of_Confusion_Refusal_for_OPTIMA.pdf
../ROA0002.JPG
../ROA0003.JPG
../ROA0004.JPG
../ROA0005.JPG
../ROA0006.JPG
../ROA0007.JPG
../evi_10848137240-20151218150124336919_._Exhibit_A.pdf
../ROA0008.JPG

Original PDF file:
evi_10848137240-20151218150124336919 . Exhibit B.pdf
Converted PDF file(s) ( 1 page)

Evidence-1

Original PDF file:
evi_10848137240-20151218150124336919 . Exhibit C.pdf
Converted PDF file(s) ( 1 page)

Evidence-1

CLASSIFICATION AND LISTING OF GOODS/SERVICES
Applicant hereby deletes the following class of goods/services from the application.
Class 009 for cabinets for liquid and gas fuel dispensers

Applicant proposesto amend the following class of goods/servicesin the application:

Current: Class 037 for service, installation, repair, maintenance, and support services for cabinets for liquid and gas fuel dispensers;
manufacturing and distribution of cabinets for liquid and gas fuel dispensers; wholesale services of cabinets for liquid and gas fuel dispensers;
operation and maintenance of an internet website containing information relating to cabinets for liquid and gas fuel dispensers

Original Filing Basis:

Filing Basis: Section 1(b), Intent to Use: For a trademark or service mark application: As of the application filing date, the applicant had a
bonafide intention, and was entitled, to use the mark in commerce on or in connection with the identified goods/services in the application. For a
collective trademark, collective service mark, or collective membership mark application: As of the application filing date, the applicant had a
bonafide intention, and was entitled, to exercise legitimate control over the use of the mark in commerce by members on or in connection with
the identified goods/services/collective membership organization. For a certification mark application: As of the application filing date, the
applicant had a bona fide intention, and was entitled, to exercise |egitimate control over the use of the mark in commerce by authorized usersin
connection with the identified goods/services, and the applicant will not engage in the production or marketing of the goods/services to which the
mark is applied, except to advertise or promote recognition of the certification program or of the goods/services that meet the certification
standards of the applicant.

Based on Foreign Application: Applicant has had a bona fide intention to use the mark in commerce on or in connection with the identified goods
and/or services, and will submit a copy of aforeign registration, and translation thereof, if appropriate. 15 U. S.C. Section 1126(d), as amended.

Proposed:
Tracked Text Description:

|nstallat|on mai ntenance and repalr of cabl netsfor I|qwd and qasfuel d|spenser

Class 037 for installation, maintenance, and repair of cabinets for liquid and gas fuel dispensers; technical support services, namely, technical
advice related to the installation and repair of cabinets for liquid and gas fuel dispensers

Filing Basis: Section 1(b), Intent to Use: For a trademark or service mark application: As of the application filing date, the applicant had a
bonafide intention, and was entitled, to use the mark in commerce on or in connection with the identified goods/services in the application. For a
collective trademark, collective service mark, or collective membership mark application: As of the application filing date, the applicant had a
bona fide intention, and was entitled, to exercise legitimate control over the use of the mark in commerce by members on or in connection with
the identified goods/services/collective membership organization. For a certification mark application: As of the application filing date, the
applicant had a bona fide intention, and was entitled, to exercise legitimate control over the use of the mark in commerce by authorized usersin
connection with the identified goods/services, and the applicant will not engage in the production or marketing of the goods/services to which the
mark is applied, except to advertise or promote recognition of the certification program or of the goods/services that meet the certification
standards of the applicant.

Filing Basis: Section 44(d), Priority based on foreign filing:For a trademark or service mark application: As of the application filing date,
the applicant had a bonafide intention, and was entitled, to use the mark in commerce on or in connection with the identified goods/services, and
asserts aclaim of priority based upon aforeign application. For a collective trademark, collective service mark, or collective membership mark
application: As of the application filing date, the applicant had a bonafide intention, and was entitled, to exercise legitimate control over the use
of the mark in commerce by members on or in connection with the identified goods/services/collective membership organization, and asserts a
claim of priority based upon aforeign application. For a certification mark application: As of the application filing date, the applicant had a
bonafide intention, and was entitled, to exercise legitimate control over the use of the mark in commerce by authorized usersin connection with
the identified goods/services, the applicant will not engage in the production or marketing of the goods/services to which the mark is applied,
except to advertise or promote recognition of the certification program or of the goods or services that meet the certification standards of the
applicant, and the applicant asserts a claim of priority based upon aforeign application. Claim of priority isbased on [ Canada application
number 1713786 filed 02/04/2015]. 15 U.S.C.Section 1126(d), as amended.


../evi_10848137240-20151218150124336919_._Exhibit_B.pdf
../ROA0009.JPG
../evi_10848137240-20151218150124336919_._Exhibit_C.pdf
../ROA0010.JPG

INTENT TO PERFECT 44(d) : At thistime, the applicant intends to rely on Section 44(e) as abasis for registration. If ultimately the applicant
does not rely on Section 44(€) as a basis for registration, avalid claim of priority may be retained.

Applicant hereby addsthe following class of goods/servicesto the application:

New: Class 011 (Original Class: 009 ) for cabinets for liquid and gas fuel dispensers, namely, dispenser cabinets for automatic temperature
compensation so that the appropriate amount of liquid or gas fuel is metered

Filing Basis: Section 1(b), Intent to Use: For a trademark or service mark application: As of the application filing date, the applicant had a
bonafide intention, and was entitled, to use the mark in commerce on or in connection with the identified goods/services in the application. For a
collective trademark, collective service mark, or collective membership mark application: As of the application filing date, the applicant had a
bona fide intention, and was entitled, to exercise legitimate control over the use of the mark in commerce by members on or in connection with
the identified goods/services/collective membership organization. For a certification mark application: As of the application filing date, the
applicant had a bona fide intention, and was entitled, to exercise |egitimate control over the use of the mark in commerce by authorized usersin
connection with the identified goods/services, and the applicant will not engage in the production or marketing of the goods/services to which the
mark is applied, except to advertise or promote recognition of the certification program or of the goods/services that meet the certification
standards of the applicant.

Filing Basis: Section 44(d), Priority based on foreign filing:For a trademark or service mark application: As of the application filing date,
the applicant had a bona fide intention, and was entitled, to use the mark in commerce on or in connection with the identified goods/services, and
assertsaclaim of priority based upon aforeign application. For a collective trademark, collective service mark, or collective membership mark
application: As of the application filing date, the applicant had a bonafide intention, and was entitled, to exercise legitimate control over the use
of the mark in commerce by members on or in connection with the identified goods/services/collective membership organization, and asserts a
claim of priority based upon aforeign application. For a certification mark application: As of the application filing date, the applicant had a
bonafide intention, and was entitled, to exercise legitimate control over the use of the mark in commerce by authorized usersin connection with
the identified goods/services, the applicant will not engage in the production or marketing of the goods/services to which the mark is applied,
except to advertise or promote recognition of the certification program or of the goods or services that meet the certification standards of the
applicant, and the applicant asserts a claim of priority based upon aforeign application. Claim of priority is based on [ Canada application
number 1713786 filed 02/04/2015]. 15 U.S.C.Section 1126(d), as amended.

INTENT TO PERFECT 44(d) : At thistime, the applicant intends to rely on Section 44(e) as abasisfor registration. If ultimately the applicant
does not rely on Section 44(e) as a basis for registration, avalid claim of priority may be retained.

Applicant hereby addsthe following class of goods/servicesto the application:

New: Class 035 for Wholesale reseller services featuring cabinets for liquid and gas fuel dispensers; providing a website featuring consumer
product information in the field of cabinets for liquid and gas fuel dispensers

Filing Basis: Section 1(b), Intent to Use: For atrademark or service mark application: As of the application filing date, the applicant had a
bona fide intention, and was entitled, to use the mark in commerce on or in connection with the identified goods/services in the application. For a
collective trademark, collective service mark, or collective membership mark application: As of the application filing date, the applicant had a
bonafide intention, and was entitled, to exercise legitimate control over the use of the mark in commerce by members on or in connection with
the identified goods/services/collective membership organization. For a certification mark application: As of the application filing date, the
applicant had a bona fide intention, and was entitled, to exercise legitimate control over the use of the mark in commerce by authorized usersin
connection with the identified goods/services, and the applicant will not engage in the production or marketing of the goods/services to which the
mark is applied, except to advertise or promote recognition of the certification program or of the goods/services that meet the certification
standards of the applicant.

Filing Basis: Section 44(d), Priority based on foreign filing:For a trademark or service mark application: As of the application filing date,
the applicant had a bona fide intention, and was entitled, to use the mark in commerce on or in connection with the identified goods/services, and
assertsaclaim of priority based upon aforeign application. For a collective trademark, collective service mark, or collective membership mark
application: As of the application filing date, the applicant had a bonafide intention, and was entitled, to exercise legitimate control over the use
of the mark in commerce by members on or in connection with the identified goods/services/collective membership organization, and asserts a
claim of priority based upon aforeign application. For a certification mark application: As of the application filing date, the applicant had a
bonafide intention, and was entitled, to exercise legitimate control over the use of the mark in commerce by authorized usersin connection with
the identified goods/services, the applicant will not engage in the production or marketing of the goods/services to which the mark is applied,
except to advertise or promote recognition of the certification program or of the goods or services that meet the certification standards of the
applicant, and the applicant asserts aclaim of priority based upon aforeign application. Claim of priority is based on [ Canada application
number 1713786 filed 02/04/2015]. 15 U.S.C.Section 1126(d), as amended.

INTENT TO PERFECT 44(d) : At thistime, the applicant intends to rely on Section 44(e) as abasis for registration. If ultimately the applicant
does not rely on Section 44(€) as a basis for registration, avalid claim of priority may be retained.

Applicant hereby addsthe following class of goods/servicesto the application:

New: Class 039 for Distribution services, namely, delivery of cabinets for liquid and gas fuel dispensers

Filing Basis: Section 1(b), Intent to Use: For a trademark or service mark application: As of the application filing date, the applicant had a
bonafide intention, and was entitled, to use the mark in commerce on or in connection with the identified goods/services in the application. For a



collective trademark, collective service mark, or collective membership mark application: As of the application filing date, the applicant had a
bonafide intention, and was entitled, to exercise legitimate control over the use of the mark in commerce by members on or in connection with
the identified goods/services/collective membership organization. For a certification mark application: As of the application filing date, the
applicant had a bona fide intention, and was entitled, to exercise |legitimate control over the use of the mark in commerce by authorized usersin
connection with the identified goods/services, and the applicant will not engage in the production or marketing of the goods/services to which the
mark is applied, except to advertise or promote recognition of the certification program or of the goods/services that meet the certification
standards of the applicant.

Filing Basis: Section 44(d), Priority based on foreign filing:For a trademark or service mark application: As of the application filing date,
the applicant had a bonafide intention, and was entitled, to use the mark in commerce on or in connection with the identified goods/services, and
asserts aclaim of priority based upon aforeign application. For a collective trademark, collective service mark, or collective membership mark
application:; As of the application filing date, the applicant had a bonafide intention, and was entitled, to exercise legitimate control over the use
of the mark in commerce by members on or in connection with the identified goods/services/collective membership organization, and asserts a
claim of priority based upon aforeign application. For a certification mark application: As of the application filing date, the applicant had a
bonafide intention, and was entitled, to exercise legitimate control over the use of the mark in commerce by authorized usersin connection with
the identified goods/services, the applicant will not engage in the production or marketing of the goods/services to which the mark is applied,
except to advertise or promote recognition of the certification program or of the goods or services that meet the certification standards of the
applicant, and the applicant asserts a claim of priority based upon aforeign application. Claim of priority isbased on [ Canada application
number 1713786 filed 02/04/2015]. 15 U.S.C.Section 1126(d), as amended.

INTENT TO PERFECT 44(d) : At thistime, the applicant intends to rely on Section 44(e) as abasis for registration. If ultimately the applicant
does not rely on Section 44(e) as a basis for registration, avalid claim of priority may be retained.

Applicant hereby addsthe following class of goods/servicesto the application:

New: Class 040 for Manufacture of cabinets for liquid and gas fuel dispensersto order and/or specification of others

Filing Basis: Section 1(b), Intent to Use: For a trademark or service mark application: As of the application filing date, the applicant had a
bonafide intention, and was entitled, to use the mark in commerce on or in connection with the identified goods/services in the application. For a
collective trademark, collective service mark, or collective membership mark application: As of the application filing date, the applicant had a
bona fide intention, and was entitled, to exercise legitimate control over the use of the mark in commerce by members on or in connection with
the identified goods/services/collective membership organization. For a certification mark application: As of the application filing date, the
applicant had a bona fide intention, and was entitled, to exercise |egitimate control over the use of the mark in commerce by authorized usersin
connection with the identified goods/services, and the applicant will not engage in the production or marketing of the goods/services to which the
mark is applied, except to advertise or promote recognition of the certification program or of the goods/services that meet the certification
standards of the applicant.

Filing Basis: Section 44(d), Priority based on foreign filing:For a trademark or service mark application: As of the application filing date,
the applicant had a bona fide intention, and was entitled, to use the mark in commerce on or in connection with the identified goods/services, and
asserts aclaim of priority based upon aforeign application. For a collective trademark, collective service mark, or collective membership mark
application: As of the application filing date, the applicant had a bonafide intention, and was entitled, to exercise legitimate control over the use
of the mark in commerce by members on or in connection with the identified goods/services/collective membership organization, and asserts a
claim of priority based upon aforeign application. For a certification mark application: As of the application filing date, the applicant had a
bonafide intention, and was entitled, to exercise legitimate control over the use of the mark in commerce by authorized usersin connection with
the identified goods/services, the applicant will not engage in the production or marketing of the goods/services to which the mark is applied,
except to advertise or promote recognition of the certification program or of the goods or services that meet the certification standards of the
applicant, and the applicant asserts a claim of priority based upon aforeign application. Claim of priority is based on [ Canada application
number 1713786 filed 02/04/2015]. 15 U.S.C.Section 1126(d), as amended.

INTENT TO PERFECT 44(d) : At thistime, the applicant intends to rely on Section 44(e) as abasisfor registration. If ultimately the applicant
does not rely on Section 44(e) as a basis for registration, avalid claim of priority may be retained.

Applicant hereby addsthe following class of goods/servicesto the application:

New: Class 042 for Computer services, namely, hosting and maintaining an online website for others featuring information relating to cabinets
for liquid and gas fuel dispensers, and for the purpose of providing arepository of technical information and manuals for customers

Filing Basis: Section 1(b), Intent to Use: For a trademark or service mark application: As of the application filing date, the applicant had a
bona fide intention, and was entitled, to use the mark in commerce on or in connection with the identified goods/services in the application. For a
collective trademark, collective service mark, or collective membership mark application: As of the application filing date, the applicant had a
bonafide intention, and was entitled, to exercise legitimate control over the use of the mark in commerce by members on or in connection with
the identified goods/services/collective membership organization. For a certification mark application: As of the application filing date, the
applicant had a bona fide intention, and was entitled, to exercise |legitimate control over the use of the mark in commerce by authorized usersin
connection with the identified goods/services, and the applicant will not engage in the production or marketing of the goods/services to which the
mark is applied, except to advertise or promote recognition of the certification program or of the goods/services that meet the certification
standards of the applicant.



Filing Basis: Section 44(d), Priority based on foreign filing:For a trademark or service mark application: As of the application filing date,
the applicant had a bona fide intention, and was entitled, to use the mark in commerce on or in connection with the identified goods/services, and
assertsaclaim of priority based upon aforeign application. For a collective trademark, collective service mark, or collective membership mark
application: As of the application filing date, the applicant had a bona fide intention, and was entitled, to exercise legitimate control over the use
of the mark in commerce by members on or in connection with the identified goods/services/coll ective membership organization, and asserts a
claim of priority based upon aforeign application. For a certification mark application: As of the application filing date, the applicant had a
bonafide intention, and was entitled, to exercise legitimate control over the use of the mark in commerce by authorized usersin connection with
the identified goods/services, the applicant will not engage in the production or marketing of the goods/services to which the mark is applied,
except to advertise or promote recognition of the certification program or of the goods or services that meet the certification standards of the
applicant, and the applicant asserts a claim of priority based upon aforeign application. Claim of priority isbased on [ Canada application
number 1713786 filed 02/04/2015]. 15 U.S.C.Section 1126(d), as amended.

INTENT TO PERFECT 44(d) : At thistime, the applicant intends to rely on Section 44(e) as abasis for registration. If ultimately the applicant
does not rely on Section 44(€) as a basis for registration, avalid claim of priority may be retained.

ADDITIONAL STATEMENTS

Miscellaneous Statement

Applicant notes that the foreign application relied upon has not yet issued as a foreign registration. Accordingly, Applicant requests that the U.S.
application be suspended as necessary until a copy of the foreign registration is available.

FEE(S)
Fee(s) in the amount of $1100 is being submitted.

SIGNATURE(S)
Declaration Signature

DECLARATION: Thesignatory being war ned that willful false statements and the like are punishable by fine or imprisonment, or both,
under 18 U.S.C. § 1001, and that such willful false statements and the like may jeopardize the validity of the application or submission or
any registration resulting ther efrom, declaresthat, if the applicant submitted the application or allegation of use (AOU) unsigned, all
statementsin the application or AOU and this submission based on the signatory's own knowledge aretrue, and all statementsin the
application or AOU and this submission made on information and belief are believed to betrue.

STATEMENTSFOR UNSIGNED SECTION 1(a) APPLICATION/AOU: If the applicant filed an unsigned application under 15 U.S.C.
81051(a) or AOU under 15 U.S.C. 81051(c), the signatory additionally believes that: the applicant is the owner of the mark sought to be
registered; the mark isin usein commerce and was in use in commerce as of the filing date of the application or AOU on or in connection with
the goods/services/collective membership organization in the application or AOU; the original specimen(s), if applicable, shows the mark in use
in commerce as of the filing date of the application or AOU on or in connection with the goods/services/collective membership organization in
the application or AOU; for a collective trademark, collective service mark, collective membership mark application, or certification mark
application, the applicant is exercising legitimate control over the use of the mark in commerce and was exercising legitimate control over the
use of the mark in commerce as of thefiling date of the application or AOU; for a certification mark application, the applicant is not engaged in
the production or marketing of the goods/services to which the mark is applied, except to advertise or promote recognition of the certification
program or of the goods/services that meet the certification standards of the applicant. To the best of the signatory's knowledge and belief, no
other persons, except, if applicable, authorized users, members, and/or concurrent users, have theright to usethe mark in commerce,
either in theidentical form or in such near resemblance asto belikely, when used on or in connection with the goods/ser vices/collective
member ship organization of such other persons, to cause confusion or mistake, or to deceive.

STATEMENTSFOR UNSIGNED SECTION 1(b)/SECTION 44 APPLICATION AND FOR SECTION 66(a)
COLLECTIVE/CERTIFICATION MARK APPLICATION: If the applicant filed an unsigned application under 15 U.S.C. 8§ 1051(b),
1126(d), and/or 1126(e), or filed a collective/certification mark application under 15 U.S.C. §1141f(a), the signatory additionally believes that:
for atrademark or service mark application, the applicant is entitled to use the mark in commerce on or in connection with the goods/services
specified in the application; the applicant has a bona fide intention to use the mark in commerce and had a bona fide intention to use the mark in
commerce as of the application filing date; for a collective trademark, collective service mark, collective membership mark, or certification
mark application, the applicant has a bonafide intention, and is entitled, to exercise legitimate control over the use of the mark in commerce and
had a bona fide intention, and was entitled, to exercise legitimate control over the use of the mark in commerce as of the application filing date;
the signatory is properly authorized to execute the declaration on behalf of the applicant; for a certification mark application, the applicant will
not engage in the production or marketing of the goods/services to which the mark is applied, except to advertise or promote recognition of the
certification program or of the goods/services that meet the certification standards of the applicant. To the best of the signatory's knowledge
and belief, no other per sons, except, if applicable, authorized users, members, and/or concurrent users, havetheright tousethemark in
commerce, either in theidentical form or in such near resemblance asto belikely, when used on or in connection with the

goods/ser vices/collective member ship or ganization of such other persons, to cause confusion or mistake, or to deceive.



Signature: /Adam Sikich/  Date: 12/18/2015

Signatory's Name: Adam Sikich

Signatory's Position: Attorney of Record, Washington, DC Bar Member
Signatory's Phone Number: (202) 298-6322

Response Signature

Signature: /Adam Sikich/  Date: 12/18/2015

Signatory's Name: Adam Sikich

Signatory's Position: Attorney of Record, Washington, DC Bar Member

Signatory's Phone Number: (202) 298-6322

The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the highest court of aU.S. state, which
includes the District of Columbia, Puerto Rico, and other federal territories and possessions; and he/sheis currently the owner's’holder's attorney
or an associate thereof; and to the best of his/her knowledge, if prior to hisher appointment another U.S. attorney or a Canadian attorney/agent
not currently associated with his’her company/firm previously represented the owner/holder in this matter: (1) the owner/holder hasfiled or is
concurrently filing a signed revocation of or substitute power of attorney with the USPTO; (2) the USPTO has granted the request of the prior
representative to withdraw; (3) the owner/holder has filed a power of attorney appointing him/her in this matter; or (4) the owner's’holder's
appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney appointing him/her as an associate attorney in this matter.
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RAM SALE NUMBER: 86557974
RAM ACCOUNTING DATE: 20151221

INTERNET TRANSMISSION DATE: SERIAL NUMBER:

2015/12/18 86/557974

Description Fee Transaction Fee Number Of Total Fees
Code Date Classes Paid

7009 2015/12/18 275 4 1100
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