
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Serial No. : 87/484,426

Filing Date : June 12, 2017

Mark : HALCYON

Examining
Attorney : Robert J. Struck

Law Office : 109

RESPONSE TO OFFICE ACTION

Commissioner for Trademarks
2900 Crystal Drive
Arlington, Virginia 22202-3513

This is submitted in response to the Office Action dated December 22, 2017, whereby the

Examining Attorney refused registration of the mark HALCYON, applied for under Serial No.

87/484,426, pursuant to Sections 1 and 45 of the Trademark Act, 15 U.S.C. § 1051.

REMARKS

The Examining Attorney refused registration of the mark HALCYON under Sections 1

and 45 of the Trademark Act on the ground that the Applicant does not have a bona fide intent to

lawfully use the HALCYON mark in commerce because the Applicant’s cited goods include

cannabidiol (“CBD”). The Controlled Substance Act §802(16) defines “marihuana” as all parts

of the Cannabis sativa L. plant; however, the CSA specifically excludes the following from this

definition:

Such term does not include the mature stalks of such plant, fiber produced from

such stalks, oil or cake made from the seeds of such plant, any other compound,



manufacture, salt, derivative, mixture, or preparation of such mature stalks

(except the resin extracted therefrom), fiber, oil, or cake, or the sterilized seed of

such plant which is incapable of germination. (See Exhibit A)

In support of his argument, the Examining Attorney cited a note from the DEA titled

“Clarification of the New Drug Code for Marijuana Extract” as evidence that CBD does not

naturally occur in the parts of the hemp plant outlined in citation above, but the DEA’s note also

includes an exception of its own:

However…if a product, such as oil from cannabis seeds, consisted solely of parts

of the cannabis plant excluded from the CSA definition of marijuana, such

product would not be included in the new drug code (7350) or in the drug code for

marijuana (7360), even if it contained trace amounts of cannabinoids. (See Exhibit

B)

The goods cited in the HALCYON application make no mention of the quantity of cannabidiol

that will be contained in the dietary and nutritional supplements. The cannabidiol that will be

present in the Applicant’s products, however small the quantity may be, will be derived from the

stems and stalks of industrial hemp and the products will be fully compliant with the CSA.

Applicant also notes that a number of prior applications owned by apparently unrelated

entities in International Class 5 with goods descriptions that include “cannabidiol” and/or “CBD”

have been cleared for publication and ultimately registered, including: TREE OF LIFE (SN

87046885); KANNABIOTIC (SN 86268010); REAL SCIENTIFIC HEMP OIL (SN 86743078);

REAL SCIENTIFIC HEMP (SN 86743073); PURX (SN 86591721); PURXPRESSIONS and

Design (SN 86532277); PURXPRESSIONS (SN 86529465); CANNABEX (SN 86916896);



CBD FOR LIFE (SN 86772692); HERBAL RENEWALS (SN 86894387); INDUSTRIAL

HEMP CANNABIDIOL/CBD HEMPDIOL and Design (SN 86288363); GREEN ROADS (SN

87080056); CBDRX (Stylized) (SN 87240967); CEBEDE (SN 87239505); CIBDEX HEMP

CBD COMPLEX and Design (SN 86200648); HEMP CBD COMPLEX (Stylized) (SN

86130776); HEMP CBD (SN 86130668); CBD BALANCE (SN 86553912); CBD COMPLETE

(SN 86553913); PROCANA (SN 86099419); HEMPNOL (SN 86512991); RSHO (SN

86736301); CBDRIVEN NUTRACEUTICALS (SN 86534748); RAPIDCBD (SN 86856964);

CBD NUTRABIDIOL (SN 86417194); CBD MD (SN 86914580); INNOVATIVE CBD (SN

86646135); TELOMIN (SN 86455188); THAT TAFFY (SN 86728676); and HEMPCO (SN

86402863). (See Exhibit C)

CONCLUSION

For the foregoing reasons, Applicant respectfully request that the Examining Attorney

reconsider the decision and withdraw the Sections 1 and 45 refusal and pass the mark

HALCYON to publication.

Dated: June 21, 2018

Respectfully submitted,

Chase Scott
Attorney for Applicant
Taylor Feil Harper Lumsden & Hess
3340 Peachtree Road N.E.
Suite 250
Atlanta, Georgia 30326
(404) 214-1200
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