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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
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Applicant:  BESTOP PRP, LLC 
 
International Class: 12 
 
Mark:   STATUS: 
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______________________________________________________________________ 
 
Commissioner for Trademarks 
P.O. Box 1451 
Alexandria, VA  22313-1451 
 

AMENDMENT AND RESPONSE TO FINAL OFFICE ACTION  
 

Madam: 
 
 This is in response to the Office Action dated December 31, 2019 to which a timely 

six month response is due by June 30, 2020.  Applicant requests reconsideration of the 

refusal to register.  Applicant also files herewith a Notice of Appeal without prejudice. 

 

Section 2(d) Refusal – Likelihood of Confusion 

 The Office Action states that registration of the applied-for mark is refused because of 

a likelihood of confusion with the mark in U.S. Registration No. 5513324 (“STATUS”, 

hereinafter Reg. ‘324) under Trademark Act Section 2(d), 15 U.S.C. §1052(d); See TMEP 

§§1207.01 et seq.   

The Examining Attorney indicates that two factors are most relevant in this case - 

similarity of the marks and similarity and nature of the goods.  
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Applicant maintains that when determining likelihood of confusion under Section 2(d), 

certain elements, when relevant, must be considered such as: (1) the similarity or dissimilarity 

of the marks in their entireties as to appearance, sound, connotation and commercial 

impression; (2) the similarity or dissimilarity of the goods or services as described in an 

application or registration in connection with which a prior mark is in use; (3) the similarity or 

dissimilarity of established, likely-to-continue trade channels; (4) the conditions under which and 

buyers to whom sales are made; (5) the fame of the prior mark; (6) the number and nature of 

similar marks in use on similar goods or services; (7) the nature and extent of any actual 

confusion; (8) the length of time during and conditions under which there has been concurrent 

use without evidence of actual confusion; (9) the variety of goods or services on which a mark 

is or is not used; (10) the market interface between Applicant and the owner of a prior mark; 

(11) the extent to which the Applicant has a right to exclude others from use of its mark on its 

goods or services; (12) the extent of potential confusion; and (13) any other established fact 

probative of the effect of use.  See In re E. I. Du Pont de Nemours & Co., 476 F.2d 1357, 177 

U.S.P.Q. 563 (C.C.P.A. 1973).   

There is no mechanical test for determining likelihood of confusion and "each case 

must be decided on its own facts." Du Pont, 476 F.2d at 1361, 177 USPQ at 567.  A 

determination that there is no likelihood of confusion may be appropriate, even where the 

marks are similar and the goods/services are related, because these factors are outweighed 

by other factors, such as differences in the relevant trade channels of the goods/services.  

See TMEP 1207.01.   
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The Office Action maintains that the applied-for mark is “STATUS:” and the registered 

mark “STATUS” is nearly identical.   

Regarding the first item of the DuPont test - the similarity or dissimilarity of the marks 

in their entireties as to appearance, sound, connotation and commercial impression - when 

the marks are considered in their entireties, Applicant maintains that when a consumer 

encounters the applied-for-mark as a whole, the “:” and it’s placement would be additionally 

impressed upon a consumer as the image “:” could have many uses giving various 

connotations and overall commercial impressions to the mark viewed as a whole.  When 

comparing the marks, "[a]ll relevant facts pertaining to appearance, sound, and connotation 

must be considered before similarity as to one or more of those factors may be sufficient to 

support a finding that the marks are similar or dissimilar." Recot, Inc. v. M.C. Becton, 214 

F.3d 1322, 1329, 54 USPQ2d 1894, 1899 (Fed. Cir. 2000); TMEP § 1207.01(b).  

 The second item of the DuPont test is the similarity or dissimilarity of the goods or 

services as described in a registration in connection with which a prior mark is in use.  The 

Examining Attorney contends that the goods in the application and registrations are at least 

partially identical, and, therefore, the identified goods are presumed to travel in the same 

channels of trade to the same class of purchasers for related goods.     

The Reg. ‘324 is for “Automobile vehicle wheels” in Class 012  
by (REGISTRANT) JUST WHEELS & TIRES CO., a CALIFORNIA CORPORATION 

 
The Reg. ‘324 is limited to these automobile vehicle wheels, which is thought to be in 

the tire industry. A consumer would not believe that current Applicant's goods are related to 

the Reg. '324 mark as a source for automobile vehicle wheels.  The differences are not 
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inconsequential.  In addition, Applicant previously amended the goods without prejudice to 

recite the limitation, "all of the above excluding vehicle wheels and vehicle tires”.  Whereas 

a search of what appears to be the website of ‘324 Registrant’s - Just Wheels & Tires Co. - 

indicates that Just Wheels & Tires Co’s registered STATUS mark is directed to automotive 

vehicle wheels in the tire industry or tire dealer industry sold through direct sales channels. 

See Appendix A. The Reg. ‘324 is limited to automobile vehicle wheels. 

In contrast to Reg. ‘324, Applicant’s identification of goods is not directed to any 

exterior component, specifically, wheels.  Instead, Applicant’s identification of goods is 

directed to interior seating and explicitly excludes vehicle wheels and vehicle tires.  In 

particular, the present identification of goods recites: Automotive vehicle components, 

namely, vehicle seats, vehicle seat shells, vehicle seat frames, vehicle seat hardware, fitted 

seat covers for vehicles, vehicle seat upholstery, vehicle seat cushions, vehicle seat head 

restraints, vehicle seat headrests, vehicle seat mountings, and vehicle seat accessories, 

namely, fitted fabric covers for vehicle seat belts, safety belts for vehicle seats and seat safety 

harnesses for vehicles; all of the above excluding vehicle wheels and vehicle tires.  Thus, the 

two sets of goods and the recitations thereof are different.  A consumer would not believe 

current Applicant’s seat goods are related to the Reg. '324 mark as a source for automobile 

vehicle wheels.     

As to the Examining Attorney's evidence, "www.4wheelparts.com" is directed to a 

third-party parts dealer of hundreds of brands across several industries. See Appendix B.  As 

to the www.pepboys.com evidence, the evidence is directed to a third-party parts dealer and 
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on-site mechanic services. Id.  None of the evidence is from websites of manufacturers.  All 

appear to be third-party part suppliers selling parts. 

 The Examining Attorney opines that, while the goods are not identical, they are 

related; both Applicant and Registrant offer vehicle parts.  The Examining Attorney attached 

USPTO third-party registrations and indicates the uses are in connection with the same or 

similar goods.  The Examining Attorney states that the evidence shows that the goods listed 

therein, namely vehicle wheels (registrant’s goods) and vehicle seats, headrests for vehicle 

seats, vehicle seat cushions (applicant’s goods), are of a kind that may emanate from a single 

source under a single mark.  Applicant respectfully maintains that vehicles are comprised of 

thousands of vehicle parts.  See Appendix C, which are screen prints of webpages 

mentioning there are at least 30,000 components, and at least 1800 different vehicle parts. 

Applicant respectfully submits that Reg. ‘324 is directed to only “Automobile vehicle wheels” 

out of at least about 1800 to 30,000 parts; “vehicle parts” the Office Action mentions.  See 

also Appendix D including screen prints from what appears to be the Reg. No. 5735124 

Registrant’s website (Crov.com) where it appears Registrant is a wholesale distributor or 

wholesale center provider of over 36,000 products; from home and garden, baby supplies, 

pet supplies, musical instruments, beauty, to automotive and beyond.   Various registrations 

of Crov Inc. include some of the laundry list of the 36,000 products offered through wholesale 

sales channels.  Applicant’s representative had previously attempted to similarly locate 

webpages for the other registrant’s of registrations attached to the first Office Action and each 

registered mark previously attached as evidence for vehicle wheels (registrant’s goods) and 

vehicle seats, headrests for vehicle seats, vehicle seat cushions, but none were located.   
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The third item of the DuPont test is the similarity or dissimilarity of established, likely-

to-continue trade channels.  The description of goods are outlined above, and further remarks 

are set forth, which weigh against a determination of a likelihood of confusion since the trade 

channels are dissimilar.  Applicant submits there is not a likelihood of confusion since there 

is no apparent marketing channel overlapped.  See also the remarks in the fourth item below. 

 The fourth item of the DuPont test is "the conditions under which and buyers to whom 

sales are made."  With respect to Reg. No. '324, it can only be speculated based on the 

description of goods and Registrant’s webpage that the buyers will be limited to sales through 

direct sales channels with clients wanting automobile vehicle wheels.  Wheels being the exterior 

foundation of a vehicle to ground surface and with mileage, tread, driving conditions, geography, 

seasons, temperatures, safety, testing, models, vehicle types, aesthetics, costs, etc all taken 

into consideration, and involving regulatory standards.  Applicant’s amended recitation of goods 

excludes vehicle wheels and vehicle tires.  In addition, Applicant’s sales (made in conjunction 

with this mark) are directed to consumers of the vehicle-specific vehicle seats, vehicle seat 

shells, vehicle seat frames, vehicle seat hardware, fitted seat covers for vehicles, vehicle 

seat upholstery, vehicle seat cushions, vehicle seat head restraints, vehicle seat headrests, 

vehicle seat mountings, and vehicle seat accessories, namely, fitted fabric covers for vehicle 

seat belts, safety belts for vehicle seats and seat safety harnesses for vehicles; all of the 

above excluding vehicle wheels and vehicle tires.  The respective goods are goods which 

are considered and purchased with deliberation and the exercise of greater than average 

care, especially given the amount of vehicle-specific compatibility considerations, capital, 

financing, loans, equity or other assets and time it takes to first purchase or lease a vehicle, 
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and then to keep it running, maintain it, and provide a means of transportation to carry out 

one's day-to-day responsibilities and desires.  Under such circumstances, owners are likely 

to know the goods providers with whom they are dealing and would not be prone to being 

confused, as to the source of the respective goods, by ‘324 Registrant's and Applicant's 

marks at issue. Purchasing of the actual goods insures careful, deliberate selection by 

discriminating purchasers.  “This is not the sort of purchasing environment in which confusion 

flourishes.”  Oreck Corp. v. U.S. Floor Systems, Inc. 803 F2d 166, 231 USPQ 634 (5th Cir. 

1986).   Consumers are most certainly highly discriminating purchasers who are virtually 

certain to be informed, deliberate buyers expected to exert a high degree of care and who 

are not easily confused.  Id.  The consumers would not purchase the goods on an impulse, but 

only after deliberate and careful consideration, knowing exactly with whom they are dealing. 

The seventh item of the test is "the nature and extent of any actual confusion.”  There 

appears to be no evidence of actual confusion between the two marks weighing against a 

possibility of likelihood of confusion.   

The eighth item of the test is "the length of time during and conditions under which 

there has been concurrent use without evidence of actual confusion."  There appears to be 

no evidence of actual confusion between the two marks since their concurrent use of at least 

December 2017 weighing against a possibility of likelihood of confusion.   

The ninth element of the DuPont test is "the variety of goods or services on which a 

mark is or is not used.”  Reg. No. '324 is not being used in connection with a large variety of 

goods.  Both Applicant’s mark and the marks of Reg. No. '324 are specifically being used in 

connection with a respective particular area of non-overlapping goods.  That is, Applicant’s 
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mark is for providing Automotive vehicle components, namely, vehicle seats, vehicle seat 

shells, vehicle seat frames, vehicle seat hardware, fitted seat covers for vehicles, vehicle 

seat upholstery, vehicle seat cushions, vehicle seat head restraints, vehicle seat headrests, 

vehicle seat mountings, and vehicle seat accessories, namely, fitted fabric covers for vehicle 

seat belts, safety belts for vehicle seats and seat safety harnesses for vehicles. To the 

contrary, the Reg. No. '324 is limited to Automotive vehicle wheels.  Both marks are clearly 

being used in a specific market for buyers of the specific goods, as opposed to being used 

in a variety of markets, and also as opposed to the laundry lists of goods/services related to 

the evidence used in the office actions.  Applicant had also previously amended the 

identification goods without prejudice to recite the limitation, "all of the above excluding 

vehicle wheels and vehicle tires".   

 Applicant submits that the subject mark is properly registerable and respectfully 

requests that the Examining Attorney remove the rejection and allow Applicant’s mark to 

pass to publication. 

Conclusion 

  Applicant respectfully submits that the likelihood of confusion rejection should be 

withdrawn in view of the remarks set forth above.  Applicant further requests entry of the 

identification of goods amendments.  Therefore, Applicant believes that the application is in 

condition for passing to publication and registration, which is herein requested.   

 The Director of the U.S. Patent and Trademark Office is hereby authorized to charge 

any additional fees required under 37 C.F.R. § 1.21 (Miscellaneous fee and charges) and/or 

credit any overpayment to our firm’s Deposit Account No. 501612. 
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 The Examining Attorney is invited to telephone the Applicant's undersigned attorney 

at (248) 364-4300 if any unresolved matters remain. 

      Respectfully submitted, 
 
      WARN PARTNERS, P.C. 
      Attorneys for Applicant(s) 
 

Dated:  _June 30, 2020 _  By: ___/Philip R. Warn - Reg. No. 32775/______ 
       Philip R. Warn    
       Reg. No. 32775 
P.O. Box 70098 
Rochester Hills, MI 48307 
(248) 364-4300 
 
PRW:LMF:acw 
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